Beebe- Trademark Law: An OpenrSource Casebook

II.  Trademark Infringement... e ———————
A. The Actionable Use Requlrement .

1. De£AT AAT 060 05oA ElL. ﬁLLLAQAAﬁm"
Rescuecom Corp. v. GOOgIe INC......ccceeiiiiiimeeeeeee e

2. $AEAT AAT 060 50A OET #1711 AAOGCEI1T xEOE OE

N b

SAOOEAAQA. PSRRI SPRPRR £.* B
Bosley Medlcal Institute, Inc. v. Kremer..............ccccceeeeeeeenene 20..

B. ConfusionBased Infringement.... - . -

1. The History of the ConfusronBased Cause of Action for Trademark
Infringement .............. e 29

a. The EarIyLTwentleth Century Approach to the L|keI|hood of
Consumer Confusion... et et e 2900
"T OAAT )AA #oAAl #Te Os...... "IBRAAT B8O #11A

b. The Development of the Modern Multifactor Test................... 34...
Polaroid Corp. v. Polarad Electronics Corp... crrreeerneeeeeens 30

2. Contemporary Applications of the Multifactor Test for the leellhood
of Confusion... OO | §
Virgin Enterprlses Ltd V. Nawab ............................................... 43..
3. Survey Evidence and the Likelihood of Confusion..................evveeeen 59
Smith v. WalMart Stores, Inc.. S PPPPRPPRRN o X

4, O3bpi 1 OI OOEED 1 O 1. /E/EE I E.A.QE.]'...T..6......341'..1 AOOET 1
Board of Supervisors for LouisianState University Agricultural &
Mechanical College v. Smack Apparel Co.........cccevveviecereeenn.. 92,

5. Initial Interest CoNfUSION..........ccevviieeiiiiicceeeeeiiiieeeeeee s e Q4

Multi Time Machinev. AmMazon.Com............cccccvvimmmereeenccnnennene. 96....
6. PostSale Confusion... PP RSRPPP I 5 18
Ferrari S.P.A. v. Roberts U O I3
7. Reverse Confusion... S UUPPRRTRRR 2 2
0o ( 3D|000xAAOh )TAstB ..... LA O OEAG O 3
8. Reverse Passing Off.. S . 157
Dastar Corp. v. Twentleth Century Fox F|Im Corp ................. 141...
9. Lanham Act 8§ 2(d) ConfuSioN..........cccceeeeiiiiimmmmmemeeeeeeeeeeeeev v eeeeeeem . 162
C. Trademark Dilution .. PSSP O PUUPPPPPPRRN o 1o
1. The Fame Requrrement for Antldrlutron Protect........ccooeveeiiiiiiiee 171
Coach Servs., Inc. v. Triumpearning LLC...........cccceveeiiccenenn. 172
2. Dilution by BIUITING ..ccooeiieiiiiiiiiiemmmmme e L
Nike, Inc. v. Nikepal Intern., InC...........ccoociiimmmeeeeeeeeee 177.
Starbucks Corp. v. Wolfe's Borough Coffee,.Inc.................... 190
Part II 1

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

3. Dilution by Tarnishment... PR X
V Secret Catalogue, Inu Moseley .......................................... 210...
D. Cybersquatting.... . S ) ¢
1. The Section 43(d) Prohlbltlon Agalnst Cybersquattlng .................. 226
3bi OOUO &AOI , 8, #8 .08..3.01.Q%OI AT8§0O - AO
Lamparello v. Falwell... e re————— TR e 239.
2. The Uniform Dispute Resolutlon PoI|cy and the Unlform Rapid
Suspension System... - TR eo X
a. The Uniform Dlspute Resolutlon Pollcy Y1 X
Eastman Spor Group LLC v. Jim and Kenny ........................ 261
b. The Uniform Rapid Suspension System.................covcceeeeeeern 273
Facebook Inc. vRadoslav.............ccccoevimeeveeecce i eceeeeeenn 275
E. Secondary Liability.... SO PPPUPPU Y 4
Tiffany (NJ) Inc V. eBayInc O UOPPD2.Y .|
Gucci America, Inc. Frontline Processmg Corp ...................... 297...
Part II 2

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

[l. Trademark Infringement

In this Part, we consider the infringement of trademark rights under certain
sections of the Lanham Act:

1 8 32, 15 U.S.C. § 1114 (likelihood of confusion with resgt to registered
marks)

1 8 43(a), 15 U.S.C. § 1125(a) (likelihood of confusion with respect to
registered or unregistered marks)

1 843(c), 15 U.S.C. § 1125(c) (likelihood of dilution with respect to registered
or unregistered marks)

 §43d), 15US.Cc.8112f AqQ | OAUAAOONDOAOOEI ¢c6 | £ OACEOOD

marks)

Note that the test for likelihood of confusion under § 32 is now essentially the
same as the test for likelihood of confusion under § 43(a), and courts often cite to
case law under one section irdrchangeably with case law under the other. When
owners of registered marks plead likelihood of confusion, they typically do so under
both § 32 and § 43(a) in the event that some defect is discovered in their
registration. Such plaintiffs may also pleadinder both sections in order to avalil
themselves of the slightly broader language of 8§ 43(a), though, again, courts
typically treat § 32 and 843(a) as essentially interchangeable.

Courts have set forth the elements of a trademark infringement claim in a
variety of ways. For example, with respect to a claim based on a likelihood of
confusion under either or both of § 32 and § 43(a), courts have stated:

T Or4yi OOAAAAA ET A |, ATEAI 'AO OOEO &I O 0O/

has two obstacles to overcomethe plaintiff must prove that its mark is
entitled to protection and, even more important, that the defendant's use of

EOO T x1 1T AOE xEIl 1 EEAT U AA®Wé+Jdahri £OOCET 1

USA Publ'g v. Meredith Car®91 F.2d 1072, 1074 (2d Cit993).
Qo prevail on a claim of trademark infringement under the Lanham Act, 15
U.S.C. § 1114, a party must prove: (1) that it has a protectible ownership

ET OAOAOO ET OEA 1 AOENn AT A j¢q OEAO OEA AAE

cause consumer confsion.6 Network Automation, Inc. v. Advanced Systems
Concepts, In¢638 F.3d 1137, 1144 (9th Cir. 2011) (citations omitted).

1 Qo establish trademark infringement under the Lanham Act, a plaintiff
must prove: (1) that it owns a valid mark; (2) that the déendant used the

mark @& commerceAT A xEOEI OO bi AET OEEALAE5 O ADOOEIT OEL

defendant used the mark (or an imitation of it\@ connection with the sale,
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offering for sale, distribution, or advertisingdof goods or services; and (4)

that the deEAT AAT 060 OOA 1T £ OEA [ AO&Rodetta | EEAT U Ol

Stone v Google Rosetta Stone Ltd. v. Google,8i6 F.3d 144, 152 (4th Cir.

2012) (citations omitted).

§  Both infringement and false designation of origin have five elements. To

prevail under either cause of action, the trademark holder must prove?l)

that it possesses a mark; (2) that the [opposing party] used the mark; (3)

that the [opposing party's] use of the mark occurredih commercej (4) that

the [opposing party] used the mark@n connection with the sale, offering for

sale, distribution, or advertisingd of goods or services; and (5) that the

[opposing party] used the mark in a manner likely to confuse consumers.

Lamparello v. Falwel| 420 F.3d 309, 3134th Cir. 2005) (citations omitted).
Though the enumerations vary in their level of detail, these statements of the
elements of a likelihood of confusion claim are all essentially the same. The plaintiff
must prove that (1) it possesses exclusive rights in a mark and (2) the defdant has
infringed those exclusive rights. Our focus in Part Il was on the first of these two
basic elements whether there is a property right. Our focus in this Part is on the
second of these elements whether that right has been infringed.

We begin inPart II.A by reviewing the requirement that, in order to be liable for

OOAAAT AOE ET £OET CAI AT Oh A AAEAT AAT O 1 OO0 OOGOA
OET AiT1AAOGEI T xEOE OEA OAiI A8l EPaillBtoCTI T A0 1T 0O (
forms of infringement that are based on the likelihood of consumer confusion as to
OEA O1I OGOAA 1T O 0PI T O OOEERuart i.GEwelcEnSideAfdrmEBAT AAT 06 O (
of infringement that are not based on consumer confusion, most notably trademark
dilution. In Part II.D, weturn to forms of relief for cybersquatting. Finally, inPart
II.E, we review the doctrine of secondary liability in trademark law.

A. The Actionable Use Requirement

Yyl 0AOO )s8# AAT OAh xA AAAOAOOAA OEA OANOEOA]
incommercd OEA [ AOE ET 1T OAAO O AOOAAI EOE OECEOO
OEA OOOA ET Aiii AOAA6 OANOEOAI AT O AO ADBDI EAA
users. We do so because of the statutory language, shown in italics, in Lanham Act
§32 and 843(a):

Lanham Act § 32, 15 U.S.C. § 1114

(1) Any person who shall, without the consent of the registrant (a) use
in commerceany reproduction, counterfeit, copy, or colorable imitation
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of a registered mark in connection with the sale, offering for sale,
distribution, or advertising of any goods or servicea or in connection
with which such use is likely to cause confusion, or to cause mistake, or
O1T A A AhAIEWS Aigble in a civil action by the registrant for the
remedies hereinafter provided

Lanham Act 83(a), 15 U.S.C. § 1125(a)

(1) Any person who,on or in connection with any goods or services, or
any container for goods, uses in commere@y word, term, name,
symbol, or device, or any combination thereof, or any false designation
of origin, false or msleading description of fact, or false or misleading
representation of fact, which-(A) is likely to cause confusion, or to

AAOOA T[T EOOCAEAR 10 Olin sAdvihdtiod Bysa®E AT 1 AA 1T EAA
person who believes that he or she is or is likely to be damed by such
act.

Thus, for a defendant to be found liable, § 32 requires a showing that the defendant

i AAA A OOOA ET Al i1 AOA Amdconhe@ionOnt thebshld E1T O E £4£8 O
offering for sale, distribution, or advertising of any goods or servicesand § 43(a)
OANOEOAO OEAO OEA AAEAT AAT O OOO0Afry ET AT T 1T AOAA
with any goods or services, or any container for goo@so i, ATEAI ' AO o 10
addressing trademark dilution, similarly requires a showing that the defendant
mAAA A OOOA T &£ A T AOE 10 OOAAA TAT A ET ATl 1AC
Comment 2 at the conclusion dPart I1.A.2 for a discussion of this language).

#1 6000 EAOA AT Al UUAA OEA OOGOA ET Aili i AOAAG
OEAUGOA AT MTUUAMAGCEEA OHEOEOS6 1 Al COACAS 7A 0001
AAEAT AAT 660 OOOA ET Al i1 AOAAS8O

O O50A ET #iii AOAADG

Qu

1. $AEAT AAT O

It is clear enough that the various infringement sections of the Lanham Act all

satisfy the constitutional limitation on Congressional power, but what constitutes
OOAE A OOOA ET Aiii AOAAde 10 xA AEOAOOOAA EI
1127, offers a definition of this phrase:
4EA OAOIATOGGROARAIe | AAT O OEA AT T A EEAA OOA 1
ordinary course of trade, and not made merely to reserve a right in a
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mark. For purposes of this Act, a mark shall be deemed to be in use in
commerce?
(1) on goods when-
(A) it is placed in any manner orthe goods or their containers or the
displays associated therewith or on the tags or labels affixed thereto,
or if the nature of the goods makes such placement impracticable,
then on documents associated with the goods or their sale, and
(B)the goods aresold or transported in commerce, and
(2) on services when it is used or displayed in the sale or advertising of
services and the services are rendered in commerce, or the services are
rendered in more than one State or in the United States and a foreign
country and the person rendering the services is engaged in commerce
in connection with the services.

The obvious problem, however, is that this definition appears to describe the
EETA T £ OOOA ET Aii i1l AOAAe T AAAOOAOthe O AOOAAI
EETA T £ OOOA ET Aiii1 AOAAs T AAAOGOAOU O E E
Rescuecom Corp. v. Google.lrx62 F.3d 123 (2d Cir. 2009), the Second Circuit went
to great lengths to arrive at this rather straightforward understanding of the §5
AAEET EOGEIT 1T &£ OOOA ET Alii1 AOAABS )y O Z£A1 O OEA
because in a previous opinion1z800 Contacts, Inc. v. WhenU.Com, 14t4 F.3d 400
(2d Cir.2005), it had somehow failed to recognize that § 45 was designed to address
only the conduct of trademark owners rather than that of trademark infringers.

Rescueconbecame one long, extended effort in trying to maintain appearances. In
reading through Rescuecomconsider the following questions:
1 What is the underlying policy cortern that is animating this technical, even
OAOEAO PAAAT OEA AAAAOA AAT OO OEA 1 AATEITC 1.
9 Has the Second Circuit explicitly overruledts previous decision in1-800
Contact® What is the status oRescuecom O ! PPAT AEQde 7TEAO AT AO

that, as theRescuecomi PET ET 1 A gebjuddek bf thb1z800rpan¥
have read this Appendix and have authrized us to state that they agree
withitd e

T )& A OAAOAE AT CET A OOGAO AT OAOO OEA «xi(
advertisements for Android phones, haghe search engine itself made a
OO0O0A ET AT 11 AOAASG T MerhapbanokhérQuay] ifaOE e I OEA
restaurant has given written instructions to its employees to respond to a
AT 1T 001 AO6O T OAAO A O 0APOE xEOHe OEA OOAOA
restauranti AAA A OOOA ET PAgsimaridtiaAocbdd bé the OE A
basis for an infringement cause of action?
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Rescuecom Corp. v. Google Inc.
562 F.3d 123 (2d Cir. 2009)

LEVAL, Circuit Judge:
[1] Appeal by Plaintiff Rescuecom Corprdm a judgment of the United States
District Court for the Northern District of New York (Mordue, Chief Judge)
dismissing its action against Google, Inc., under Rule 12(b)(6) for failure to state a
claim upon which relief may be granted. Rescuecom's Compitalleges that Google
is liable under 88 32 and 43 of the Lanham Act, 15 U.S.C. 88 1114 & 1125, for
infring ement, false designation of origin, and dilution of Rescuecom's eponymous
trademark. The district court believed the dismissal of the action was copelled by
our holding in 1z800 Contacts, Inc. v. WhenU.Com, 14&4 F.3d 400 (2d Cir.2005)
j 38006 qh AAAAOOAR AAAT OAET ¢ O OEA AEOOOEAO Al O
RsAOAAT I EAEI AA O Al 1T ACA OEAO '11 ARG O OOA 1 ¢
within the meaning of § 45 of the Lanham Act, 15 U.S.C. § 1127. We believe this
misunderstood the holding of 1z800. While we express no view as to whether
Rescuecom can prove a Lanham Act violation, an actionable claim is adequately
alleged in its plealings. Accordingly, we vacate the judgment dismissing the action
and remand for further proceedings.

BACKGROUND

[2] As this appeal follows the grant of a motion to dismiss, we must take as true
the facts alleged in the Complainnd draw all reasonable inferences in favor of
Rescuecom.Lentell v. Merrill Lynch & Co., Inc8396 F.3d 161, 165 (2d Cir.2005).
Rescuecom is a national computer service franchising company that offers-site
computer services and sales. Rescuecom condsi@ substantial amount of business
over the Internet and receives between 17,000 to 30,000 visitors to its website each
month. It also advertises over the Internet, using many webased services,
includET ¢ OET OA 1T £EZAOAA AU ' 1 Thgsibded a @diste®A pwwyph O:
federal trademark, and there is no dispute as to its validity.

[3] Google operates a popular Internet search engine, which users access by
visiting www.google.com. Using Google's website, a person searchifigr the
website of a particular entity in trade (or simply for information about it) can enter
that entity's name or trademark into Google's search engine and launch a search.
Gogjle's proprietary system responds to such a search request in two ways. First
Google provides a list of links to websites, ordered in what Google deems to be of
descerding relevance to the user's search terms based on its proprietary algorithms.

Part Il 7

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

Goglle's search engine assists the public not only in obtaining information about a
provider, but also in purchasing products and services. If a prospective purchaser,
looking for goods or services of a particular provider, enters the provider's
trademark as a search term on Google's website and clicks to activate a search,
within seconds, the Google search engine will provide on the searcher's computer
screen a link to the webpage maintained by that provider (as well as a host of other
links to sites that Google's program determines to be relevant to the search term
entered). By clicking onthe link of the provider, the searcher will be directed to the
provider's website, where the searcher can obtain information supplied by the
provider about its products and services and can perhaps also make purchases from
the provider by placing orders.

[4] The second way Google responds to a search request is by showing context
based advertising. When a searcher uses Google's search engine by submitting a
search term, Google may place advertisements on the user's screen. Goagledo
so if an advertiser, having determined that its ad is likely to be of interest to a
searcher who enters the particular term, has purchased from Google the placement
of its ad on the screen of the searcher who entered that search term. What Google
places on the searcher's screen is more than simply an advertisement. It is also a
link to the advertiser's website, so that in response to such an ad, if the searcher
clicks on the link, he will open the advertiser's website, which offers not only
additional information about the advertiser, but also perhaps the option to purchase
the goods and services of the advertiser over the Internet. Google uses at least two
programs to offer such contextbased links: AdWords and Keyword Suggestion Tool.

[5] AdWords is Google's program through which advertisers purchase terms
(or keywords). When entered as a search term, the keyword triggers the appearance
of the advertiser's ad and link. An advertiser's purchase of a particular term causes
the advertiser's ad and link to be displayed on the user's screen whenever a
searcher launches a Google search based on the purchased search téAulvertisers
PDPAU "TTClA AAOGAA 11 OEA 1 0i AAO T &# OEIiAOG )i
advertisement, so as to kk to the advertiser's website. For example, using Google's
AdWords, Compny Y, a company engaged in the business of furnace repair, can
cause Google to dplay its advertisement and link whenever a user of Google
launches a search based on the search tehm O EOOT AAA OADPAEO86 #1101 DAT I
cause itsad and inktoppAAO xEAT AOAO A OOAO OAAOAEAO AI O (

1 Although we generally refer to a single advertiser, there is no limit on the
number of advertisers who can purchase a particular keyword to trigger the
appearance of their ads.
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a competitor of Company Y in the furnace repair business. Thus, whenever a
searcher interested in purchasing furnace repair servicesdm Company X launches
a search of the term X (Company X's trademark), an ad and link would appear on the
searcher's screen, inviting the searcher to the furnace repair services of X's
competitor, Company Y. And if the searcher clicked on Company Y's lidlgmpany
Y's website would open on the searcher's screen, and the searcher might be able to
order or purchase Conpany Y's furnace repair services.

[6] In addition to AdWords, Google also employs Keyword Suggestion Tool, a
program that recommends keywords to advertisers to be purchased. The program
is designed to improve the effectiveness of advertising by helping advertisers
identify keywords related to their area of commerce, resulting in the placement of
their ads before users Vo are likely to be responsive to it. Thus, continuing the
example given above, if Company Y employed Google's Keyword Suggestion Tool,
OEA 4711 TECEO OOCCAOO O1 #1ipPATU 9 OEAO EO E
OAPAEOG AOO Al Ol ti@Eskrand Aatnk andiBabiemarlE o that X' | D A
ad would appear on the screen of a searcher who searched Company X's trademark,
seeking Company X's website.

[7] Once an advertiser buys a particular keyword, Google links the keywotd
that advertiser's advertisement. The advertisements consist of a combination of
content and a link to the advertiser's webpage. Google displays these
advertisements on the search result page either in the right margin or in a
horizontal band immediately above the column of relevancédased search results.
These advertiel AT 0O AOA CAT AOAT T U AOOT AEAOAA xEOE A |
1 ETE80 2A0A0AATT A1l ACAOh ET xAOAOh OEAO A OOAC
the advertisements which appear onthe screen are in fact part of the relevance
based search result and that the appearance of a competitor's ad and link in
response to a searcher's search for Rescuecom is likely to cause trademark
confusion as to affilation, origin, sponsorship, or apprwal of service. This can occur,
according to the Complaint, because Google fails to label the ads in a manner which
would clearly identify them as purchased ads rather than search results. The
Complaint alleges that when the sponsored links appear in a hiaontal bar at the
top of the search results, they may appear to the searcher to be the first, and
therefore the most rekevant, entries responding to the search, as opposed to paid
advertisements.

[8] Google's objective in its AWords and Keyword Suggestion Tool programs is
to sell keywords to advertisers. Rescuecom alleges that Google makes 97% of its
revenue from selling advertisements through its AdWords program. Google
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therefore has an economic incentive to increase the numbef advertisements and
links that appear for every term entered into its search engine.

[9] Many of Rescuecom's competitors advertise on the Internet. Through its
Keyword Suggestion Tool, Google has recommended the Rescuecom déradrk to
Rescuecom's competitors as a search term to be purchased. Rescuecom's
competitors, some responding to Google's recommendation, have purchased
Rescuecom's trademark as a keyword in Google's AdWords program, so that
whenever a user launches a searchEl O OEA OAOI O02A0A0AAIT I RO
connected to Recuecom's website, the competitors' advertisement and link will
appear on the searcher's screen. This practice allegedly allows Rescuecom's
competitors to deceive and divert users searching for Rescoem's website.
According to Rescuecom's allegations, when a Google user launches a search for the
OAOI sAOGART 1 6 AAAAOOA OEA OAAOAEAO xEOEAO O po
links to websites of its competitors will appear on the searcher's screen inraanner
likely to cause the searcher to believe mistakenly that a competitor's advertisement
(and website link) is sponsored by, endorsed by, approved by, or affiliated with
Rescuecom.

[10] The District Court granted Google's 12(kdp) motion and dismissed
Rescuecom's claims. The court believed that ourlz800 decision compels the
conclusion that Google's allegedly infringing activity does not involve use of
Rescuecom's mark in commerce, which is an essential element of an action unde
the Lanham Act. The district court explained its decision saying that even if Google
employed Recuecom’'s mark in a manner likely to cause confusion or deceive
searchers into believing that competitors are affiliated with Rescuecom and its
mark, so thatthey believe the services of Rescuecom's competitors are those of
Rescuecom, Google'sc® ET T O AOA 11060 A OOOA ET Al i1 AOAAG «
because the competitor's advertisements triggered by Google's programs did not
exhibit Rescuecom's trag@mark. TheAT OO0 OAEAAOAA OEA AOcCcOi AT O OE
Rescuecom's mark in recommending and selling it as a keyword to trigger
competitor's advertisements because the court readlz800to compel the conclusion
that this was an internal use and therefore cannotbd OOOA ET AT i1 AOAA6 OT A
Lanham Act.

DISCUSSION
(11104 EEO # 1 Ode@ovaa Aifrieticouds grant of a motion to dismiss
PDOOOOAT O O &AAAOAT 201 A ®GaineWebberdnd.&]BybgkOT AAAOOA
81 F.3d 1193 1197 (2d Cir.1996). When reviewing a motion to dismiss, a court must

OAAAAPO AO OOOA All 1 &# OEA EAAOOAT Al 1 ACAOGEITI
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inferences from those allegations in the light most favorable to plaintiff, and
construe the comple&ET O 1 E@rédgonAv. DalyB4d F.3d 687, 691 (2d Cir.2001)
(citations omitted).

Y8 "1 1T Ci A0 50A 1T &£ 2A0AOAATTI O -AOE 7A0 A 0O50A
[12] Our court ruled in 17800 that a complaint fails to state a claim under the
LanEA]T ' AO OT1 AOGO EO Ail1 ACAO OEAO OEA AAEAT AAT O

Pl AET OE&AEA2O OOAAAI AOE AO OEA OAOI OOOA ET Al
The district court believed that this case was on all fours witl1z800, and that its
dismissd was required for the same reasons as given tz800.We believe the cases
are materially different. The allegations of Rescuecom's complaint adequately plead
a use in commerce.
[13] In 1z800, the plaintiff alleged that the deferdant infringed the plaintiff's
trademark through its proprietary software, which the defendant freely distributed
to computer users who would download and install the program on their computer.
The program provided contextually relevant advertising to theuser by generating
pop-up advertisements to the user depending on the website or search term the
user entered in his browser.ld. at 404zmv 8 &1 O A@AiI b1 Ah EZ A OOAO
into his browser, the defendant's program would randomly display a pojup
advertisement of a company engaged in the field of eye care. Similarly, if the
searcher launched a search for a particular company engaged in eye care, the
defendant's program would display the popup ad of a company associated with eye
care.See idat 412. The popup ad appeared in a separate browser window from the
website the user accessed, and the defendant's brand was displayed in the window
frame surounding the ad, so that there was no confusion as to the nature of the
pop-up as an advertisement, noas to the fact that the defendant, not the trademark
owner, was responsible for displaying the ad, in response to the particular term
searched.d. at 405.
[14] Sections 32 and 43 of the Act, which we also refer to by their coi
designations, 15 U.S.C. 88 1114 & 112Bter alia, impose liability for unpermitted
OOOA ET AT 11 AOAASG 1T &£ ATT OEAO0O 1 AOE xEEAE EO
i EOOAEAR T 0O OI AAAAREOAhRS o pppth OAO O1 OEA
sponscOEED 1T O APPOI OAl 1T &£ EEO 10 EAO CITAO ¢1O0Y
1125(a)(1)(A). The 1z800 T PET ET 1 I1TTEAA Ol OEA AAEET EOQEIT I
comi AOAA6 DHOT OEAAA ET o tuv 1T &£ OEA ' AOh puv 5838H#
partthat OA | AOE OEAI 1 AA AAAT AA O1 AA ET OOGA EIT Al
it is used or displayed in the sale or advertising of services and the services are

(@)
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OAT AAOAA ET AT
show that tE A AAEAT AA
that definition.

[15] At the outset, we note two significant aspects of our holding i1z800,
which distinguish it from the present case. A key element of ouioart's decision in
17800 was that under the plaintiff's allegations, the defendant did not use,
reproduce, or display the plaintiff's markat all. The search term that was alleged to
trigger the popup ad was the plaintiffs website address. ZBOO noted,
notwithstanding the similarities between the website address and the mark, that the
website address was not used or claimed by the plaintiff as a trademark. Thus, the
transactions alleged to be infringing were not transactions involving use of the
plaintiff's trademark. 1d. at 4087093 17800 suggested in dictum that is highly
relevant to our case that had the defendant used the plaintiffgademark as the
trigger to pop-up an advertisement, such conduct might, depending on other
elements, have been actimable. 414 F.3d at 409 & n. 11.

[16] Second, as an alternate basis for its decisiohz800 explained why the
defendant's program, which might randomly trigger popup advertisements upon a

A OGO 8odirt fpund tHataHe plaindff failed pop ¢ X 8

i
1O T AAA A OOGOA ET AiliT 1 AOAAS 1 A&

searcher's input of the plaintiffs website A AOAOOh AEA 110 AT 1 OOEOOO!
comi AOAAho6 AO AA HEst 40809Elh exmainipgowhy tBe plaintiff's
i AOE xAO 11060 OOOAA 10O AEODPI AUAA KBoo OEA OAIl A

pointed out that, under the defendant's program, advertises could not request or
purchase keywords to trigger their adsld. at 409, 412. Even if an advertiser wanted
to display its advertisement to a searcher using the plaintiff's trademark as a search
term, the defendant's program did not offer this possibiliy. In fact, the defendant

2 The Appendix to this opinion discusses the applicability of §1R7's definition

I £ OOOA ET AiTii AOAASG O OAAOGEIT O 1T &£ OEA | Al EAI
3 We did not imply in 1z800that a website can never be a trademark. In fact, the

opposite is true.SeelTrademark Manual of Examining Procedures 8 1209.03(m) (5th

AA8 ¢nnxq 0! 1 AOE AiiPOEOGAA 1T &£ Al )1 O0AOT AO

trademark or service mark only if it functions as an identifier of the source of goods

I O OAOéde AldoOrad Fesps, Inc. v. Taco Cabana,306.U.S. 763, 768, 112

S.Ct.2753, 120 L.Ed.2d 615 (1992) (Section 43(a) of the Lanham Act protects

unregistered trademarks as long as the mark could qualify for registration under the

Lanham Act.); Thompson Med. Co., Inc. v. Pfizer 17&3 F.2d 208, 21%216 (2d

Cir.1985) (same). Tke question whether the plaintiff's website address was an

unregistered trademark was never properly before thelz800 court because the

plaintiff did not claim that it used its website address as a trademark.
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OAEA 4clbsé theA fitoprietary contents of [its] directory to its advertising
Al E ATdC0O4R B adilition to not selling trademarks of others to its customers
Ol OOEGCGCAO OEAOA AAOh OEA pAdemhichicatégrly AEA 110 O
related advetisement will pop up in response to any particular terms on the
ET OAOT Al 14 BIOAA TheOdisglay of a particular advertisement was
controlled by the category associated with the website or keyword, rather thathe
website or keyword itself. The defendant's program relied upon categorical
AOOT AEAGET T O OOAE A Gupadrandomif ot A predéfined B3R 1T AAO A DI
of ads appropriate to that caégory. To the extent that an advertisement for a
competitor of the plaintiff was displayed when a user opened the plaintiff's website,
the trigger to display the ad was not based on the defendant's sale or
recommendation of a particular trademark.
[17] The present case contrasts starkly viih those important aspects of thelz
800 decision. First, in contrast t01z800, where we emphasized that the defendant
made no use whatsoever of the plaintiffs trademark, here what Google is
recommending and selling to its advertisers is Rescuecom's tradeark. Second, in
contrast with the facts 0of1z800x EAOA OEA AAEAT AAT O AEA 110
less sell, trademarks as search terms to its advertisers, here Google displays, offers,
and sells Rescuecom's mark to Google's advertising customers whenlliag its
advertising services. In addition, Google encourages the purchase of Rescuecom's
mark through its Keyword Suggestion Tool. Google's utilization of Rescuecom's
mark fits literally within the terms specified by 15 U.S.C. § 1127. According to the
Cd Il AET Oh "TTCI A OOGAOG AT A OAIT1 O 2A0A0AAT I o0 |
AAOAOOEOGET CY OAOOEAAO 888 OAT AAOAA ET AT i1 AOAA
[18] Google, supported by amici, argues thdiz800 suggests that the inclusion
of a trademark n an internal computer directory cannot constitute trademark use.
Several district court decisions in this Circuit appear to have reached this
conclusion. See e.g., S & L Vitamins, Inc. v. Australian Gold,32t.F.Supp.2d 188,
1997202 (E.D.N.Y.2007) (blding that use of a trademark in metadata did not
AT T OOEOOOA OOAAAT AOE OOA xEOEET OEA 1T AATETC 1
OOOEAOI U ET OAOT Al AT A 1 1Mercidd CGol, 1I8d. \E MellipidA OT OEA
Health Consulting, Inc.425 F.Supp.2 402, 415 (S.D.N.Y.2006) (holding that the
internal use of a keyword to trigger advertisements did not qualify as trademark
use). This overreads the1z800 decision. First, regardless of whether Google's use of
Rescuecom's mark in its internal search algiahm could constitute an actionable
trademark use, Google's recommendation and sale of Rescuecom's mark to its
advertising custamers are not internal uses. Furthermore1z800 did not imply that
use of a trademark in a software program's internal directoryprecludes a finding of

O
(@}
(@)
T

/
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trademark use. Rather, influenced by the fact that the defendant was not using the
plaintiff's trad emark at all, much less using it as the basis of a commercial
transaction, the court aserted that the particular use before it did ot constitute a
use in commerceSee 800,414 F.3d at 40912. We did not imply in1z800 that an
alleged infringer's use of a trademark in an internal software program insulates the
alleged infringer from a charge of infringement, no matter how likely theuse is to
cause confusion in the marketplace. If we were to adopt Google and its amici's
argument, the operators of search engines would be free to use trademarks in ways
designed to deceive and cause consumer confusiéihis is surely neither within
the intention nor the letter of the Lanham Act.

[19] Google and its amici contend further that its use of the Rescuecom
tradel AOE EO 11 AEZEEAOAT O A£O01i1 OEAO 1T &£ A OAOAEIT «
to allow one vender to benefi from a competitors' name recognition. An example of
product placement occurs when a storéorand generic product is placed next to a
trademarked product to induce a customer who specifically sought out the
trademarked product to consider the typically les expensive, generic brand as an
alternative. See £800,414 F.3d at 411. Google's argument misses the point. From
the fact that proper, norrdeceptive product placement does not result in liability
01 ARO OGEA , ATEAI ' AOh EO Ai ACGADI &1 ZART Ak ODEEA(
magic shield against liability, so that even a deceptive plan of product placement
designed to confuse consumers would similarly escape liability. It is not by reason of
absence of a use of a mark in commerce that benign product pkmeent escapes
liability; it escapes liability because it is a benign practice which does not cause a
likelihood of consumer confusion. In contrast, if a retail seller were to be paid by an
off-brand purveyor to arrange product display and delivery in sucha way that
customers seeking to purchase a famous brand would receive the -ffand,
believing they had gotten the brand they were seeking, we see no reason to believe
the practice would escape liability merely because it could claim the mantle of

+ &1 0 AgAi Pl Ah ET OOAAA 111 BAAETIET EOOAD A O A
advertisement section, search engines could allow advertisers to pay to appear at
OEA Oi B 1T &£ OEA OOAI AOGAT ARG TEOO AAGAA 11 A 0O/
functionality that would be highly likely to cause consumer confusin. Alternatively,
sellers of products or services could pay to have the operators of search engines
automatically divert users to their website when the users enter a competitor's
trademark as a search term. Such conduct is surely not beyond judicial rewie
merely because it is engineered through the internal workings of a computer
program.
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ObOi ADAAAT AT 0806 4EA POAAOEAAO AOOOEAOQOAA
this stage we must accept as true, are significantly different from benign product
placement that does not violate the Act.

[20] Unlike the practices discssed in1z800, the practices here attributed to
Google by Rescuecom's complaint are that Google has made use in commerce of
Rescuecom's mark. Needless to say, a defendant must do more than use another's
mark in commerce to violate the Lanham Act. The gisff a Lanham Act violation is
AT O1 AOOET OEUAA OOAh xEEAE OEO 1 EEAI U OI
deceive as to the affiliation, ... or as to the origin, sponsorship, or approval of ... goods
1 0y O AefoRASK008 Hl25(aEstee huder Inc. v. The Gap, Ind08 F.3d
1503, 1508709 (2d Cir.1997). We have no idea whether Rescuecom can prove that
Google's use of Rescuecom's trademark in its AdWords program causes likelihood of
confusion or mistake. Rescuecom has alleged that it doem that would-be
purchasers (or explorers) of its services who search for its website on Google are
misleadingly directed to the ads and websites of its competitors in a manner which
leads them to believe mistakenly that these ads or websites are sponsorég, or
affiliated with Rescuecom. This is particularly so, Rescuecom alleges, when the
advertiser's link appears in a horizontal band at the top of the list of search results
in a manner which makes it appear to be the most relevant search result and reot
advertisement. What Rescuecom alleges is that by the manner of Google's display of
sponsored links of competing brands in response to a search for Rescuecom's brand
name (which fails adequately to identify the sponsored link as an advertisement,
rather than a relevant search result), Google creates a likelihood of consumer
confusion as to trademarks. If the searcher sees a different brand name as the top

p2

(@]}

O\

AT 6ou ET OAOPITOA OI OEA OAAOAE &I O O02AO0A0AAI

mistakenly that the different name which appears is affiliated with the brand name
sought in the search and will not suspect, because the fact is not adequately signaled
by Goajle's presentation, that this is not the most relevant response to the search.
Whether Google's atual practice is in fact benign or confusing is not for us to judge
at this time. We consider at the 12(b)(6) stage only what is alleged in the Complaint.

[21] We conclude that the district court was mistaken in believing that our
precedent in1z800requires dismissal.

CONCLUSION

[22] The judgment of the district court is vacated and the case is remanded for
further proceedings.
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APPENDIX

/T OEA -AATEITC 1T &£ O50A ET #1 &nhabh@&Ao6 ET 3 AAOQGEI T
[23] In 12800 Contacts, Inc. v. WhenU.Com, np, T &80 A 1tmnmn Jz¢A #EO8¢mnm
gooo qh 1T 60 AT 600 A 111 xAA OEA OAAOGITEIC 1T &£ OxI
circuits, UzHaul Int'l, Inc. v. WhenU.com, In279 F.Sipp.2d 723 (E.D.Va.2003) and
Wells Fargo & Co., v. WhenU.com, 1883 F.Supp.2d 734 (E.D.Mich.2003), which
dismissed suits on virtually identical claims against the same defendant. Those two
district courts ruled that the defendant's conduct was not actinable under 88 32 &
43(a) of the Lanham Act, 15 U.S.C. § § 1114 & 1125(a), even assuming that conduct
caused likelihood of trademark confusion, because the defendant had not made a
OO0O0A ET AT i1 AOAASG 1T &£ OEA bl AET Obiss&Esed | AOEh xE
forth in § 45 of the Lanham Act, 15 U.S.C. § 1127. In quoting definitional language of
§ 1127 that is crucial to their holdings, howeverUzHaul and Wells Fargooverlooked
and omitted portions of the statutory text which make clear that the defiition
provided in § 1127 was not intended by Congress to apply in the manner that the
dedsions assumed.
[24] Our court's ruling in 1z800 that the Plaintiff had failed to plead a viable
claim under 88 1114 & 1125(a) was justifiedoy numerous good reasons and was
undoubtedly the correct result. In addition to the guestionable ground derived from
the district court opinions, which had overlooked key statutory text, our court's
opinion cited other highly persuasive reasons for dismidag the actior among
them that the plaintiff did not claim a trademark in the term that served as the basis
for the claim of infringement; nor did the defendant's actions cause any likelihood of
confusion, as is crucial for such a claim.
[25] We proceed to explain how the district courts inUzHaul and Wells Fargo
adopted reasoning which overlooked crucial statutory text that was incompatible
xEOE OEAEO O1 OEi AGA Ai 1T A1 OOET 1 88
[$ A1 AOGAA EAOA EO OEA Al OQICGW 1l A1 CBAEUPREHBD OO

AT 11 AOAAG ET OEh partidllaEkOE A A0 Ad AAT AT AT AT O O1 o
AREET EOQGEIT 1 A OOOCA ET Al i1 AOAAG

57 OEEO AEOAOOOEITh Ail EOAOAOQGEITO 1T &£ OEA
OEA & Oi T &£ A 171061 j A OOOA ET AiiiAOAA6Qh A
adieccOEODAAOCET AT i i AOAA6qgqh AOA ET OAT AAA xEOET OO ¢/
phrase.
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4EA )1 OAODPOAOGAOGEIT T &£ 5 vved O $AEETEOCEIT 1T &£ O
Infringers

[26] In light of the preceding discussion, how should courts today interpret the
AAEET EOGEIT 1T &£ OOOA ET Aiii AOAAG OAO I OOE ET g

infringement prescribed by 88 1114 and 1125(a)? The foregoing review of the
evolution of the Act seems to us to make clear that Congress did not intend that this
definition apply to the sections of the Lanham Act which define infringing conduct.
The definition was rather intended to apply to the sections which used the phrase in
prescribing eligibility for registration and for the Act's protections. However,
Caongress does not enact intentions. It enacts statutes. And the process of enacting
legislation is of such complexity that understandably the words of statutes do not
always ®nform perfectly to the motivating intentions. This can create for courts
difficult problems of interpretation. Because pertinent amendments were passed in
1962 and in 1988, and because the 1988 amendment did not change the pre
existing parts of the defintion in § 1127, but merely added a sentence, it seems
useful to approach the question of the current meaning in two steps. First, what did
this definition mean between 1962 and 1988 prior to the 1988 amendment? Then,
how was the meaning changed by the 1988mendment?

[27] Between 1962 and 1988, notwithstanding the likelihood shown by the
legislative history that Congressintendedthe definition to apply only to registration
and qualification for benefits and not to infringement, acourt addressing the issue
nonetheless would probably have concluded that the section applied to alleged
ET £#0ET CAi AT Oh AO xAi18 3AAOEIT ppgx O
conraOU EO DI AETT U APPAOAT O &£OT i equedionAkt 1
the time might well have wondered why Congress would have provided this
restrictive definition for acts of trademark infringement with the consequence that
deceptive and confusing uses of another's mark with respect to goods would escape
liability if the conduct did not include the placement of the mark on goods or their
containers, displays, or sale documents, and with respect to services if the conduct
did not include the use or display of the mark in the sale or advertising of the
services. It is easy to imagine perniciously confusing conduct involving another's
mark which does not involve placement of the mark in the manner specified in the
definition. Nonetheless, in spite of those doubts, one could not have said it was
OP1 AETendfORDPAEA AT T OA@O6 OEAO OET OA OAOOOEAOQEI
defining infringement. In all probability, therefore, a court construing the provision
between 1962 and 1988 would have concluded that in order to be actionable under
88 1114 or 1125(a) theallegedly infringing conduct needed to include placement of
OEA 1 AOCE ET OEA T ATTAO OPAAEZEAA ET OEA AAEETE

(o
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[28] The next question is how the meaning of the 8 1127 definition was
changed by the1988 amendment, which, as noted, left the preexisting language
about placement of the mark unchanged, but added a prior sentence requiring that a
OOOA ET oAIAI OAORAT A EEAA OOA ET OEA 1T OAET AOU AI
merely to reserve arigntET A | AOE86 7EEI A EO EO OPI AET T U At
that the new first sentence cannot reasonably apply to statutory sections defining
infringing conduct, the question remains whether the addition of this new sentence
changed the meaning of the send sentence of the definition without changing its
words.

[29] We see at least two possible answers to the question, neither of which is
entirely satisfactory. One interpretation would be that, by adding the new first
sentence, @ngress changed the meaning of the second sentence of the definition to
conform to the new first sentence, without altering the words. The language of the
definition, which, prior to the addition of the new first sentence, would have been
construed to apply both to sections defining infringement, and to sections specifying
eligibility for registration, would change its meaning, despite the absence of any
change in its words, so that the entire definition now no longer applied to the
sections defining infringement. Change of meaning without change of words is
obviously problematic.

[30] The alternative solution would be to interpret the two sentences of the
statutory definition as of different scope. The second sentence of the detiioin,
which survived the 1988 amendment unchanged, would retain its prior meaning
and continue to apply as before the amendment to sections defining infringement,
as well as to sections relating to a mark owner's eligibility for registration and for
enjoyment of the protections of the Act. The new first sentence, which plainly was
not intended to apply to infringements, would apply only to sections in the latter
category? those relating to an owner's eligibility to register its mark and enjoy the
Act's protection. Under this interpretation, liability for infringement under 88 1114
and 1125(a) would continue, as before 1988, to require a showing of the infringer's
placement of another's mark in the manner specified in the second sentence of the §
1127 definition. It would not require a showing that the alleged infringer made
O dna fide use of the mark in the ordinary course of trade, and not merely to reserve
A OECEO EI OEA 1 AOEso6 /1 OEA 1T OEAO EAT Ah Al EC
and for the protedions of the Act would depend on their showing compliance with
the requirements of both sentences of the definition.

[31] We recognize that neither of the two available solutions is altogether
satisfactory. Each has advantages andisadvantages. At least for this Circuit,
especially given our prior 17800 precedent, which applied the second sentence of
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the definition to infringement, the latter solution, according a different scope of
application to the two sentences of the definittn, seems to be preferablé.
[32] The judges of the 1z800 panel have read this Appendix and have
authorized us to state that they agree with it. At the same time we note that the
discussion in this Appendix does not affect the resdt of this case. We assumed in the
body of the opinion, in accordance with the holding 017800, that the requirements
I £ OEA OAATTA OAT OATAA 1T &£ OEA AAEET EOEITT 1T &£ C
infringing conduct and found that such use in commercevas adequately pleaded.
The discussion in this Appendix is therefore dictum and not a binding opinion of the
court. It would be helpful for Congress to study and clear up this ambiguity.

Questions and Comments

1. The tamasha surrounding the question of EA [ AATET C 1T &£ OOOA
60 ATl

Al i1 AOAAd xEAT AbpbPI EAA OF OEA AAZEAT AAT O
engine context, appears now to have ended. Network Automation Inc. v. Advanced
Systems Concepts Inc638 F.3d 1137 (9th Cir. 2011) the plaintiff sought a
declaration of nortrinfringement for its purchase of search engine keywords, among
OEAT OEA AAZEAT AAT 080 OOAAAI AOEh OEAO OOECCAO/

bl AET OEELE8 O OAOOEAAOS 4EA . ET OE #EOABEO AAOI

OOGA A i1 AOAAd AU OEA A ANetwdlOAudinaidn comri AET OE £AS8
OEI PI U7TEANTA @BCOAA xEOE OEA 3AAITTA #EOAOEO O
AT i1 AOAAG O1 AAO sde Réscuecdnh Gorplv. Qodyl@ 862 F.3d 123,

127 (2d Cir.2009) (holding that Googl& sale of trademarks as search engine
keywords is a use in commerceg Id. at 1145.

O 50A OET #111AAOETT xEOE OEA 3AIA

Qu

2. $AEAT AAT O

We now turn to what has proven to be a far more significant threshold
requirement £ O 1 EAAEI EOU E1T 5838 OOAAAI AOE 1 Axh 1 &
requirement. This is the requirement that, to be found liable, the defendant must
i AEA A OOA 1 £ OE=rAconBectibrEwith theFsa@, QlistribdtianE or O
advertisingofanyCT I AO T O OAOOGEAAOGO6h , ATEAI 1 AO 9 o0c¢cjp(Q

6 We express no view which of the alternative available solutions would seem
preferable if our Circuit had not previously applied the second sentence to sections
of the Act ddining infringement.
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i OETO AT 11T AAGETIT xEOE AT U CIiTAO 10 OAOOGEAAOhRS®
1125(a)(1).

In Bosley Medical Institute, Inc. v. Kreme403 F.3d 672 (9th Cir. 2005), the
defendant op@d AOAA A OCOEPA OEOAG AO xxx8"1 Ol AU- AAEA,
and its male pattern baldness treatments. The defendant claimed that he did not
i AEA A OOA 1 £ OErAconBectibrEwith theEsa@, QlistribdtionE or O
advertising of anygood® T O OAOOEAAO6 AAAAOOA OEA COEPA OEC(
anything. As you read thé&osleyopinion, consider this basic question:

9 Should the mere fact that a defendant is not selling or advertising goods or

services be enough to absolve the defendarrom infringement liability?
Can you imagine situations where such defendants may nevertheless cause
Al 1 EOOCETT AO O OEA O1 OOAA 10 AEEEI EAOCEITT |

Bosley Medical Institute, Inc. v. Kremer
403 F.3d 672 (9th Cir. 2005)

SILVERMANCIrcuit Judge.

[1] Defendant Michael Kremer was dissatisfied with the hair restoration
services provided to him by the Bosley Medical Institute, Inc. In a bafdced effort
to get even, Kremer started a wedite at www.BosleyMedical.com, which, to put it
mildly, was uncomplimentary of the Bosley Medical Institute. The problem is that
O0"1 01 AU -AAEAAI 6 EO OEA OACEOOAOAA OOAAAI AOE
which brought suit against Kremer for trademark infringement and like claims.
Kremer argues that noncommercial use of the mark is not actionable as
infring ement under the Lanham Act. Bosley responds that Kremer is splitting hairs.

[2] Like the district court, we agree with Kremer. We hold today that the
noncommercial use of a trademark as the domain name of a webgitehe subject of
which is consumer commentary about the products and services represented by the
mark? does not constitute infringement underthe Lanham Act.

8

I. Background
[3] Bosley Medical provides surgical hair transplantation, restoration, and
replacement services to the public. Bosley Medical owns the registered trademark
0"/ 3, %9 -9%R0#!Q0MA OEA [ AOE O" /3, %9 - %$) #!,0

1 Bosley also owns the following trademarks: BOSLEY, BOSLEY HEALTHY HAIR,
BOSLEY HEALTHY HAIR FORMULA, and BOSLEY HEALTHY HAIR COMPLEX.
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registered the mark with the United States Patent and Trademark Office in January
2001. Bosley has spent millions of dollars on advertising and promotion throughout
the United States and the rest of the wdul.

[4] Michael Kremer is a dissatisfied former patient of Bosley. Unhappy with the
results of a hair replacement procedure performed by a Bosley physician in Seattle,
Washington, he filed a medical malpracticéawsuit against Bosley Medical in 1994.
That suit was eventually dismissed.

[5] In January 2000, Kremer purchased the domain name
www.BosleyMedical.com, the subject of this appeal, as well as the domain name
www.BosleyMedicalViolations.com, which is not challenged by Bosley. Five days
after registering the domain name, Kremer went to Bosley Medical's office in
Beverly Hills, California and delivered a twepage letter to Dr. Bosley, Founder and
Preddent of Bosky Medical. The first page read:

Let me know if you want to discuss this. Once it is spread over the
internet it will have a snowball effect and be too late to stop. M. Kremer
[phone number]. P.S. | always follow through on my promises.

6]4EA OAATT A DPACA xAO AT OEOI AA O#1 OOOAO
Al AOAT EOAI 08 4EA EEOOO EOAI OOAOAAd Ops8
of BMG. Letter 3/14/96 from LAC D.A. Negative testimonials fronofmer clients.

, ETEO08 0071 OEAA "-' Ali PDAOEOI OO xEOE OEEO
mention of domain names or any other reference to the Internet.

[7] Kremer began to use www.BosleyMedical.com in 200His site summarizes
the Los Angeles County District Attorney's 1996 investigative findings about Bosley,
and allows visitors to view the entire document. It also contains other information
that is highly critical of Bosley. Kremer earns no revenue fromhe website and no
goods or services are sold on the website. There are no links to any of Bosley's
competitors' websites. BosleyMedical.com does link to Kremer's sister site,
BosleyMedcalViolations.com, which links to a newsgroup entitled alt.baldspot,
which in turn contains advertisements for companies that compete with Bosley.
BosleyMedcal.com also contained a link to the Public Citizen website. Public Citizen
is the arganization that represents Kremer in this case.

[8] Bosley brought this suit alleging trademark infringement, dilution, unfair
competition, various state law claims, and a libel claim that was eventually settled.
Bosley sought to take discovery aimed at the trademark and libel claims. The
magistrate judge granted limited discovery on the libel claims. Following discovery,
Baosley dismissed the libel claims and amended the complaint.

[9] Kremer moved to dismiss the First Amended Complaint and in addan
moved for partial summary judgment on the issues of commercial use and
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likelihood of confusion. Bosley filed a crosgiotion for partial summary judgment
on the infringement and dilution claims. Kremer agreed that the facts were
undisputed with regard to the issues of commercial use and likelihood of confusion,
and that these issues were ripe for summary judgment.
(100201 ET ¢ OEAO +O0OAT A0oO OOA T & O"1 01 AU - AAE?Z
noncommercial and unlikdy to cause confusion, the district court entered summary
judgment for Kremer on the federal claim8 . Bosley now appeals.

lll. Analysis

A. Trademark Infringement and Dilution Claims

[11] The Trademark Actof ot @ j O, AT EAI 1 AG6q POI EEAEOO OO
trade names, and trade dress that are likely to cause confusion about the source of a
product or service.Seel5 U.S.C. 88§ 1114, 1125(a). In 1996, Congress amended § 43
of the Lanham Act to provide a remedyor the dilution of a famous mark.Seel5
U.S.C. § 1125(c).

[12] Infringement claims are subject to a commercial use requirement. The
infringement section of the Lanham Act, 15 U.S.C. § 1114, states that amgqe who
OO0O0Ar OY ET Al 11T AOAA AT U OAPOI AGAOGEI T h Al O1 OAO4
registered mark in connection with the sale, offering for sale, distribution, or
advertising of any goods or services on or in connection with which such use is
IEEAT U O AAOOA AT 1 £ZO0OGEITTh 1T O O AAOOA 1 EOOAEAI
such use. 15 U.S.C. § 1114(1)(a).

[13] In 1996, Congress expanded the scope of federal trademark law when it

enacted the& AAAOAT 4 OAAAI AOE $EI OOCEIT ' AO j 6&43! 0608
I £ A EAIT OO0 | AOEs O 1T AOAET OAdmmédabéd AOCOET T AC/
incommercel £ A [ AOE 1T 0 OOAAA 1 Ai A888856 pu 5838#8 :
While the meaning of thA  OAOI OAT i 1 AOAEAT OOA EI i1 AO A

xR EAOA ET OAODPOAOAA OEA 1 AT COACA Oi AA 01 OCGE
xEOEO OAT A T &£ CIiTAO AT A OAOOEAA GeeitRIDE OAT AT O '|'
Inc. v. MCA Records, 96 FB 0 A Ywt h wmno | wOE #EO8¢mnmngq j O! 1 (
language is ungainly, its meaning seems clear: It refers to a use of a famous and

distinctive mark to sell goods other than those produced or authorized by the

i AOEo O 1 seéd A< sHutGwaite, Incyv. Sunrise Assisted Living, In@61

F.Supp.2d 502, 517 (E.D.Va.2003) (holding that the commercial use requirement of

OEA &43%$! EO OOEOOOAIT U OUITTUITOO xEOE OEA OEI
sale, distibution, or advertising of goods and s®dEAA Oo OANOEOAT AT 06 1T £ OE
Act).
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[14] The inclusion of these requirements in the Lanham Act serves the Act's
poOODPI OAg 001 OAAOOA OI OEA 1T x1AO T &£ OEA 1 AOQOE
protect the AAET EOQU 1T &£ AT 1T 001 AOO O1 AEOOETWOEOE Al Tl
Pesos, Inc. v. Taco Cabana, 1605 U.S. 763, 7741992) (internal quotation marks
and citations omitted). In other words, the Act is designed to protect consumers
who have formed particdar associations with a mark from buying a competing
product using the same or substantially similar mark and to allow the mark holder
to distinguish his product from that of his rivals. See Avery Dennison Corp. V.
Sunpton, 189 F.3d 868, 873 (9th Cir.1999)
[15] The Supreme Court has made it clear that trademark infringement law
prevents only unauthorized uses of a trademark in connection with a commercial
transaction in which the trademark is being used to confse potential consumers.
See Prestonettes, Inc. v.Catypt 5838 ocuvwh oeyh 1t 38#08 ocumnh ¢
trade-mark only gives the right to prohibit the use of it so far as to protect the
owner's good will againstthe sale of another's product asiso6 ¢+ Al PEAOEO AAAAAY
see also Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge6Qd.S. 203, 205, 62
S.Ct. 1022, 86 L.Ed. 1381 (1942) (explaining that the main purpose of the Lanham
Act is to prevent the use of identical or similar marks in a wathat confuses the
public about the actual source of goods and services).
6]t © OEA 3AATT A #EOAOEO EAI AR Orfr OYEA |, AT EAI
confusion that enables a seller to pass off his goods dsetgoods of another....
[Tlrademark infringement protects only against mistakenpurchasing decisionsand
TTO ACAET OO0 Al TL&BO @ Rét.] Livig PlUblgOos.| 1hedpsr2d 576,
582783 (2d Cir.1991) (internal quotation marks and citation omitted) (emphasis
added).
[17] As a matter of First Amendment law, commercial speech may be regulated
in ways that would be impermissible if the same regulation were applied to
noncommercial expressionsFlorida Ba v. Went For It, Inc515 U.S. 618, 623, 115
38#08 coxph poc ,8%WA8c¢A vip jpwwug8 O4EA &E
protection for a competitor who labels its commercial good with a confusingly
similar mark, but trademark rights do not entitle the owrer to quash an
unauthorized use of the mark by another who is communicating ideas or expressing
Pl ET 00 1Maitel,286AR38 at 900(internal quotation marks and citations
omitted).
[18] The district court ruled that Kremer's use of Bosley's mark was

C

nonconi AOAEAI 8 41 OAAAE OEAO AiT1AI OOEiTh OEA A
Al i i AOCAAe 1 AT cOACA OAOGEAO OEAT OEA OOOA ET Al
clause. This @pO1T AAE EO AO0OI T AT O O8mpy & QuAsdidiidnal AT 1 I AOAAG
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predicate to any law passed by Congress under the Commerce Cla$ee Steele v.
Bulova Watch Co344 U.S. 280, 2881952); OBH, Inc. v. Spotlight Magazine, 116,
&830PP8C¢A pxoh pwu | 78%$8. 898lesutheBntrayy 583 8#8 o
EO PIAETT U APPAOAT O A&O0i i OEA Ai1O0AgGO 888 ¢ OYE.
xEEAE [ AU 1 AxEOI T U AA OAcCOI AGAA AU #11CcOAOO80
EAOA AAOAOI ET AA ET OOAAA xEAOEAO +0lAdAOo O OOA
CITAO 10O OEACEDEGS @& OOOA ET Ai i1 AOAA8G (1 xAC
district court's grant of summary judgment on any ground supported by the record.
Lamps Plus, Inc. v. S¢le Lighting Fixture Co.345 F.3d 1140, 1143 (9th Cir.2003).
The question before us, then, boils down to whether Kremer's use of Bosley Medical
AO EEO AiTiT AET TAIT A xAO OET AIT1TAAGEIT xEOE A
TT O0h OEAT +O0AT AOoO OOA xAO OTTTAIT I I AOAEAT & Al
[19] Bosley argues that it has met the commercial use requirement in three
ways. First, it argues that a mark used in an otherwise noncommercial website or as
a domain name for an otherwise noncommercial website is nonetheds used in
connection with goods and services where a user can click on a link available on that
website to reach a commercial siteNissan Motor Co. v. Nissan Computer Ca3{@8
F.3d 1002 (9th Cir.2004). However, Bosley's reliance ddissanis unfounded.
[20] In Nissan,Nissan Motor Company sued Nissan Computer Corporation for
using the Internet websites www.Nissan.com and www.Nissan.nelkd. at 1006. In
Nissan, however, commercial use was undisputed, as theore function of the
defendant's website was to advertise his computer businessd. Additionally, the
defendant in Nissan,like the defendant in Taubman Co. v. Webfeat319 F.3d 770
(6th Cir.2003), placed links to other commercial businesses directly orheir
website. 319 F.3d at 77273. Kremer's website contains no commercial links, but
rather contains links to a discussion group, which in turn contains advertising. This
roundabout path to the advertising of others is too attenuated to render Kremer's
site commercial. At no time did Kremer's BosleyMedical.com site offer for sale any
product or service or contain paid advertisements from any other commercial
entity. See TMI, Inc. v. Maxwel68 F.3d 433, 435, 438 (5th Cir.2004) (holding that
the commercid use requirement is not satisfied where defendant's site had no
outside links).
[21] Bosley also points out that Kremer's site contained a link to Public Citizen,
the public interest group representing Kremerthroughout this litigation. We hold
that Kremer's identification of his lawyers and his provision of a link to same did not
transform his noncommercial site into a commercial one.
[22] Bosley's second argumentOEAO + OAi A0Oo O xAAOEOA OAOQEO
connecOET T xEOE OEA OAT A T &£ CiTAO 1O OAOOGEAAOG OA

A
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Kremer created his website to enable an extortion scheme in an attempt to profit
from registering BosleyMedical.com. IPanavisioninternational, L.P. v. Toeppef41
&80A pope j wOE #EO8pwwywgh OEEO Al 600 EAI A OEAC

aOAl DO O OAI 1 OEA @QGAAXA.ISkndsEyinIGdndaiicdnd.] OAO8 6
v. Toeppen,947 F.Supp. 1227 (N.D.II.1996), theAi O OO &£ 61 A OEAO 041 AP
intenOETT O AOAEOOACA OEA OET OAOI AGEABAT 186 AT I A

O O Adgab 1239; see also Boston Prof| Hockey Ass'n, Inc. v. Dallas Cap & Emblem Mfg.,
Inc.,510 F.2d 1004, 1010 (5th Cir.1975) (holding thatrademark law protects the
OOAAATI AOE EOOAI #h AAOPEOA OEA EAAO OEAO 1 U
AAET ¢ Oi1 Ah O1 AOGOAAEAA O AT U 1T OEAO CITAO 10 O
[23] However, in this case, there isi0 evidence that Kremer was trying to sell
the domain name itself. The letter delivered by Kremer to Bosley's headquarters is a
threat to expose negative information about Bosley on the Internet, but it makes no
reference whatsoever to ransoming Bosley'srademark or to Kremer's use of the
mark as a domain name.
[24] Bosley argues that it was denied an opportunity to pursue discovery on
commercial use, and had it been allowed to proceed with discovery, it couldrther
establish that Kremer has attempted to sell the domain name. However, in opposing
Kremer's motion for summary judgment, Bosley did not make any such objections.
Bosley failed to request further discovery under Federal Rule of Civil Procedure
56(f), but instead moved for summary judgment itself. Although Bosley's reply brief
supporting its own motion for summary judgment complained about limited
discovery in a footnote, Bosley did not move for leave to take discovery. The district
court did not abuse its discretion in granting the summary judgment without
permitting further discovery.
[25] Bosley's third and final argument that it satisfied the commercial use
requirement of the Lanham Act is that Kremer'ause of Bosley's trademark was in
connection with Bosley'sgoods and services. In other words, Kremer used the mark
OET AiTTTAAOQGEIT xEOE CITAO AT A OAOOGEAAOGG AAAAODC
the plaintiff's goods and servicesSee People for the Etal Treatment of Animals v.
Doughneyg ¢ 6 &80 A ov w PETEE] REHARfendants Ceated aGite
that promoted ideas antithetical to those of the PETA groudd. at 362763. The
Fourth Circuit held that the defendant'sparody site, though nothaving a commercial
purpose and not selling any goods or services, violated the Lanham Act because it

OPOAOGAT OAA OOAOO A&AOI 1 1T AOCGAET Eldat3bd OOET C 0%4! o
[26] However, inPETAthe AA AT AAT 000 xAAOEOA OPOI OEAAf AY
on AT i 1T AOAEAT 1T PAOAOEIT 1 Oldt/AEATO thd etenCtihat AO AT A OA

the PETAcourt held that the Lanham Act's commercial use requirement is satisfied

Part Il 25

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

because the defendant's use of the qhtiff's mark as the domain hame may deter
customers from reaching the plaintiff's site itself, we respectfully disagree with that
rationale. While it is true that www.BosleyMedical.com is not sponsored by Bosley
Medical, it is just as true that it isabout Bosley Medical. ThePETAapproach would
place most critical, otherwise protected consumer commentary under the
restrictions of the Lanham Act. Other courts have also rejected this theory as over
expansive.See L.L. Bean, Inc. v. Drake Publishers, 8dd. F.2d 26, 33 (1st Cir.1987);
see also Ford Motor Co. v. 2600 Entet87 F.Supp.2d 661, 664 (E.D.Mich.2001).

[27] The PETAcourt's reading of the Lanham Act would encompass almost all
uses of a registeredrademark, even when the mark is merely being used to identify
the object of consumer criticism? This broad view of the Lanham Act is supported
by neither the text of the statute nor the history of trademark laws in this country.
Or 4 YOAAAT AOE TIARAO OAOAPOHTORAM 06 AT 1T 001 AOO &EOT i
prodDAOO 1T £ Al ET £ZOET CAO OO1T AAO OEA 1 EOOAEAT A
DOl AOAO bBOT ACGAAA T 0 ODPI 1T Ol OBRenefiaUCorp.GIEA OOAAAI]
Beneficial Caital Corp.,529 F.Supp. 445, 450 (S.B.Y.1982). Limiting the Lanham
Act to cases where a defendant is trying to profit from a plaintiff's trademark is
AT 1T OEOOAT O xEOE OEA 30DOAI A #1 00000 OEAx OEAO
designate the goods as the product of a particular tradeand to protect his good will
ACAET 6O OEA OAIlI A T £ Uhited Dbug £® v. Ghe@@é¢ ReCid@® AO EEOS
Co.,248 U.S. 90, 97, 39 S.Ct. 48, 63 L.Ed. 141 (1918e alsol McCarthy on
Trademarks and Unfair Competition § 2:7 (4th ed.2004).

[28] The Second Circuit held inUnited We Stand America, Inc. v. United We
Stand, America New York, Inp,¢ ¢y &80 A Yoh wn j¢A #EO8pwwx dh
commecOET T xEOE OEA OAT A T £ CI Thdl@nhdm Astdée@d OOEAAOG6 C
not require any actualsale of goods and services. Thus, the appropriate inquiry is
whether Kremer offers competing services to the public. Kremer is not Bosley's
competitor; he is their critic. His use of the Bosley mark is not in congéon with a
sale of goods or services it is in connection with the expression of his opinion
aboutBosley's goods and services.

2 In fact, such a holding would suggest that any time a ndwlder of a
trademark uses the mark ashis domain name, he would violate the Lanham Act.
However, when Congress amended the Lanham Act to add the Anticybersquatting
Consumer Protection Act, it limited violations only to situations where a person
registers the site with a bad faith intent to prdit. To find a Lanham Act violation
without finding commercial use may contradict Congress' intent.
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[29] The dangers that the Lanham Act was designed to address are simply not
at issue in this case. The Lanham Act, expressly enacted to be applied in commercial
contexts, does not prohibit all unauthorized uses of a trademark. Kremer's use of the
Bosley Medical mark simply cannot mislead consumers into buying a competing
product? no cugomer will mistakenly purchase a hair replacement service from
Kremer under the belief that the service is being offered by Bosley. Neither is
Kremer capitalizing on the good will Bosley has created in its mark. Any harm to
Bosley arises not from a competor's sale of a similar product under Bosley's mark,
but from Kremer's criticism of their services. Bosley cannot use the Lanham Act
either as a shield from Kremer's criticism, or as a sword to shut Kremer up.

8

Questions and Comments

1. The Differencein the Language of Lanham Act § 32 and § 43(a)fou will
have noticed that the two likelihood of confusion sections formulate the commercial
use requirement slightly differently. CompareLanham Act 8§ 32(1)(a), 15 U.S.C. §
1114(1)(a) (establishing liabiiO U &£ 0 Or AYT U PAOOI T xEI OEAI1 O
bl AE1 OE AvEdodneciioA @ith thé® sale, offering for sale, distribution, or
advertising of any goods or servicesin a manner that is confusingto Lanham Act §
43(a)(1), 15 U.S.C. § 1125(a)(1) ($3AAT EOEET C 1 EAAEI EOU &I O Or Avl
in connection with any goods or services, or any container for goods, uses in
Aiii AOAA6 OEA DI AET OEEAGO |1 AOE ET A T ATTAO OE
have read both statements of the commercialse requirement to mean the same
thing.
2. The Commercial Use Requirement and Trademark DilutioWe will address
the issue of trademark dilution below inPart I1I.C Note for the moment that the
antidilution section of the Lanham Act, § 43(c), 15 U.S.&1125(c), does not include
language akin to what we find in Lanham Act 88 32 and 43(a). Under a previous,
now-abrogated version of § 43(c) (which trademark lawyers traditionally refer to as
OEA T1 A O&AAAOAT 40AAAI AOE $EI thedphiade ! AD6 @)
OAT T OEAO PAOOGIT 20 AiTi 1T AOAEAT OOA ET AT i1 AOAAS
requirement. SeeBosley Medical Institute, Inc. v. Kremer, 403 F.3d 67876 (9th
Cir. 2005) ((W]e have interpreted the language[of § 43(c)(1)] to be roughly

3 Because we hold that Kremer's use of Bosley's mark was noncommercial, we
do not reach the issue of initial interest confusion which was addressed in
Interstellar Starship Services, Ltd. v. Epix, 11304 F.3d 936 (9th Cir.2002).
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analogous to the@ connection with8sale of goods and services requirement of the

infringement statute.d). The new § 43(c), effective as of October 6, 2006, which

OOAAAT AOE 1 AxUAOO 1T £#O0AT OAEAOG O1F AO OEA 0O40A
043$2! 6h AENGEOMA GCEAO OEA AARAZEAT AAT O 1 AEAO OOOA
AT 11 AOAA8G pu 5838#8 9 ppcuvj AQjpgs8 #1 O0O0O0 E/
OETI xET ¢ 1T &£ AAEAT AAT 660 Al i1 AOAEAT OOA AEET OIl
§43(a). More precisely, courtE AOA OAAA OEA T1nfarkd sl Alog AACLOODIA |
require the plaintiff to prove that the defendant is using its accused designation as a

trademark, as a designation of sourcefor its own good or services See, e.g.,

National Business Forms & Printingnc. v. Ford Motor Cp671 F.3d 526, 536 (5th Cir.

¢nmpcq j O7TA ACOAA xEOE OEA AEOOOEAO Ai 60O OEAO
the TDRA contemplates that term) in identifying or distinguishing its own goods or

services merely by reproducing them fo customers as part of its commercial

DOET OET C Ade asodrdvg 24a22. We will return to this issue below

in Part 11.C.

B. Confusion-Based Infringement

The overriding question in most federal trademark infringement litigation is a

simpl A TTAdg EO OEA AAEAT AAT 6860 OOAAAI AOEh AAAAOD
trademark, causing or likely to cause consumer confusion as to the source
sponsorship T £ OEA AAEAT AAT 060 <Ccii AQde AAE 1 £ OERA

answering this question, the district court conduct a multifactor analysis of the

likelihood of consumer confusion according to the factors set out by that circuit. As

OEA 3A0OAT OE #EOAOEO EAO Agpbpi AET AAn OEA 1 Ol OE £A
to assist in detdi ET ET ¢ xEAOQOEAO SulivanEOCBE iChrp3ss B.BEI0 OO 8 6

772, 778 (7th Cir. 2004) In Part I1.B.1, we will briefly review the peculiar history of

OEA 1 Ol OEEAAAOT O OAOO APDPOI AAE O OEA 1 EEAIEETI
Part 11.B.2, we will focus on one recent and particularly rich application of the

multifactor test in Virgin Enterprises Ltd. v. Nawal835 F.3d 141 (2d Cir. 2003)Part

11.B.3 will address the use of survey evidence in the LOC contextParts 11IB.4

through 111.B.7 will address various modes of consumer confusion such as

O00bPi 101 OOEEDP 10 AEEEI EAOGEI T o6 AT1 AAGEG h OETE
AT T £ZO0OCET T h AT A CraditBMS @il detarn iéfly teeded BrindnBAct

§ 2(d) bar to registration of a mark that is confusinglysimilar to a previously

registered mark.
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1. The History of the Confusion -Based Cause of Action for Trademark
Infringement

a. The Early-Twentieth Century Approach to the Likelihood of Consumer
Confusion

In the following opinion,” T OAAT ) AA #OAAI #1718 08, T OAAT 8«
201 F. 510 (7th Cir. 1912), the appellee Borden Condensed Milk Co. was the well
known manufacturer of, among other things, milk products under the trademark
BORDEN Appellee did not, however, manufeture ice cream indeed, its corporate
charter did not allow it to do sa The appellee Borden Ice Cream Co. commenced use
of the BORDENmMark for ice creamz after finding someone named Borden to join its
application for a corporate charter in lllinois. Uhder current trademark law, this
would be a clear case of trademark infringement. As you will see, tiBorden Ice
Creamcourt saw things differenty at the time.

"1 OAAT )AA #OAAI #18 08 "T OAAT 80 #1171 AAT OAA - E
201 F. 510 (7th Cir. 1912)

[1] This is an appeal from an interlocutory order of injunction entered in the
DiSOOEAO #1 000Oh OAOOOAETET ¢ OEA ADPDPAIIT AT 6O OA&EOI
manufacture or sale of ice cream and like adles, and the manufacture or sale of
milk products in any of their forms, without plainly and in written or printed form
attached to all cartons of such commodities, and upon all wagons or other vehicles
used in the delivery of such commodities, and on lalletter heads and other
stationery going out to customers and to the public, and in all places where the
name 'Baden's Ice Cream Company' may hereafter appear in the transaction of any
business by the defendants, advising purchasers and the public in anmistakable
manner that the product of the defendants is not that of the complainant, '‘Borden's
CnAAT OAA -EITE #1101 PAT U820
214EA x1T OA O"1 OAAT O ET OEA Ai Obi OA&A TAI A 1 E
name of Gail Borden, who founded the business in the year 1857, and since that time
it has been and is now a tradename of great value, identified almost universally
with the business of milk and milk products of the appellee and its predecessors.
The tradel AT A 0" 1T OAAThO T O OEA x1 OA O"1 OAAThO Al
assets of the appellee, and is widely known and identified with the good will and
public favor enjoyed by it throughout the United States.
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[3] On May 31, 1899, the appellee was incorporated under the laws of the state
£ . Ax *AOOAUR xEOE AOI AA Al OPi OAGA DBIi xA0OOh
manufacture, sell and otherwise deal in condensed, preserved and evaporated milk
and al other manufactured forms of milk; to produce, purchase and sell fresh milk,
and all products of milk; to manufacture, purchase and sell all food products; to
raise, puchase and sell all garden, farm and dairy products; to raise, purchase and
sell, and dherwise deal in, cattle and all other live stock; to manufacture, lease,
purchase and sell all machinery, tools, implements, apparatus and all other articles
and applances used in connection with all or any of the purposes aforesaid, or with
selling andtransporting the manufactured or other products of the company; and to
do any and all things connected with or incidental to the carrying on of such
AOOET AGOh T O ATU AOATAE 10 PAOO OEAOAI A£80
[4] It may be stated in this connection that the charter of the company contains
no express authority to manufacture or sell what is known commercially as ice
cream.
[5] The record shows that the appellee wss in the disposition of its products
some thity-Ox1 AOAT AOGh AAAE 1T1TA 1T &£ xEEAE AEOEAO Al
OOAA ET AITTAAOGEIT xEOE OEA TAI A O"1 OAAT 00O #Ii
brands sixteen specifically refer to condensed or evaporad milk, seven to candy,
two to malted milk, one to coffee, one to butter, one to buttermilk, one to fluid milk,
two to cream, and one to malted milk ice cream; and that tragmarks have been
registered on most of the brands.
[6] Appellee has developed in the state of lllinois and the city of Chicago, and
elsewhere, a large business in the sale of fresh milk and cream and evaporated milk
to confectioners for use by them in making commercial ice creant. has expended
large sums of money in promoting and advertising its business, and particularly in
extending the sale of the sA AT 1 AA O" 1T OAAT o0 O0AAOI AGO " OAT A
CnEAAOQET T AOOos 3EUARO A EECE NBdIinEcdang | £ AOADI
especially designed for use in the manufacture of ice cream.
[7] For more than two years prior to the filing of the bill in the District Court,
the appellee had been manufacturing a formoficeclel ET 1T x1T AO O" 1 OAAT 2O -

AT

-E1TE )AA #OAAinhd xEEAE DPOI AOAO EOh AO OEA
malted milk as its basic element, and is especially adapted for use in hospitals. This
malted milk ice cream, which hitherto has been used only indspitals, the appellee
is about to place on the market for general use in competition with commercial ice
cream.
[8] On May 25, 1911, the appellants Charles F. Borden, George W. Brown, and

Edgar V. $anley applied to the Secretary of State of the state of lllinois for a license
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Oi ET AT OPT OAGA O1 AAO OEA TAIT A T &£ O"1 OAAT )
AppPAI 1T AA 11 OEAZEAA OEA ET AEOEAOGAI APDPAIITAI
firmly established in connection with the products of the appellee the use of that
word in connection with any company dealing in milk products would lead to the
presumption that they were the products of the appellee, and demanded that the
xT OA O" 1 OAAT GronfahpelfamtsEdoriphnd Gaé

[9] On the same day appellee protested to the Secretary of State of the state of
YITETTEO ACAET OO0 OEA EOOOATAA T &/ ATU AEAOOAO
Canpal UhO AOO 11 OEA poeOE 1T £ 1 6CcOOOh pwpph A AEA
y AR #O0AAT #1 1 PATURO AU xEEAE EO xAO AOOEI OEUAZ
EAAO AT A OEI EIAO DOI AOAOO8O

[10] The appellant Charles F. Borden had never before been engaged in the ice
cream business, or in buying or selling milk or milk products, or in any similar
business, and is not the principal person connected with the appellant Borden Ice
Cream Company. The applint Lawler is an ice cream manufacturer, and has
subscribed to 47 out of a total of 50 shares of stock of the Borden Ice Cream
Company. Charles F. Borden has subscribed to one share of stock, and has not paid
for that.

[11] The bill charges, upon information and belief, that it is the intention of
appel AT O "1 OAAT ) AA #OAAIT #1 1 PATU OI OOA OEA xI
trading upon the reputation of appellee's goods and products, and for the pquose of
deceiving and defrauding the public into the belief that such product is the product
i £/ OEA ADPPAI 1l AAn OEAO OOAE OEIi BDOI DAOh AAAAEOD.
o" 1 OAAT &6 xEI1T AA A COAAO AT A EOOAPAOAAT A ET E(
property right in its trade-name; and that the reputation of the products of
complainant (appellee) will be greatly injured thereby; and that the business of
Al i p1 AET AT O j ApbPpAT 1 AAQ xEI1l AA ETEOOAANOS
business caried on by the original company because of such improper use; and that
it will be impossible for present and prospective customers to know that the
product of the Borden Ice Cream Company is not the product of Borden's Condensed
Milk Company.

[12] The bill and the affidavits on file do not show any facts tending to sustain
the allegation of irreparable injury to the old company or its business, or showing or
tending to show that the old company has ben or will be injured in any way in the
business which it is now engaged in. Moreover, it does not appear that the malted
milk ice cream manufactured by the old company will in any way come into
competition with the commercial ice cream proposed to be pubn the market by the
new campany.
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[13] The bill was filed before the defendant had started to do any business. The
answer admits most of the material allegations, but denies all fraudulent purpose.

CARPENTER, District Judge (after stating the facts as above).

4] v PAOOIT AT TAI Ah OOAE AO O"1 OAAThO EO

appropriation, and even its registration in the Patent Office ¢anot make it a valid
trade-mark. Howe Scale Co. v. WyckafB8 U.S. 134,; Bin Natl. Watch Co. v. lllinois
Watch Case Cp179 U.S. 665Singer Mfg. Co. v. June Mfg.,d®3 U.S. 169Brown
Chemical Co. v. Meyet39 U.S. 540.

[15] There is no charge made in the bill that the appellants are infringing, or
propose to infringe, upon any technical trademark of the appellee, so we may
dismiss any claim for relief upon that score.

[16] The only theory upon which the injunction in this case can be sustained is
upon that known as unfair competition. Relief against unfair competition is granted
solely upon the ground that one who has built up a goodiivand reputation for his
goods or business is entitled to all of the resultant benefits. Good will or business
popularity is property, and, like other property, will be protected against fraudulent
invasion.

[17] The question to be determined in every case of unfair competition is
whether or not, as a matter of fact, the name used by the defendant had come
previously to indicate and designate the complainant's goods. Or, to put it in another
way, whether the defendant, as a matter of fact, is, by his conduct, passing off his
goods as the complainant's goods, or his business as the complainant's business.

[18] It has been said that the universaldst question in cases of this class is
whether the public is likely to be deceived as to the maker or seller of the goods.
This, in our opinion, is not the fundamental question. The deception of the public
naturally tends to injure the proprietor of a busness by diverting his customers and
depriving him of sales which otherwise he might have made. This, rather than the
protection of the public against imposition, is the sound and true basis for the
private remedy. That the public is deceived may be evideacof the fact that the
original proprietor's rights are being invaded. If, however, the rights of the original
proprietor are in no wise interfered with, the deception of the public is no concern
of a court of chancery. American Washboard Co. v. SaginawgMZo., 103 Fed. 281.

[19] Doubtless it is morally wrong for a person to proclaim, or even intimate,
that his goods are manufactured by some other and welinown concern; but this
does not give rise © a private right of action, unless the property rights of that
AT 1T AAOT AOA ET OAOEAOAA xEOE8 4EA OOA AU OEA
have been with fraudulent intent; and, even assuming that it was, the trial court had
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no right to interfere, unless the property rights of the old company were
jeopardized. Nothing else being shown, a court of equity cannot punish an
unorthodox or immoral, or even dishonest, trader; it cannot enforce as such the
police power of the state.
[20] In the case now under our consideration the old company (the appellee)
never has manufactured what is known as commercial ice cream. The new company
(the appellant) was incorporated for the sole purpose of manufacturingrad putting
on the market such an article.
[21] Nonexclusive tradenames are public property in their primary sense, but
they may in their secondary sense come to be understood as indicating the goants
business of a particular trader. Such trad@ames are acquired by adoption and user,
and belong to the one who first used them and gave them value in a specific line of
business. It is true that the name of a person may become so associated with his
goods or business that another person of the same or a similar name engaging in the
same business will not be allowed to use even his own name, without affirmatively
distinguishing his goods or business.
[22] The secondary meaning of a name, however, has no legal significance,
unless the two persons make or deal in the same kind of goods. Clearly the
APDPAIT 1 AT 6O EAOA AT OI A T AEA Cci110A6Gh 1T O PIT xOh
without infringing upon any property right of the old company. If that is true, they
AAT 1T AEA AT UOEET C O1 AAO OEA TAI A O"1 OAAT O xEE
made and offered to the public. George v. Smith (C.C.) 52 Fed. 830.
234 EA TAI A O"1 OAAThO O1 OE1 ADPDBPAIIT AT 6O AAIT A
assocdated with commercial ice cream. By making commercial ice cream the
appellants do not come into competition with the appellee. In the absence of
competition, the old conpany cannot assert the rights accruing from what has been
AAOGECT AGAA AO OEA OAATTAAOU 1 AATETC T &£ OEA x
AT 1 DA OE O phodecorBpérificd 6f some sort. In the absence of competition
the doctrine cannot be invoked.
[24] There being no competition between the appellants and appellee, we are
confronted with the proposition that the appellee, in order to succeed on this
appeal, has and can enforce a proprietary righttoth 1T AT A 0" 1 OAAT & ET AT U
business, to the exclusion of all the world.
[25] It is urged that appellee has power, under its charter, to make commercial
ice cream, and that it intends some day toadso. If such intention can be protected at
this time, it might well be that appellee, having enjoined appellants from making
commercial ice cream, would rest content with selling its evaporated milk to ice
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cream dealers, and never itself manufacture thearfished product. But, as was well
stated by Judge Coxe, in George v. Smith, supra:

0)0 EO OEA DPAOOU xEI OOAOG EO AEOOO AO A AOA

business under it, who is entitled to protection, and not the one who
first thought of using it on similar goods, but did not use it. The law
AAAT O xEOE AAOO AT A 110 ET OAT OEI 1080
[26] Appellee also urges that it makes and sells large quantities of evaporated
or condensed milk to manufacturers ofice cream, and that if the appellants are

permitOAA 01 OOA OEA T AT A O"1 OAAT O ET OEA EAA A0/

believe that its ice cream is made by appellee, and will in consequence buy the
finished product rather than the component parts,and that appellee's sales of
evaporated or condensed milk will fall off, to its manifest damage. Such result would
be too spealative and remote to form the basis of an order restraining men from
using in their business any personal name, especially thadwn.

[27] Appellee is in this position: If it bases its right to an injunction upon the
doctrine of unfair competition, no competition of any kind has been shown by the
record. If it relies upon somesupposed damage which may result from appellants'

OOA T &£ OGEA TAI A O0"1OAAT O ET AiI1TTAAOEIT xEOE EI

because the appellants, as yet, have neither sold nor made anything.
[28] The order of the District Court must be reversed; and it is so ordered.

b. The Development of the Modern Multifactor Test

The idiosyncrasies of tradition rather than of reason governed the development
of the multifactor tests across the circuits WAAE T £ OEA AEOAOEOOS
tests originated either directly or indirectly from the 1938 Restatement (First) of the
Law of Torts TheRestatement (First¥ailed to set forth a single, unified multifactor
test for trademark infringement. Instead, it proposed four factors that courts should
consider in all casesand nine more factors that courts should additionally consider
only when the parties goods were noncompetitive with each otheri.e., not
substitutable for each other Section 72%f the Restatement (Firstset out the four
factors courts should always consider:

In determining whether the actor's designation is confusingly similar to
the other's trade-mark or trade name, the following factors are
important:
(a) the degree of similaity between the designation and the trade
mark or trade name in
(i) appearance;
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(i) pronunciation of the words used;
(iii) verbal translation of the pictures or designs involved,;
(iv) suggestion;

(b) the intent of the actor in adopting the designation;

(c) the relation in use and manner of marketing between the goods

or services marketed by the actor and those marketed by the other;

(d) the degree of care likely to be exercised by purchasers.
RESTATEMENTHRST OFTORTSS 729 (1939). Section 731 set out ta additional nine
factors that courts should additionally consider only in cases involving
noncompetitive goods:

In determining whether one's interest in a trademark or trade name is
protected, under the rules stated in 8 8§ 717 and 730, with reference to
the goods, services or business in connection with which the actor uses
his designation, the following factors are important:

(a) the likelihood that the actor's goods, services or business will

be mistaken for those of the other;

(b) the likelihood that the other may expand his business so as to

compete with the actor;

(c) the extent to which the goods or services of the actor and those

of the other have common purchasers or users;

(d) the extent to which the goods or services of the actor and those

of the other are marketed through the same channels;

(e) the relation between the functions of the goods or services of

the actor and those of the other;

(f) the degree of distinctiveness of the trademark or trade name;

(g) the degree of attention usually givernto trade symbols in the

purchase of goods or services of the actor and those of the other;

(h) the length of time during which the actor has used the

designation;

() the intent of the actor in adopting and using the designation.

Id. at § 731.

Through the course of the midtwentieth century, the federal courts lost track
of the distinction between the two sets of factors, anthe circuits each began to use
A OET Ci Anh OTEEEAA | 01 OEEAAOT O OAOGO OACAOAIT AOC
competitive or not. Each circuit developed its own test, and for the most part, the
DAAOI EAOEOCEAOG 1T £ OEA DAOOGEAOI AO AAOGAOG EIT xEE
coalesced determined which factors are still considered in that circuit today. A good
example of this is dund in the following opinion, Polaroid Corp. v. Polarad
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Electronics Corp 287 F.2d 402 (2d Cir. 1961) which is the origin of the Second

# EOA Palabioid@ AAOT 00806 $AOPEOA *OACA &OEAT AI
xAO TAAT O £ O OKOOGEAEDPIOD A OA advdE AR Secend ££A O
Circuit courts routinely apply the Polaroid factors in competing goods cases. The

opinion is presented here primarily for its historical significance as one of the most
influential opinions in U.S. tradenark law, but also to show, in the final paragraph of

the opinion excerpt, how much trademark infringement doctrine had evolved since

"1 OAAT 50. ) AA #OAAI

Polaroid Corp. v. Polarad Electronics Corp.
287 F.2d 492 (2d Cir. 1961)

FRIENDLY, Circuit Judge.

[1] Plaintiff, Polaroid Corporation, a Delaware corporation, owner of the
trademark Polaroid and holder of 22 United States registrations thereof granted
between 1936 and 1956 and of a New York registtion granted in 1950, brought
this action in the Eastern District of New York, alleging that defendant's use of the
name Polarad as a trademark and as part of defendant's corporate title infringed
plaintiff's Federal and state trademarks and constituted ufair competition. It
sought a broad injunction and an accounting. Defendant's answer, in addition to
denying the allegations of the complaint, sought a declaratory judgment establishing
defendant's right to use Polarad in the business in which defendant wangaged, an
injunction against plaintiff's use of Polaroid in the television and electronics fields,
and other relief. Judge Rayfiel, in an opinion reported in D.C.1960, 182 F.Supp. 350,
dismissed both the claim and the counterclaims, concluding that rieer plaintiff nor
defendant had made an adequate showing with respect to confusion and that both
had been guilty of laches. Both parties appealed but defendant has withdrawn its
cross-appeal. We find it unnecessary to pass upon Judge Rayfiel's conclusibat
defendant's use of Polarad does not violate any of plaintiff's rights. For we agree that
plaintiff's delay in proceeding against defendant bars plaintiff from relief so long as
defendant's use of Polarad remains as far removed from plaintiff's primarfrelds of
activity as it has been and still is.

[2] The name Polaroid was first adopted by plaintiff's predecessor in 1935. It
has been held to be a valid trademark as a coined or invented symbol anat to
have lost its right to protection by becoming generic or descriptiveMarks v.
Polaroid Corp, D.C.D.Mass.1955, 129 F.Supp. 243. Polaroid had become a well
known name as applied to sheet polarizing material and products made therefrom,
as well as b optical desk lamps, stereoscopic viewers, etc., long before defendant
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was organized in 1944. During World War Il, plaintiff's business greatly expanded,
from $1,032,000 of gross sales in 1941 to $16,752,000 in 1945, due in large part to
government contracts. Included in this government business were three sorts on
which plaintiff particularly relies, the sale of Schmidt corrector plates, an optical
lens used in television; research and development contracts for guided missiles and
a machine gun trainer, loth involving the application of electronics; and other
OAOAAOAE AT A AAOGAT T PIi AT O AT 1 OOAAOO -£ O xEAO
optical devices employing electronic circuitry in combination with optical
appaOAODO088 )1 pwtx Addaclinedda liftle PdreAtan el gigEo O OA1 A
war level; the tremendous expansion of plaintiff's business, reaching sales of
$65,271,000 in 1958, came after the development of the Land camera in 1948.
[3] Defendant was organized in December, 1944. Originally a partnership called
Polarad Electronics Co., it was converted in 1948 into a New York corporation
bearing the name Polarad Television Corp., which was changed a year later to
Polarad Electronics Corp.ts principal business has been the sale of microwave
generating, receiving and measuring devices and of television studio equipment.
Defendant claimed it had arrived at the name Polarad by taking the first letters of
the first and last names of its foundg Paul Odessey, and the first two letters of the
first name of his friend and anticipated partner, Larry Jaffe, and adding the suffix
OOAARS ET OAT AAA O OECI EAU OAAEI N EIT xAOAOR | A,
001 1T A ETT x1 AACA &f thé nEmebPolédrdid, aiittoughiEonl as@phed tb
glasses and polarizing filters and not as to electronics. As early as November, 1945,
plaintiff learned of defendant; it drew a credit report and had one of its attorneys
visit defendant's quarters, then twosmall rooms; plaintiff made no protest. By June,
pwtoh AAEAT AAT O xAO AAOAOOEOET C?» aihAdeAOEOGET 1T Al
journal. These advertisements and other notices with respect to defendant came to
the attention of plaintiff's officers; still plaintiff did nothing. In 1950, a New York
Attorney who represented plaintiff in foreign patent matters came upon a trade
show display of defendant's television products under the name Polarad and
informed plaintiff's house counsel; the latter advised plaitiff's president, Dr. Land,
OEAO OOGEA OEI A EAA AT T A xEAT EA OET OCEO xA 1
DOl AT Ai 86 (1 xAOGAOh TTOEETC xAO AITA OAOGA Oi
defendant, athough defendant's sales had grown from a nominal amount torate of
several hundred thousand dollars a year, and the report related, as had the previous
iTAhRh OEAO AAZEAT AAT O xAO AT CACAA OET AAOAITT PEI]
radio, teletOEOET 1T AT A A1 AAOGOTTEA 1 AT OEZAAOOOAOOG OEOI «
Odober, 1951, defendant, under its letterhead, forwarded to plaintiff a letter
adAOAOOAA O1F O011 AOAA %l AAOOITEAO #1 0OP8d AO AA,
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ET OACAOA Oi ObPii1l AOIEA 1 AOAOEAT AAOECT AA &I O |
plaintiff. In 1953, defendant applied to the United States Patent Office for
registration of its trademark Polarad for radio and television units and other
electronic devices; in August, 1955, when this application was published in the
Official Gazette of the PatenOffice, plaintiff for the first time took action by filing a
notice of oppostion, which was overruled by the Examiner in April, 1957. Still
plaintiff delayed bringing suit until late 1956. Through all this period defendant was
expending considerable sure for advertising and its business was growing
employees hcreasingfrom eight in the calendar year 1945 to 530 in the year ended
June 30, 1956, fixed assets from $2,300 to $371,800, inventories from $3,000 to
$1,547,400, and sales from $12,000 to $6,0480.

[4] Conceding that the bulk of its business is in optics and photography, lines
not pursued by defendant, plaintiff nevertheless claims to be entitled to protection
of its distinctive mark in at least certain portions of the large field of electronics.
Plaintiff relies on its sales of Schmidt corrector plates, used in certain types of
television systems, first under government contracts beginning in 1943 and to
industry commencing in 1945; on its sle, since 1946, of polarizing television filters,
which serve the same function as the color filters that defendant supplies as a part
of the television apparatus sold by it; and, particularly, on the research and
development cotracts with the government referred to above. Plaintiff relies also
on certain instances of confusion, predominantly communications intended for
defendant but directed to plaintiff. Against this, defendant asserts that its business is
the sale of complex electronics equipment to eelatively few customers; that this
does not compete in any significant way with plaintiff's business, the bulk of which
is now in articles destined for the ultimate consumer; that plaintiff's excursions into
electronics are insignificant in the light of he size of the field; that the instances of
confusion are mnimal; that there is no evidence that plaintiff has suffered either
through loss of cistomers or injury to reputation, since defendant has conducted its
business with high standards; and that therery nature of defendant's business, sales
to experienced industrial users and the government, precludes any substantial
possibility of confusion. Defendant also asserts plaintiff's laches to be a bar.

[5] The problem of determining how far a valid trademark shall be protected
with respect to goods other than those to which its owner has applied it, has long
been vexing and does not become easier of solution with the years. Neither of our
recent decisbns so heavily relied upon by the partiesHarold F. Ritchie, Inc. v.
ChesebroughPond's, Ing 2 Cir., 1960, 281 F.2d 755, by plaintiff, anévon Shoe Co.,
Inc. v. David Crystal, Inc2 Cir., 1960, 279 F.2d 607 by defendant, affords much
assistance, sine in the Ritchie case there was confusion as to the identical product
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AT A OEA AAZEAT AAT O ET OEA 1011 AAOA EAA AAI bOA;
bl AET OE&A&AOGo DOEI O O0O0Ahds AO DPACA o¢pp8 T7EAOA C
owner's chance of succss is a function of many variables: the strength of himark,

the degree of similarty between the two marks, the proximity of the products, the

likelihood that the prior owner will bridge the gap, actual confusion, and the

reciprocal of deferdant's good hith in adopting its own mark, the quality of

defendant's product, and the sophistication of the buyers. Even this extensive

catalogue does not exhaust the podslities? the court may have to take still other

variables into account. American Law InstituteRestatement of Torts, §8 729, 730,

731. Here plaintiff's mark is a strong one and the similarity between the two names

is great, but the evidence of actual confusion, when analyzed, is not impressive. The

filter seems to be the only case where defendantals sold, but not manufactured, a

product serving a function similar to any of plaintiff's, and plaintiff's sales of this

item have been highly irregilar, varying, e.g., from $2,300 in 1953 to $30300 in

1955, and $48,000 in 1956.

[6] If defendant's sole business were the manufacture and sale of microwave
equipment, we should have little difficulty in approving the District Court's
conclusion that there was no such likelihood of confusion as to bringo play either
the Lanham Act, 15 U.S.C.A. § 1114(1), or New York General Business Law, $368
or to make out a case of unfair competition under New York decisional law, sdgon
Shoe Co. v. David Crystal, .Insupra, at page 614, footnote 11. What gi¥ us some
pause is defendant's heavy involvement in a phase of electronics that lies closer to
plaintiff's business, namely, television. Defendant makesiuch of the testimony of
I £#/ TECEO AT A [ AOOAO8B8G 9AOnh Al OET OCE OAlI AGEOE
electronics, it begins and ends with light waves. The record tells us that certain
television uses were among the factors that first stimulated Dr. Land's interésn
polarization, see Marks v. Polaroid Corporationsupra, 129 F.Supp. at page 246,
plaintiff has manufactured and sold at least two products for use in television
systems, and defendant's second counterclaim itself asserts likelihood of confusion
in the television field. We are thus by no means sure that, under the views with
respect to trademark protection announced by this Court in such cases agale
Electric Corp. v. Robertsor2 Cir., 1928, 26 F.2d 972 (locks vs. flashlighfgnding
confusion]); L. E. Waterman Co. v. Gordpa Cir., 1934, 72 F.2d 272 (mechanical pens
and pencils vs. razor bladeg[finding confusion]); Triangle Publications, Inc. v.
Rohrlich, 2 Cir., 1948, 167 F.2d 969, 972 (magazines vs. gird[éading confusion]);
and Admiral Corp.v. Penco, In¢ 2 Cir., 1953, 203 F.2d 517 (radios, electric ranges
and refrigerators vs. sewing machines and vacuum cleaneffinding confusion]),

Part Il 39

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

plaintiff would not have been enttled to at least some injunctive relief if it had
moved with reasonable pomptness. However, we are not required to decide this
since we uphold the District Court's conclusion with respect to laches.
4EA AT OO0 CciI A0 i1 O OAEAAO OEA DI AET OEA&EAG O
defense of lachek

Questions and Comments

1. O(EO - AOE EO (I&YaleEI&OTk.lvRELRIts@AFRH WD
(2d Cir. 1928), which Judge Friendly cites in the final paragraph éfolaroid, Judge
Hand set forth his oftN OT OAA AAOAOEDPOEI T 1 &£ OEA bl AET OE £AHS
use of its mark on noncompeting goods:
However, it has of recent years been recognized that a merchant may
have a sufficient economic interest in the use of his mark outside the
field of his own exploitation to justify interposition by a court. His mark
is his authentic seal; by it he vouches for the goods which bear it; it
carries his name for good or ill. If another uses it, he borrows the
owner's reputation, whose quality no longer lies within his own control.
This is an injury, even though the borrower des not tarnish it, or divert
any sales by its use; for a reputation, like a face, is the symbol of its
possessor and creator, and another can use it only as a mask. And so it
has come to be recognized that, unless the borrower's use is so foreign
to the owner's as to insure against any identification of the two, it is
unlawful.
8 A0 wxt8 )& OEA AAEAT AAT 680 Al

1T A
AEOAOO AT U OAI AO AU EOO O6OAhoe OEAI
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2. Contemporary Applications of the Multifactor Test for the Likelihood of
Confusion

Each circuit has developed its own formulation of the multifactor test for the
likelihood of consumer confusion. Neverthdh OOh AO OEA AEAO0O Al OEOI .
#1 1 OEAAOAA OOCCADODOGEMEA AEOAOEOOS6 OAOEI OO OA
. T OAAT U AAOGAT O mEOI i OEA &1 OOOEh &EEOEh AT A %l .
explicit call to consider the sophistication of the relevant consumers.

In Virgin Enterprises Ltd. v. Nawah335 F.3d 141 (2d Cir. 2003), the Second
Circuit applied its Polaroid test to determine if consumers would likely mistake the

goods and services of the defendant, operating under the makRGIN WIRELESSfor
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the those of the plaintiff, the owner of theviRaNn mark for a wide variety of goods
and services. The opinion igxceptionalfor its thorough analysis of the factors. In
reading through Virgin Enterprises consider the following questions:

adjudication of the likelihood of confusion question?
T )1 DOAAOEAAh EO EI OAT O 1EEAI U AO O1TEI PT O0OA
Virgin Enterprisesopinion suggess?
1 Why should strong marks receive a wider scope of protection than weak
marks?
1  Why should inherent strength be more important to the multifactor inquiry
than acquired strength? Relatedly, why should fanciful marks receive a
wider scope of protection that arbitrary or suggestive marks?
1 Does the court make any mistakes in its discussioof the Abercrombie
spectrum?
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Virgin Enterprises Ltd. v. Nawab
335 F.3d 141 (2d Cir. 2003)

LEVAL, Circuit Judge.
(1101 AET OEEE 6EOCET %l OAODOFdpdeds frorkthe OAA | O6 %,
denial of its motion for a preliminary injunction. This suit, brought under § 32 of the
Lanham Act, 15 U.S.C. 8 1114(1), alleges that defendants infringed plaintiff's rights
in the registered mark VIRGIN by operating retail stores sellmpwireless telephones
and related accessories and services under the trade name VIRGIN WIRELESS. The
United States District Court for the Eastern District of New York (Siftord) denied
plaintiff's motion for a preliminary injunction, based upon its finding that plaintiff's
registration did not cover the retail sale of wireless telephones and related products,
and that plaintiff failed to show a likelihood of consumer confusion.

BACKGROUND

[2] Plaintiff VEL, acorporation with its principal place of business in London,
i x1T 0O 5838 2ACEOOOAOGEIT .18 phyuphypx j OOEA wypx
AT A OACEOOAOAA 11 106CcO00 onh p wmetallstorgEl O OEA 6)
savicesin the fields of .. computers andelectronic apparatusd0 j Ai PEAOEO AAAAAQS
01 AET OEAZE Al 01 1T x10 5838 2ACEOOOAOQEIT .18 phuyt
May 9, 1991, and registered on September 6, 1994, for a stylized version of the
VIRGIN mark for use in connddET T xEOE OOAOAEI 0OOI OA OAOOEAA
corDOOAOO AT A Al AAOOT T EA APDAOAOOOhS AT A 5838 2
RegsOOAOET 1T 6qh A£EIAA 11 -AU pwh pwwgch AT A OACEO!

VIRGIN MEGASTORE mark. It is undisfed that these three registrations have
become incontestable pursuant to 15 U.S.C. § 1065.

[3] VEL, either directly or through corporate affiliates, operates various
businesses worldwide under the trade name NRGIN, including an airline, large
scale record stores called Virgin Megastores, and an internet information service.
Plaintiff or its affiliates also market a variety of goods branded with the VIRGIN
name, including music recordings, computer games, bookand luggage. Three of
plaintiff's megastores are located in the New York area. According to an affidavit
submitted to the district court in support of plaintiff's application for preliminary
injunction, Virgin Megastores sell a variety of electronic appatus, including video
game systems, portable CD players, disposable cameras, and DVD players. These
stores advertise in a variety of media, including radio.
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[4] Defendants Simon Blitz and Daniel Gazal are theole shareholders of

defendants Cel. AO #1011 O1 EAAQOETA@&AOQN) 14ABA j+OMIAITIOI AO . A
CommuniaOET T Oh YT A8h AT ET C AOOET AOGO Ao #.#"
AAT AATT 1T O1T EAAGET T Oh )T A8 j O03%$ -Mefin1A98ioil 6 q8 "1 EOLU

sell retail wireless telephones and services in the New York area. Later, they formed
CNCG to sell wireless phones and services on the wholesale level. CNCG now sells
wireless phones and services to more than 400 independent wireless retailers. In
1998, CeiNet received permission from New York State regulators to resell
telephone services within the state.

[5] Around 1999, Andrew Kastein, a viceresident of CNCG, began to develop a
CelNet brand of wireless telecommunicationsproducts. In early 1999, CeNet
entered into negotiations with the Sprint PCS network to provide
telecommunications services for resale by CelNet. In August 1999, CelNet retained
the law firm Pennie & Edmonds to determine the availability of possibleesvice
marks for CetNet. Panie & Edmonds associate Elizabeth Langston researched for
Kastein a list of possible service marks; among the marks @gét asked to have
researched was VIRGIN. é@endants claim that Langston told CeNet officer Simon
Corney that VIRGIN was available for use in the telecommunications field. Plaintiff
disputed this, offering an affidavit from Langston that she informed defendants that
she would not search the VIRGIN mark because her firm represented plaintiff.

[6] According to defendants, in December 1999, Gblet retained Corporate
Solutions, LLC and its principals Nathan Erlich and Tahir Nawab as joint venture
partners to help raise capital to launch CeNet's wireless telephone sevice. On
Decanber 2, 1999, Erlich and Nawab filed four intento-use applications with the
US.BOAT O AT A 40AAAT AOE |/ £ZZEAA j 004/ 6qQq O OACEOC
VIRGIN MOBILE, VIRGIN COMMUNICATIONS, and VIRGIN NET in the field of
telecommunications services, class 38. On December 24, 1999, Corporate Solutions
ET AT OBl OAOAA AAEAT AAT O 6EOCET 7EOATI AOGOGh )1 A8 j
to use the marks VIRGIN WIRELESS and VIRGIN MOBILE. Meanwhile, one of
plaintiff's affil iates had begun to dér wireless telecommunication services bearing
the VIRGIN mark in the United Kingdom. A press release dated November 19, 1999,
found on plaintiff's website, stated that its Virgin Mobile wireless services were
operable in the United States.

[7] On June 23, 2000, defendant Blitz signed a lease under the name Virgin
Wireless for a kiosk location in South Shore Mall in Long Island from which to-sll
AT & T wireless services, telephones, and accessories undee tietail name Virgin
Wireless. Defendants CelNet and VWI later expanded their telecommunications re
sale operations to include two retail stores and four additional retail kiosks in malls
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in the New York area and in Pennsylvania. All of these stores hdween run by VWI
under the trade name VIRGIN WIRELESS. VWI also has leases and bank accounts in
its name, and has shown evidence of actual retail transactions and newspaper
advertisements.
[8] In August 2000, phintiff licensed Virgin Mobile USA, LLC, to use the VIRGIN
mark for wireless telecommunications services in the United States. On August 10,
2000, plaintiff filed an intent-to-use application with the PTO for use of the VIRGIN
mark in the United States ontelecommunications services and mobile telephones.
On October 11, 2001, the PTO suspended this mark's registration in international
class 9, which covers wireless telephones, and class 38, which covers
telecommunications services, because the VIRGIN markags already reserved by a
prior filing, presumably defendants’. On August 16, 2001, plaintiff filed another
intent-to-use application for the mark VIRGIN MOBILE to brand telecommunications
services. The PTO issued a nefinal action letter for both of plaintiff's pending new
registrations on October 31, 2001, which stated that defendant Corporation
Solutions' pending applications for similar marks in the same class could give rise to
OA TEEATEETTA T &£ Ai1 £ZOOCET 1806 4EA aioh/ OOODAT A
pending the processing of Corporation Solutions' applications.
[9] In October 2001, plaintiff issued a press release announcing that it was
offering wireless telecommunications services and mobile telephwes in the United
States.
[10] Plaintiff became aware of Corporation Solutions' application for
registration of the VIRGIN WIRELESS and VIRGIN MOBILE marks by May 2000. In
October 2001 and December 2001, deferaaht VWI filed suits against plaintiff in the
federal district courts in Arizona and Delaware, alleging that plaintiff was using
VWI's mark. Plantiff maintains (and the district court found) that it learned in
January 2002 that VWI and CdNet were operating kiosks under the VIRGIN
WIRELESS name and two days later filed the present suit seeking to enjoin
defendants from selling mobile phones in VIRGHiranded retail stores.
[11] On May 2, 2002, the district courconsidered plaintiff's application for a
preliminary injunction. It found that no essential facts were in dispute, and
therefore no evidentiary hearing was required. It was uncontested (and the district
court accodET ¢C1 U &I 01 Aq OEAOI PEAEAODABAODDE BRI EDC
ET Al OAET ¢ OOAOEI 6O OEAAT CAIi A OUOOAI 6h bl OOAAI
and mini disc playA OOh BT OOAAT A OAAET Oh AT A AEODBI OAAIT A
telephones or tekphone service, and that the only productshe defendants sold in
their stores were wireless telephones, telephone accessories, and wireless
telephone service$ 8
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[12] Arguing against plaintiff's likelihood of success, the court noted that
plaintiffs rACEOOOAOQCETI T O AEA 110 Al AEI O0A 1T &
telecommunications services or in the associated retail sale of wireless telephones
AT A AAAAOOT OmiRgeaBand77E6RedstrafldnsAcBvered the retail sale
I £ OAT I bOOAOO AAODOAAOOERBAAEBDIT T O A@OAT A Ol
services and wireless phones.

[13] The court noted that the defendants were the first to use the VIRGIN mark
in telecommunications, and the first to attempt to register VIRGIN for

telecommunications and retail telephone sales....

DISCUSSION

Il.

[14] A claim of trademark infringement, whether brought under 15 U.S.C. §
1114(1) (for infringement of a registered mark) or 15 U.S.C. § 1125(a) (for
infringement of rights in a mark acquired by use), is analyzed under the familiar
two-prong test described in Gruner + Jahr USA Publ'g v. Meredith Co§91 F.2d
1072 (2d Cir.1993).See Time, Inc. v. Petersen Publ'g QaQ,173 F.3d 113, 117 (2d
Cir.1999) (noting that Grunertest is applicable to claims brought under § 1114(1)
and 8 1125(a)). The test looks first to whether the plaintiff's mark is entitled to
protection, and second to whether defendant's use of the maris likely to cause
consumers confusion as to the origin or sponsorship of the defendant's goods.
Gruner,991 F.2d at 1074. Examining the question as the test dictates, we have no
doubt that plaintiff was entitled to a preliminary injunction.

[15] We believe the district court accorded plaintiff too narrow a scope of
protection for its famous, arbitrary, and distinctive mark. There could be no dispute
that plaintiff prevailed as to the first prong ofthe test» prior use and ownership.
For years, plaintiff had used the VIRGIN mark on huge, famous stores selling, in
addition to music recordings, a variety of consumer electronic equipment. At the
time the defendants began using VIRGIN, plaintiff owned rights in theark. The
focus of nquiry thus turns to the second prong of the test whether defendants' use
of VIRGIN as a mark for stores selling wireless telephone services and phones was
likely to cause confusion. There can be little doubt that such confusion was like

[16] The landmark case oPolaroid Corp. v. Polarad Electronics Cqrp87 F.2d
492 (2d Cir.1961) (Friendly,J), outlined a series of nonexclusive factors likely to be
pertinent in addressing the issue oflikelihood of confusion, which are routinely
followed in such cases...
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[17] Six of the Polaroid factors relate directly to the likelihood of consumer
confusion. These are the strength of the plaintiff's mark;the similarity of
defendants' mark to plaintiff's; the proximity of the products sold under defendants'
mark to those sold under plaintiff's; where the products are different, the likelihood
that plaintiff willbridge the gap by selling the products being sld by defendants; the
existence of actual confusion among consumers; and the sophistication of
consumers. Of these six, all but the last (which was found by the district court to be
neutral) strongly favor the plaintiff. The remaining two Polaroid factors, defendants'
good or bad faith and the quality of defendants' products, are more pertinent to
issues other than likelihood of confusion, such as harm to plaintiff's reputation and
choice of remedy. We conclude that thePolaroid factors powerfully support
plaintiff's position.

[18] Strength of the mark.The strength of a trademark encompasses two
different concepts, both of which relate significantly to likelihood of consumer
confusion. The first and most imporAT 0 EO ET EAOAT O OOOAT COER Al O]
AEOOET AOEOAT AOO8d 4EEO ET NOEOU AEOOET COEOEAO
distinctive marks? marks that are arbitrary or fanciful in relation to the products
(or services) on which they are used and, an the other hand, marks that are
generic, descriptive or suggestive as to those goods. The former are the strong
marks. Abercrombie & Fitch Co. v. Hunting World, In637 F.2d 4, 9 (2d Cir.1976).
The second sense ofthe cA ADO 1T £ OOOAT QABEIOAAA AEDLAOET EOEOAT |
i.e., fame, or the extent to which prominent use of the mark in commerce has
resulted in a high degree of casumer recognition. See TCPIP Holding Co. v. Haar
Communications Ing244 F.3d 88, 100 (2d Cir.2001) (describing these tavconcepts
of strength).

[19] Considering firstinherent distinctivenessthe law accords broad, muscular
protection to marks that are arbitrary or fanciful in relation to the products on
which they are used, ad lesser protection, or no protection at all, to marks
consisting of words that identify or describe the goods or their attributes. The
reasons for the dstinction arise from two aspects of market efficiency. The
paramount objective of the trademark law § to avoid confusion in the marketplace.
The purpose for which the trademark law accords merchants the exclusive right to
the use of a name or symbol in their area or commerce identification, so that the
merchants can estblish goodwill for their goods based on past satisfactory
performance, and the casuming public can rely on a mark as a guarantee that the
goods or services so marked come from the merchant who has been found to be
satisfactory in the past.See Estee Lauder Inc. v. The Gap,, @8 F3d 1503, 1510
(2d Cir.1997) (quoting Restatement (Third) of Unfair Competitio® 21 commenti
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(1995)); Power Test Petroleum Btribs., Inc. v. Calcu Gas, In£54 F.2d 91, 97 (2d
Cir.1985); McGregorDoniger Inc. v. Drizzle In¢599 F.2d 1126, 1131 (2d Q@i1979).
At the same time, efficiency and the public interest require that every merchant
trading in a class of goods be permitted to refer to the goods by their name, and to
make claims about their quality. Thus, a merchant who sells pencils under the
trademark Pencilor Clear Mark,for example, and seeks to exclude other sellers of
pencils from using those words in their trade, is seeking an advantage the
trademark law does not intend to offer. To grant suchxelusivity would deprive the
consuming publicof the useful market information it receives where every seller of
pencils is free to call them pencilsAbercrombie 537 F.2d at 9;,CES Publ'g Corp. v. St.
Regis Publ'ns, Inc531 F.2d 11, 13 (2d Cir.1975). The trademark right does not
protect the exclusve right to an advertising message only the exclusive right to an
identifier, to protect against confusion in the marketplace. Thus, as a matter of
policy, the trademark law accords broader protection to marks that serve
exclusively as identifiers and leser protection where a grant of exalsiveness would
tend to diminish the access of others to the full range of discourse relating to their
goods.See TCPIR44 F.3d at 100;Nabisco, Inc. v. PF Brands, lji91 F.3d 208, 215
(2d Cir.1999); Otokoyama Co.td. v. Wine of Japan Import, Ind75 F.3d 266, 270
(2d Cir.1999).
[20] The second aspect of efficiency that justifies according broader protection
to marks that are inherently distinctive relates directly to the likelihood of
confusion. If a mark is arbitrary or fanciful, and makes no reference to the nature of
the goods it designates, consumers who see the mark on different objects offered in
the marketplace will be likely to assume, because of the arbitraréss of the choice
of mark, that they all come from the same source. For example, if consumers become
familiar with a toothpaste sold under an unusual, arbitrary brand name, such as
ZzaagQand later see that same inherently distinctive brand name appearingn a
different product, they are likely to assume, notwithstanding the product difference,
that the second product comes from the same producer as the first. The more
unusual, arbitrary, and fanciful a trade name, the more unlikely it is that two
independent entities would have chosen it. In contrast, every seller of foods has an
ET OAOAOGO ET AAITEITC EOO DPOI AOAO déidochkd EAET 6086
used on two or more diferent food products are less likely to draw the inference
that they must all come from the same producerCf. Streetwise Map459 F.3d at
xtt 1T OETC OEAO OAOGAOAI i Ab DPOI AOGAAOO OOA «
Dl AET OEEA2O | AOE OOET ¢ OOOOAMAPUbIgHAR2dT T O PAOOE.
at 61 (noting numerous regsOOAQET T O 1T £ | AOEO OOET C x1 OA OCI I
more distinctive the mark, the greater the likelihood that the public, seeing it used a
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second time, will assume that the second use comes from the same source as the
first. The goal of avoiding casumer confusion thus dictates that the inherently
distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader
protection than weak marks, those that are descriptive or suggestive of the products
on which they are usedSee Abercrmbie, 537 F.2d at 911; TCPIR 244 F.3d at 100

01.

211 4EA OAATT A OATOA 1 &£ OOAAAT AOE OOOAT COE
AEOOET A OleothdalrsbddmsdmericonfusiorSee TCPIR44 F.3d at 10601;
Streetwise Maps159 F3d at 744. If a mark has been long, prominently and
notoriously used in canmerce, there is a high likelihood that consumers will
recognize it from its prior use. Widespread consumer recognition of a mark
previously used in commerce increases the likelihoothat consumers will assume it
identifies the previously familiar user, and therefore increases the likelihood of
consumer confusion if the new user is in fact not related to the firsBee Nabiscd 91
F.3d at 21617. A mark's fame also gives unscrupulousaders an incentive to seek
to create consumer confusion by assodimng themselves in consumers' minds with a
famous mark. The added likelihood of consumer confusion resulting from a second
user's use of a famous mark gives ason for according such a faous mark a
broader scope of protection, at least when it is also inherently distinctiveSee
McGregor599 F.2d at 1132 (noting that secondary meaning may further enlarge the
scope of protection accorded to inherently distictive marks).

[22] Plaintiff's VIRGIN mark undoubtedly scored high on both concepts of
strength. In relation to the sale of consumer electronic equipment, the VIRGIN mark
is inherently distinctive, in that it is arbitrary and fanciful; the wi OA OOEOCET 6 EAO 1
intrinsic relationship whatsoever to selling such equipment. Because there is no
ET OOET OEA OAAOIT A O A 1 AOAEAT O O1 OOA OEA «xI
electronic equipment, a consumer seeing VIRGIN used in two different stareelling
such equipment will likely assume that the stores are related.

[23] Plaintiff's VIRGIN mark was also famous. The mark had been employed
with world -wide recognition as the mark of an airline and as themark for
megastores selling music recordings and consumer electronic equipment. The fame
of the mark increased the likelihood that consumers seeing defendants' shops
selling telephones under the mark VIRGIN would assume incorrectly that
defendants' shopswere a part of plaintiff's organization.See Lois Sportswear, U.S.A.,
Inc. v. Levi Strauss & C@99 F.2d 867, 873 (2d Cir.1986).

[24] There can be no doubt that plaintiff's VIRGIN mark, as used on consumer
electronic equipment, is a strong mark, as the district court found. It is entitled as
such to a broad scope of protection, precisely because the use of the mark by others
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in connection with stores selling reasonably closely related merchandise would
inevitably have a high likelihood of causing consumer confusion.

[25] Similarity of marks.When the secondary user's mark is not identical but
merely similar to the plaintiffs mark, it is important to assess the degre of
similarity between them in assessing the likelihood that consumers will be
confused.See McGregpb99 F.2d at 1133. Plaintiff's and defendants' marks were
not merely similar; they were identical to the extent that both consisted of the same
x T OABNOQ@ES 86

[26] The district court believed this factor did not favor plaintiff because it
found some differences in appearance. Defendants' logo used a differappeface
and different colors from plaintiff's. While those are indeed differences, they are
quite minor in relation to the fact that the name being used as a trademark was the
same in each case.

[27] Advertisement and consumer experience of a mark do not nessarily
transmit all of the mark's features. Plaintiff, for example, advertised its Virgin
Megastores on the radio. A consumer who heard those advertisements and then saw
the deferdants' installation using the name VIRGIN would have no way of knowing
that the two trademarks looked different. See Sports Auth., Inc. v. Prime Hospitality
Corp,89 F.3d 955, 962 (2d Cir.1996). A consumer who had visited one of plaintiff's
Virgin Megastores and remembered the name would not necessarily remember the
typeface andcolor of plaintiff's mark. The reputation of a mark also spreads by word
of mouth among consumers. One consumer who hears from others about their
experience with Virgin stores and then encounters defendants' Virgin store will
have no way knowing of the diferences in typefaceSee Hills Bros. Coffee, Inc. v. Hills
Supemarkets, Inc,428 F.2d 379, 381 (2d Cir.1970)ger curiam).

[28] In view of the fact that defendants used the same name as plaintiff, we
conclude the defendants' mark was sufficiently similar to plaintiff's to increase the
likelihood of confusion. This factor favored the plaintiff as a matter of law. We
conclude that the district court erred in concluding otherwise on the basis of
comparatively trivial and often irrelevant differences.

[29] Proximity of the products and likelihood of bridging the gaphe next factor
is the proximity of the products being sold by plaintiff and defendant under identical
(or similar) marks. See Arrow Fastenef9 F.3d at 396. This factor has an obvious
bearing on the likelihood of confusion. When the two users of a mark are operating
in completely different areas of commerce, consumers are less likely to assume that
their similarly branded products come from the same source. In contrast, the closer
the secondary user's goods are to those the consumer has seen marketed under the
prior user's brand, the more likely that the consumer will mistakenly assume a
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common source.See Cadbury Beverages, Inc. v. Cott Corf F.3d 474, 48081 (2d
Cir.1996).

[30] While plaintiff had not sold telephones or telephone service prior to
defendant's registration evincing intent to sell those itens, plaintiff had sold quite
similar items of consumer electronic equipment. These included computer video
game sytems, portable cassetteape players, compact disc players, MP3 players,
mini-disc players, and disposable cameras. Like telephones, many loése are small
consumer electronic gadgets making use of computerized audio communication.
They are sold in the same channels of commerce. Consumers would have a high
expectation of finding telephones, portable CD players, and computerized video
game systens in the same stores. We think the proximity in commerce of telephones
to CD players substantially advanced the risk that consumer confusion would occur
when both were sold by different merchants under the same trade name, VIRGIN.

[31] Our classicPolaroid test further protects a trademark owner by examining
the likelihood that, even if the plaintiff's products were not so close to the
defendants' when the defendant began to market them, there was already a
likelihood that plaintiff would in the reasonably near future begin selling those
products. See Cadbury Beverages3 F.3d at 482. VEL's claim of proximity was
further strengthened in this regard because, as the district court expressly found,
OPl AT O tohAnlilatdd Afdk VEL] to enter [the market for telecommunications
DOl AOAOO AT A OAOOGEAAOY OEI OOl U ET OEA
telephone service in Egland which would operate in the United States, and, as the
district court found, had made plans to sell telephones and wireless telephone
service under the VIRGIN name from its retail stores.

[32] The district court, nonetheless, found in favor of the defendants with
respect to the proximity of products and services. We would ordinarily give
considerable dderence to a factual finding on this issue. Here, however, we cannot
do so because it appears the district court applied the wrong test. The court did not
assess theproximity of defendants' VIRGIN-branded retail stores selling telephone
products to plaintiffs VIRGINbranded retail stores selling other consumer
electronic products. It simply concluded that, because defendants were selling
exclusively telephone products and services, and plainfi§ electronic products did
not include telephones or related services, the defendants must prevail as to the
proximity factor.

[33] This represents a considerable misunderstanding of thPolaroid test. The
famous list of factors of likely pertinence in assessing likelihood of confusion in
Polaroid was specially designed for a case like this one, in which the secondary user
is not in direct competition with the prior user, but is selling a somewhat different
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product or service. InPolaroid, the plaintiff sold optical and camera equipment,
while the defendant sold electronic apparatus. The test the court discussed was
AZPDOAOGOI U AAAOAOOAA OI OEA pOI Al Al OEI x Z£EAO A
with r espect togoodsother than those to which its owner has applieddt. ¢ yx &8c¢A AO
495 (emphasis added);see also Arrow Fastengs9 F.3d at 396 (noting that products
need not actually compete with each other). The very fact that the test includes the
OPOIli@Ed ekniiti@e>defendant's products and the plaintiff's and the likelihood
OEAO OEA bl AET OEZEZLZ xEI 1 OAOEACA OEA CADPS6 1 AEA
not lose, as the district court concluded, merely because it has not previously sold
the precise good orservice sold by the secondary user.
[34] In our view, had the district court employed the proper test of proximity, it
could not have failed to find a high degree of proximity as between plaintiff VEL's
prior sales of consumer electronic audio equipment and defendants' subsequent
sales of telephones and telephone services, which proximity would certainly
contribute to likelihood of consumer confusion. And plaintiff was all the more
entitled to a finding in its favor in respect of these matters by virtue of the fact,
which the district court did find, that at the time defendants began using the VIRGIN
mark in the retail sale of telephones and telephone services, plaintiff already had
plans to bridge the gap by exanding its sales of consumer electronic equipment to
include sales of those very goods and services in the near future. Consumer
confusion was more than likely; it was virtually inevitable.
[35] Actual confusia. It is self-evident that the existence of actual consumer
confusion indicates a likelihood of consumer confusionNabiscq 191 F.3d at 228.
7R EAOA OEAOAAEI OA AAAT AA AOGEAAT AA 1T &£ AAOOAI A
the inquiry. Streetwise Mapsl59 F.3d at 745.
[36] Plaintiff submitted to the district court an affidavit of a former employee of
defendant CelNet, who worked at a mall kiosk branded as Virgin Wireless, which
stated that individuals used toask him if the kiosk was affiliated with plaintiff's
VIRGIN stores. The district court correctly concluded that this evidence weighed in
plaintiff's favor.
[37] Sophistication of consumer3he degree of sophiscation of consumers can
have an important bearing on likelihood of confusion. Where the purchasers of a
products are highly trained professionals, they know the market and are less likely
than untrained consumers to be misled or confused by the similagtof different
i AOEO8 4EA AEOOOEAO Al OOO OAAI Ci EUAA OEAO Orf
catered to by both the defendants and [plaintiff], are not expected to exercise the
same degree of care as professional buyers, who are expected to have greater
powers of discriminaOQET 186 /1 OEA T OEAO EATAh EO 1T AOGAOOAA
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telephones and the service plans were likely to give greater care than ssHrvice
customers in a sipermarket. Noting that neither side had submitted evidence on the
sophistication of consumers, the court made no finding favoring either side. We
agree that the sophstication factor is neutral in this case.

[38] Bad faith and the quality of the defendants' services or produ@iso factors
remain of the conventionalPolaroidtest: the existence of bad faith on the part of the
secondary user and the quality of the secondary user's products or services.
Polaroid, 287 F.2d at 495. Neither factor is of high relevance to the issue of
likelihood of confusion. A finding that a party acted in bad faith can affect the court's
choice of remedy or can tip the balance where questions are close. It does not bear
directly on whether consumers are likely to be confusedsee TCPIR44 F.3d at D2.
The district court noted some evidence of bad faith on the defendants' part, but
because the evidence on the issue was scant and equivocal, the court concluded that
suchafidET ¢ OAO OEEO OOACA +x1 01 A AAYy OPAAOI AOEOA
this factor favored neither party.

[39] The issue of the quality of the secondary user's product goes more to the
harm that confusion can cause the plaintiffs mark and reputation than to the
likelihood of confusion. See Arrow Fasteneb9 F.3d at 398 (noting that first user's
reputation may be harmed if secondary user's goods are of poor quality). In any
AOGAT bh OEA AEOOOEAO Ai 60O &I 60T A OEEO Z£AAOI O OI
confusion.

*k k k% %

[40] In summary we conclude that of the sixPolaroid factors that pertain
directly to the likelihood of consumer confusion, all but one favor the plaintiff, and
that one? sophistication of consumers is neutral. The plaintiff is strongly favored
by the strength of its mark, both inherent and acquired; the similarity of the marks;
the proximity of the products and services; the likelihood that plaintiff would bridge
the gap; and the existence of actual confusi. None of the factors favors the
defendant. The remaining factors were found to be neutral. Although we do not
suggest that likelihood of confusion may be properly determined simply by the
number of factors in one party's favor, the overall assessment ithis case in our
view admits only of a finding in plaintiff's favor that defendants' sale of telephones
and telephonerelated services under the VIRGIN mark was likely to cause
substantial consumer confusion.

[41] One issue remains. Defendants argue that plaintiff should be barred by
laches from seeking injunctive relief. They contend that because of plaintiff's delay
after learning of the defendants' applications to register the VIRGIN marks, they
expended corsiderable sums and developed goodwill in their use of the VIRGIN
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marks before plaintiff brought suit. Because the district court ruled in the
defendants' favor it made no express finding on the issue of laches. But the district
court explicitly found that plaintiff first learned of defendants' use of the name
VIRGIN in commerce only two days before plaintiff instituted this suit. Given that
finding, plaintiff could not be chargeable with laches.

[42] We concludethat, as a matter of law, plaintiff demonstrated irreparable
harm and likelihood of success on the merits and was entitled to a preliminary
injunction.

CONCLUSION
REVERSED and REMANDED.

Questions and Comments

1. The Abercrombie Spectrum In its discusion of inherent distinctiveness, the
court divides the Abercrombie spectrum into inherently and norrinherently
AEOOET A OHRAInqlinA dsknguishe®between, on the one hand, inherently
distinctive marks? marks that are arbitrary or fanciful in relation to the products
(or services) on which they are used and, on the other hand, marks that are
CAT AOGEAh AAOGAOEDOEOA 10 OOCCAOOEOA AO O1 OEIT O/
division?
Later in the opinion, the court refers to the Virgin mark asOA OAEOOAOU AT A
AAT AEZAOI 86 3 ET Ol AbercrofbieCatedoAcd asinBidtidydishable for
purposes of the inherent distinctiveness analysis? Why might we seek to accord a
greater scope of protection to fanciful marks than to arbitrary marks?
2. Are All Factors Equally Important?n order to prevail in the overall likelihood
of confusion multifactor test, must a plaintiff win all of the factors, a majority of
them, some of them? Is the outcome of any particular factor necessary or sufficient
to trigger a particular overall test outcome?
Empirical work offers some insight into these questionsSeeBarton Beebe,An
Empirical Study of the Multifactor Tests for Trademark Infringemer@4 CALIF. L. REV.
puoyPp jecmmoeds8 4EA sudedst thadibeOplaidith EndsA Wik ke
similarity factor in order to win the overall test. Of the 192 preliminary injunction
and bench trial opinions studied, 65 opinions found that the marks were not similar,
and each of these 65 opinions found in favor of the defeadt in the overall
likelihood of confusion test. Notwithstanding theVirgin AT 00086 0 AOOAOOEI T OEA
ET OAT O EAAOI O EO 110 O £ EECE OAlI AOGAT AA6 AT A
NOAOOEI 1T O AOA AiT 6Aho OEA OOOAUtenAfacdi OOCCAOOO

Part Il 54

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20



Beebe- Trademark Law: An OpenrSource Casebook

correlates very strongly with the outcome of the overall test. Sixtgeven of the 192
preliminary injunction and bench trial opinions found that the intent factor favored
the plaintiff. Of these 67 opinions, 65 found in favor of the plaintiffi the overall test
(and in the two outlying opinions, the court found that the similarity factor favored
the defendant). Overall, across the circuits, five core factors appear to drive the
outcome of the likelihood of confusion test. In order of importancethese factors are
OEA OEIEI AOEOU 1T &£ OEA 1 AOEOh OEA AAZEAT AAT 080
AGEAAT AA 1T &£ AAOOGAT AT 1T £ZO0OCET T h AT A OEA OOOAT COE
factors appear, in practice, to be largely irrelevant to the outcomeaf the test.
3. Why Should Strong Marks Receive More Protecticif?e conventional
rationale for according a greater scope of protection to strong marks is that, due to
their notoriety, they are more easily called to mind by similar marksSeeJacob
Jacoby The Psychological Foundations of Trademark Law: Secondary Meaning,
Genericism, Fame, Confusion and Diluti®1 TRADEMARKREP. 1013, 103842 (2001).
"O0O0 OEIT OI AT60O O0060iIT ¢ i AOEO AAOOAI T U OANOEOA 1.
of COKE Having been egosed to the COKE mark countless times througtout their
lives, are American consumers more or less likely to detect slight differences
between the cokemark and other similar marks? Some foreign courts have had the
temerity to suggest that exceptionallystrong marks are less likely to be confused
with other marks. See, e.gBaywatch Production Co. Inc. v The Home Video Channel
High Court of Justice, Chancery Division, 31 July 1996 (Crystal J.) (citBSF Plc v
CEP (UK) Plc(Knox J.), 16 October 1995) Uprise Product Yugen Kaisha v.
Commissioner of Japan Patent Offiddeisei 22 (gyeke) 10274 Intellectual Property
High Court of Japan (2010).
4. Sophistication of the Relevant Consumer€ours assess the likelihood of
AT 1T EOCETT AU OHAT OOAADITIOOAIAD BHE OEA CciT AO 10
Consumers of more expensive or more technically sophisticated goods are
understood to exercise greater care in their purchasing decisions, and thus to be
comparatively less likely to be confused.See e.g Heartsprings, Inc. v. Heartspring,
Inc., 143 F.3d 550, 557 (10th Cir. 1998) (finding that consumers would not likely
AT T £AO0O0A A A AA HeARRdIPONGOr al rdsiddhtial school for physically
AEOAAT AA AEEI AOAT HEARESERINGED Iprinted rMinkeWBKEGedrhiig A O E
children to resolve conflicts nonOET I AT 01 U xEAOA OOEOQOEIT &I O A2
ranged from $90,000 to $150,000 per year).
A recent Canadian case captured this aspect of consumer sophistication doctrine
quite memorably. In Atomic Energy of Canada Limited v. Areva NP Canada L2009
&# wym jc¢cnnwdh OEA DI (dhénn Odiofan tieidhd asks OOUI EUAA
trademark for services relating to the design and construction of nuclear reactors
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while the defendant also used a sty E U A &howin! bélow on the left)in connection

xEOE OEA OAIT A T &£ 1T O0AT AAO OAAAOI O PAOOO AT A AT
bl AET OE ££6 OY A @b A O-&@miatioi thadt thd rdledapticdnsutérs A OT OO

would not be confused into purchasingd EA x O 1T ¢ 1 OM.IalffA0CitodA AAOT 086

%l C1l EOE AAOA 1 Axh OEA AT 000 OAAI Ci EUAA OEAO
confusion would be to a very small, unobservant section of society; or as Foster J.

put it recently, if the only personwhowod A AA [ EOTI AA xAO 1d Oi 1T O1 1 EI
AO acquys -08 *OO0OEAA :ETT AAAAAd O)1 OEEO ElT AGC
AT 1T £#O0GAA EO ET OOAAWHAEAT O O1 4&AET A Al 1 £ZOOEI T 806

L]

g
’

Are relatively poor individuals less sophisticated consumers and thus mme
easily confused? One S.D.N.Y. judge seemed to think s& S®hieffelin & Co. v. The
Jack Cg 1994 WL 144884 at *55S.D.N.Y1994) j Even if some of the prospective
purchasers of Dom Perignon are from low income groups, and are therefore less
sophisticated shoppers than wealthier purchasers,.8 6 48 ! I AOAO AT 00O
exception to the Shieffelin# 1T OO0 08 O A GORekdIOIRtérd. 8td. 8. -Kart
Corp, 849 F.Supp. 252,268 (S.D.N.Y1994) j O hedc®urt expressly disagrees with
this statement'simplication that there is a direct relationship between income and
consumer intelligence. Careless shopping habits are not a necessary-pyoduct of a
low income6 (8

5. What About the Interests of Consumers Who Atet Confused?n Michael
Grynberg, Trademark Litigation as Consumer ConflicB3 N.Y.U.L. REv. 60 (2008),
Grynbergargues

Trademark litigation typically unfolds as a battle between competing

sellers who argue over whether the defendant's conduct is likely to

confuse consumers. This is an uniiafight. In the traditional narrative,

the plaintiff defends her trademark while simultaneously protecting

consumers at risk for confusion. The defendant, relatively speaking,

OO0AT AOG Al T1 A8 4dgdnstiOADD] OBT QUIOBIxA CEOAO OEI
shrift to the interests of nonconfused consumers who may have a stake

in the defendant's conduct. As a result, courts are too receptive to

nontraditional trademark claims where the case for consumer harm is

guestionable. Better outcomes are available by appreciatingademark
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litigation's parallel status as a conflict between consumers. This view
treats junior and senior trademark users as proxies for different
consumer classes and recognizes that remedying likely confusion
among one group of consumers may cause harto others. Focusing on
the interests of benefited and harmed consumers also minimizes the
excessive weight given to moral rhetoric in adjudicating trademark
cases. Consideration of trademark's consumesonflict dimension is
therefore a useful device for ctiquing trademark's expansion and
assessing future doctrinal developments.
Id. at 60. Should courts be more solicitous of the interests of sophisticated
consumers who are in fact not confused and may benefit from the information
provided by the defendant O AT T AOAOe

6. Is It Necessary for Courts Explicitly to Consider Each Faciisrict courts
AOA CAT AOAT T U OANOGEOAA Agbl EAEOI U O AAAOAOGO A
multifactor test. If a factor is irrelevant, the court must explain wly. Failure to do so
can result in remand. See, for exampl&abinsa Corp. v. Creative Compoungd9
F.3d 175(3d Cir. 2010), which reviewed a district court opinion that addressed only
three of the tenLapp factors used by the Third Circuit. The Third Cauit explained:

Or 7YEET A EO EO OOOA OEAO A Apndpfadoséae AT 000 | AU
inapplicable or unhelpful in a particular case, the court must still explain its choice

not to employ those factors. Here, the District Court failed texplain whether it

viewed these remaining factors as neutral or irrelevant or how it weighed and

AAT AT AAA OEA ATdsAERIOA Ap yBEBA O EOOBEHI ¢ OEAO OEA A
O1 A E ODbi@,Ghk Arird Circuit declined to remand. Instead, it considereeach of

the ten Lappfactors and reversed.

7. A Two-DimensionalModel of Trademark Scope Trademark lawyers typically
OPAAE 1T &£ OOAAATI AOEO ET Oxi rAfDEAODOEADOG A
O O A A A iade@Enhar@ware, but not for bandages 6From this we can derive a
simple two-dimensional model of trademark infringement, as in the figure below.
SeeBarton Beebe, The Semiotic Analysis of Trademark Lawl UCLAL. Rev. 621,

654-655 (2004) This model conceives of any given trademark as formg a point in

a two-dimensional features space consisting of a trademark dimension and a
goods/services dimension. The trademark dimension consists of a collapsed, ene
dimensional continuum of all possible marks arranged according to similarities of
OO0iIAGN OECEOR AT A 1T AATETC80 4EA CITAOTOAOOGEAAD
one-dimensional continuum of all possible goods and services arranged according to

their degree of similarity.

O«
o
m
o
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Distance in this features space is a measure of two conceptsrst distance is a
measure of difference. The distance between any two points represents the degree
of difference between them. Second, and related, distance is a measure of the
likelihood of consumer confusion. The closer two points are in features ape, the
greater the proportion of consumers in the relevant consumer population who will
likely confuse them.

As we have seen, in order to prevent consumer confusion as to source,
trademark law invests a trademarkproduct combination with some broader scpe
of protection extending out from the point the combination forms in this features
space. Otherwise, a competitor could come very near to that point, as siqut, BASS
or (ale,Bos$ in the above figure and, by confusing some proportion of consumers a
to source, unfairly appropriate as to those consumers the goodwill of theassale
brand. 4 EA Al 1T OAO Atradérfxrkipioddct éd@ina@tdrOcomes to the
trademark-product combination of a senior user, the greater the proportion of

consumerswhowi 1 AT 1T £#O0O0A OEA EOT ET 080 xEOE OEA OAT EI

OEA OATEI 060 OOAh OOAAAI AOE 1 Ax AAAI AOAO OEAO

or will be confused, and establishes a border, a property line, inside of which no

competitor may come This border, enveloping any given trademark, describes the

OAT PA 1T £ OGEAO OOAAAI AOEBO POIT OAAOGEITT AT A OEA A
For exceptionally weltET T x1 | AOEOh xEAO [T ECEO AA OEA OE

scope in this features space? Wddi it matter where the mark falls on the
Abercrombiespectrum? What would be the shape of the scope of protection for
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COCACOLAR Can any other firm reasonably use that mark on any other good or
service? What would be the shape of the scoperifRDfor automobiles or APPLEfor
high technology goods and services?

3. Survey Evidence and the Likelihood of Confusion

It is often said that survey evidence is routinely submitted in trademark
litigation, particularly on the issue of consumer confusion. In a atement before
Congress, the American Bar Association offered a typical expression of this view:
OO0O00AU AOGEAAT AA EO OOAAEOEITAIITU TTA 1T&£ OEA
most informative forms of trial evidence that trademark lawyers utilize in bah
DOl OAAOGOET ¢ AT A AAEAT AET C ACAET Cdnmiet®@ AAAT AOE A
Print to Amend the Federal Trademark Dilution Act: Hearing Before the Subcomm. on
Courts, the Internet, and Intellectual Property of the Comm. on the Judiciaf8th
Cong. 14 (2004) (statement of Robert W. Sacoff, Chair, Section of Intellectual
Property Law, American Bar Association). In fact, empirical work suggests that
survey evidence plays a surprisingly small role in decidingnost trademark cases.
See Barton Beebe, An Hnpirical Study of the Multifactor Tests for Trademark
Infringement, 94 CALIF. L. REV. 1581, 164142 (2006). The author studied allfederal
court opinions applying a likelihood of confusion multifactor test over a fiveyear
period from 2000 to 2004 and fourd that only 65 (20%) of the 331 opinions
addressed survey evidence, 34 (10%) credited the survey evidence, and 24 (7%)
ultimately ruled in favor of the outcome that the credited survey evidence itself
favored. Eleven (24%) of the 46 bench trial opinions adfessed survey evidence
(with eight crediting it), while 24 (16%) of the 146 preliminary injunction opinions
addressed survey evidence (with 12 crediting it)ld. See als@&obert C. Bird & Joel H.
Steckel, The Role of Consumer Surveys in Trademark Infengent: Empirical
Evidence from the Federal Court$4 PENN. J.Bus L. 1013 (2012) (finding that survey
AGEAAT AA EO EIT £ZOANOAT 01T U OOAA ET OOAAAI AOE 1 E(
submission of a survey by a defendant appears to help its case, wha plaintiff-
OOAI EOOAA OOOOGAU AAT DI OAT OEAT T U Bubeed EOO AAOA
Dan Sarel & Howard Marmorstein,The Effect of Consumer Surveys and Actual
Confusion Evidence in Trademark Litigation: An Empirical Assessm@aT RADEMARK
ReP. 1416 (2009) (finding survey evidence presented in onghird of the opinions
studied and that survey evidence had a substantial impact in cases involving
dissimilar goods).Cf Shari Seidman Diamond & David Franklyd,rademark Surveys:
An Undulatirg Path 92 TExAasL. REv. __ (forthcoming 2014) (concluding based on a
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survey of trademark practitioners that surveys can perform a significant role in
settlement negotiations).

Nevertheless, in the small subset ofrademark cases involving high-stakes
liti gation or one or more wellfunded parties, survey evidence is customary, so
i OAE O1 OEAO Ai 6OOO xEI1 OI i AGEIi AG AOAx Al OAZ
failing to present it. See, e.gEagle Snacks, Inc. v. Nabisco Brands, Inc., 625 F. Supp.
571,500 § $8.8*8 pwypuvq j OKAEI OOA T £ A OOAAAI AOE |
claims of brand significance and/or likelihood of confusion, where it has the
financial means of doing so, may give rise to the inference that the contents of the
survey would bA  OT £AOT OAAT Ah AT A 1T AU OAOMisé, ET OEA Al
e.g, Tools USA and Equipment Co. v. Champ Frame Straightening Equipment Inc., 87
&80dA @uth o¢ep jtTtOE #EO8 pwweq j O AOOAT Al 1T A£OC
evidence, but contrary { r AAEAT AAT 060y OOCCAOOETI T h OOOO0OA
necessarily the best evidence of actual confusion and surveys are not required to
PDOl OA T EEATEEITA T &£ A1 £O00ET 18608

7EAT 1 EOQOECAT OO Al DPOAOGAT O OOOOAU AOGEAAT AAh A
be painstaking, especially when the litigants present dueling survey expertdn the
following opinion, Smith v. WalMart Stores, Ing 537 F.Supp.2d 1302 (N.D.Ga. 2008),
the declaratory plaintiff Charles Smith sought to criticize Wat AOO8 O AAEEAAO 11
American ommunities and workers by likening the retailer to the Nazi regime and,
after Wal-Mart sent Smith two cease and desist letters, to Al Qaeda. In patrticular,
Smith created and sold online through CafePress.com-shirts and other
merchandise incorporating theOA OI O7 AT 1T AAOOOG6 ATl GhoAOET OO . AU
below) 1 O OEA GAONA AB7 Adub HogadsAaddE images (shown below).
Wal-Mart produced survey evidence to support the proposition that American
consumers would believe that WalMart was selling the t-shirts or had otherwise
AOOET OEUAA OEAEO OAI Anh T O OEAO E+ AAD&O AAOAN
OOAAAI AOESB %PAAOPOAA AAlT T x EO *OACA 4EiT OEU
AT AT UOEO T &£ OEA OOOOGAUO AAE OAOCBEI hAKkEEAPEEROG A
factor of the multifactor test for the likelihood of consumer confusion. The analysis
is lengthy and very detailed, but it is one with which a serious student of trademark
litigation should be familiar.

A few additional preliminary commerts. First, the surveys at issueare modified
forms of the &Eveready£l O AO6 &£ O 1 EEATEEITTA T &£ AT 1T £O0CET 1
Union Carbide Corp. v. Ev&eady, In¢.531 F.2d 366(7th Cir. 1976), in which the
Seventh Circuit credited two surveys as strong evidence of the likelihood of
confusion.j . T OxEOEOOAT AET ¢ -DAARAAODAET EOEA T /A BDOBDIAIO 1 A
iT00 ATii AT OAOT OOh ET Al OAET ¢ - A# Awedyh OAEAO O
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Al Ol ATBe3sbir@eys presented their respondentsc EOE OEA AAZEAT AAT 080 bC
AT A AOCGEAAR ET AOOAT AAn O7ET Al Ui O6;0EETE bpOO
O7EAO 1 AEAO Qi O0DBEEDE OAeédA AT U 1T OEAO DPOI ABADGO
AT TAAOT xEEAE DPOOO 100 OEA ridiakzBA1SkdNAO6 O DOT A
the excerpt below addresses, in addition to the likelihood of confusion issue, a cause
of action for dilution by tarnishment of Wak- AOO8 O | AOES 7A xEIl AAAO
more fully in Part 11.C.

In reading through the excerpt, considerite following question:

1 Do you find the Evereadyformat persuasive? How else might you design a

likelihood of confusion survey?

T 4EA OOEEOA OAO 1T £ RNODREIOEA 1006 &EAOGEAC OAODAX

as to authorization or sponsorship, asked whetherBE A AT I PAT U OEAO ObO

008 OEA OEEOO T AAAAA PAOI EOOEITT &EOIT ATTO

EEAE Al i PAT U8HS )y O OEEO Al ADPDPOI POEAOA 00O
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A Appendix B: Challenged Wal-Qaeda Images
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Smith v. Wal-Mart Stores, Inc.
537 F.Supp.2d 1302 (N.D.Ga. 2008)

Timothy C.Batten, Sr., District Judge:
8

Il. Analysis

C. Trademark Infringement, Unfair Competition, Cybersquatting and Deceptive
Trade Practices Claims

1. Actual Confusion

[1] Proof of actual confusionis considered the best evidence of likelihood of
confusion. Rotg2 I T OAO #1 OEBR3 F2& 44/ 4K46A(Bth Rir.1975). A
claimant may present anecdotal evidence of marketplace confusion, and surveys,
when appropriately and accurately conducted and reported, are also widely and
routinely accepted as probative of actual confusionSee, e.gAmBrit, Inc. v. Kraft,
Inc., 812 F.2d 1531, 1544 (11th Cir.1986)(considering the proffered survey but
giving it little weight); SunAmerica Corp. v. Sun Life Assurance Co. of Cag&@a,
F.Supp. 1559, 1576 (N.D.Ga.1994jiewing the proffered survey as confirmation of
consistent anecdotal evidence).

[2] WalzMart concedes that it has no marketplace evidence of actual consumer
confusion. Instead, it presents two consumer research studies mducted by Dr.
Jacob Jacoby that purport to prove that consumer confusion and damage to ¥al
-A0OOG6O OAPOOAOGEITT AOA 1T EEAI US

a. The Jacoby Report

[3] Jacoby developed two surveys for WaMart that both purported to measure
consumer confusion and dilution by tarnishment. Specifically, the stated objectives
I £/ OEA OAOAAOAE xAOA jpq 041 AARAOAOIETA xEAOEA
AT T £Z071 1 OAA xEOE | AOAEAT AEOA AAAO& Vvigthe- O8 31 EOES
Internet, prospective consumers would be confused into believing that these items
either came from WagMart, came from a firm affiliated with WakMart, or had been
authorized by Wak- AOOhdé AT A jc¢q 041 AAOAOI Ednh xEAOEAO |

Aoabl OOOA O1 -08 31 EOE8O0 AAOCECI O xi 01 A CAT AOAOA
4 $AAT ETC EO Ei POAAOGEAAT O1 OAOGO All 1T & 31EO
test two products as representative oAl 1 T £ 31 EOE80O Al 1 ACAAI U ET £0

the white tOEEOO xEOE OEA x1 OA O7! ,¢/ #!'53406 EI Al &6/
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clutching a yellow smiley face, and another white-shirt that depicted the word
O071z1!' %$! 6 ET A Al OA & 1T O URPORTBDUR ORODRE. OEA DPEO
BOYCOTT WAL ! %$! 80

51 (A Al 01 OAOGOAA Ai1 001 A0 OAAAOGETIT O OI OAITO
to consumer responses to the Walocaust and Wd)aeda designs. To develop the
control for the Walocaust design, Jacoby replaced the star with a hyphen and
removed the smiley face from the yellow circle, and for both the Walocaust and
Walzl AAAA AT 1 0011 6h EA OOAOOEOOOAA O:06 &£ O 078
control concepts entitledO: -A A A O O O 6 z1 ATAS AB:6A 1

[6] Jacoby engaged a market research firm to test each of thehirt designs in
ipqQ A OPOiI AOADOSE OO0 Apurcttase@dnfusioA @nd @rhishdehtd O £ O D1l C
and ¢cq A OxAAOEOAG OOOAU Eof-ald icdhtbison & OA OO A&l
tarnishment.t

[7] The market research company conducted the studies in a malfitercept
£l O AG8 4EA AT i DPAT U pmdoacd pcopleAdd &pfedréd toxde O1 A A
thirteen years old or older and ask a series of screening questioAd.0 qualify for
either survey, the respondent was required to be at least thirteen years cicand
must have in the past year bought, or would in the comg year consider buying,
bumper stickers, tshirts or coffee mugs with words, symbols or designs on them. To
NOAI EAU &£ O OEA OxAAOEOAG OOOAUR OEA OAODPI T AAI
in the past month to search for information about products orservices and (2)
either (a) in the past year used the Internet to buy or to search for information
about bumper stickers, tshirts or coffee mugs with words, symbols or designs on

them, or (b) in the coming year would consider buying over the Internet bumgr

1 This resulted in eight test cells:

Test cells Control cells
Post-purchase Walsrocaust Wal-Qaeda Zal-ocaust Zal-Qaeda
confusion/tarnishment t-shirt t-shirt t-shirt t-shirt
Point-of-sale Walkocaust Wal-Qaeda Zal-ocaust Zal-Qaeda
confusion/tarnishment website website website website

2 The research company conducted the surveys in malls in Trumbull,
Connecticut; Philadelphia, Pennsylvania; Youngstown, Ohio; Chicago Riddmois;
Louisville, Kentucky; San Antonio, Texas; Colorado Springs, Colorado; and
Northridge, California. The website survey was also conducted in Portland, Oregon.

3 Because CafePress allowed only consumers over the age of thirteen to
purchase from itssite, Jacoby similarly limited his universe of respondents.
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stickers, tshirts or coffee mugs with words, symbols or designs on themlf the
respondent met the qualifications, he or she was asked to go with the researcher to
OEA T AIT160 AT AIT OAA EimbdelneBidwsET ¢ AAAEI EOU &I O
8]&1T O OEA OPOI AOAOO6 OOOAUh OEA ET OAOOEAXxAOQO
of the four t-shirts described above and asked the respondent to imagine seeing
someone wearing the shirt. The interviewer then asked series of questions.
[9] The first three sets of questions were designed to test for consumer
Al 1T £O00CET 18 4EA ET OAOOEAXxAOO xAOA AEOAAOAA Oi
AT 1 £O0CET T 6 NOADDET 0D AAROAHEARE OAODI TAAT O AT OxA
-AOOho6 091 O1 cAMIOONHE Gal IxEERE AAOA OEA ET OAOOGEA
answer, skip the remaining confusion questions, and go directly to the tarnishment

guestions.
[10] In the consumer confusion series, the first set of questions tested for
Al 1T £EOOCETT AO OiF O1 OOAA8 4EA ET ORAOOEAXxAO x1 OI A

OAOPT T AAT O OET OCEO OPOO 1 6066 OEA pdga OOh AT A E,
store, the interviewer then asked what about the shirt made the respondent think

OEA OEEOO xAO OPOO 106066 AU OEAO ATiI PATU 1T 0 00i
dealt with confusion as to connection or relationship, asked the respondent whethe

OEA ATIPATU T O OO0 OA OEAO OPOO 1006 OEA OEEO(
OAl AGET 1 OEEDP xEOE AT 1 OEAO AlTipPAT U6 AT A EZ£ Ol nh

was then asked why he or she believed the companies had a business connection or

relationship. A third set of questions, aimed at testing for confusion as to

AOOET OEUAOQEIT T 0O OPiI 101 OOEEPh AOEAA xEAOEAO O
needed permission from another company to do so, and if so, which company.

(11 &ET Al 1T Uh EAZ OEA OAODPITAAT O RAAOGHAO UAO ¢/
091 OT CAT T ¢-AB00m 160 M U T £ OEA EEOOO OEOAA OAOGO
OEAT AOEAA xEAO OEA OEEOO i AAA EEI of O EAO OOE
001 OA6 OEA OEEOO AOI OCEO O 1 ETAS

4 Respondents who worked at an advertising agency, a market research firm or
a business located in the mall (or had an immediate family member who did) were
excluded, as were people who normallyore eyeglasses or contact lenses but were
not wearing them at the time of the screening.

5 The screening questionnaire provided to the Court indicates that the
respondents who then participated in the surveys were given a monetary reward.
. AEOE A O repolt Rdr Any 6fGhe supporting survey documents disclosed the
amount of the reward.
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[12] The fifth set of questions, which tested for dilution by tarnishment, were
asked in reference to any company or store the respondent mentioned in his or her
answers to the first four sets of questions. The first question asked whether seeing
the shirt made the respondent more or less likely to shop at the store he or she had
named, and the second question asked whether the perceived association with the
store made the respondent more or less likely to buy the shirt.

[13] The interviews for the website study were much like those for the product
study, except that instead of being shown the actual shirts, thespondents were
Agbl OAA O A OEIi O1 AGEITT 1 &£ 31 EOEG@edaAl 1 AAOOO
CafePress homepage or the associated control homep#&gdn each of the
simulations, all of the hyperlinks were removed from the homepages except for the
one hyperlink associated with the tshirt that Jacoby had decided to test.

[14] Jacoby directed the interviewers to begin each website interview by
providing a URL to the respondent and asking the respondémo imagine that the
URL was a search term the respondent had heard or seen somewhere and wanted to
look up on the Internet. The interviewer would then have the respondent sit at a
computer and type the URL into the browser. The URL would take the respaem to
the simulated home page for testing.

[15] The interviewer would then direct the respondent to look at the screen

AT A OAOTT1 Aix1 OEA DPACA OAO +fEA 1 e OEAY 11 Oi
firstt-OEEOO 11 OEA OAOAAT 8 4EA OAODPITAAT O xAO OE,
1 AOCAOd Aig ATA TTTE AO OEA OEEOO AO OEI OGCE E/
AT 1 OEAAOET ¢ xEAOEAO 1O 1710 OiF 1 OAAO EO888860

respondent exactly the same series of questions posed in the product study,
including the same skip pattern to be applied in the event that the respondent
mentioned Sears, Wg- AOOh 91 O1 CaMhrt ih Aedpnseltdany+of the
consumer confusion questions.
6]y 1 1T OAAO OI AA OAIT 1 EAA AO OAT 1T £FOOAARo6 OEA
First, the respondent had to indicate either that the shirt came from WaMart (first
confusion series), came from aampany that had some business connection or
relationship with WalzMart (second confusion series), or came from a source that
required or obtained permission from WakMart (third confusion series). Second,
the respondent had to indicate that his or her reasn for that understanding was
AEOEAO AAAAOOA 1T &£ OEA DPOAZEZE@® O7Ail hoe OEA 1TAI A |
OO0AO0 AEOAO OEA POAZE® O7AlI 86 4EOORh A OAODITA

6 The simulations were reproduced on a compact disc; the respondents did not

OEAx 31 EOE8O AAOOAT xAA DPACAO 11 OEA )1 OAOT AOS
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connection between WatMart and the tshirt that he or she wasshown but who did
T1T6 1TATOEIT OEA POAZE@® O7Ail hoe OEA T1TAIA
xI O1T A 116 AA Al O1 OAA AO OAI T EOOAA8DHG

[17] Any respondent who perceived an association between WgMart and the
t-shirt that he or she was shown and reported that the perceived association either
made the respondent less likely to shop at WaMart or more likely to buy that t-
shirt was deemed to satisfy the requirement for dilution.

[18] The field interviewers returned 322 completed interviews for the product
study and 335 for the website study. Three responses were eliminated from the
sample after the research company conducted a review to ensurthat each
respondent was qualified to participate in the study and that the questionnaires had
been completed properly. The research company then sent the name and phone
number of each of the interview respondents to an independent telephone
interviewing service for validation, which consisted of calling each maihtercept
respondent to ensure that the respondent had actually participated in the study and
that his or her answers were accurately recorded.

[19] In the product study, 181 respondents (fiftysix percent of the usable
sample) were positively validated, and sixteen respondents (about five percent)
reported either different answers to the survey questions or claimed not to have
participated in the study. The remainder either could not be reached during the
twenty days Jacoby allocated for the validation or refused to respond to the
validation survey.

[20] Jacoby reported the results of thse respondents who were positively
validated plus the results from the respondents who could not be reached or would
not respond to the validation survey, and he eliminated the results of the
respondents who provided noraffirming answers during the validation process.
This resulted in 305 reported responses to the product study: seventthree for the
Wal*ocaust concept, sevenggix for the WakQaeda concept, seventpine for the
Zalocaust concept, and seventgeven for the ZatQaeda concept.

[21] In the website study, 169 respondents (fiftyone percent of the usable
sample) were positively validated, and fortysix respondents (about fourteen
percent) reported either different answers to the survey qestions or claimed not to
have participated in the study. The remainder either could not be reached during
the twenty days Jacoby allocated for the validation or refused to respond to the
validation survey.

[22] As he did in the product study, Jacoby reported the results of those
respondents who were positively validated plus the results from the respondents
who could not be reached or would not respond to the validation survey, and he
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eliminated the results of the respondents who provided noraffirming answers
during the validation process. This resulted in 287 reported responses to the
product study: seventy for the Wal*ocaust concept, seventgight for the WakQaeda
concept, sixtynine for the Zalocaust concept, and seventy for the ZaQaeda
concept.
[23] Jacoby reported that the survey reflected high levels of consumer
confusion and dilution by tarnishment. He claimed that the pospurchase coriusion
OPOT AOAO OOOAUG6 ET AEAAOCAA A Il-dgbthdreEdfl A T £
the respondents and that the pointof-OAT A AT T £OOCET T OxAAOEOA®G
likelihood of confusion in almost forty-one percent of the respondents.Jacoby ale
Al AEI AA OEAO OEA OAEI OOEiT6 OOOAU ETAEAAOAA

respondents were less likelyto shopatWat AOO AZOAO OAAET ¢ 31 EOES8O A

1.

A
0060

b. Evidentiary Objections
[24] Smith mowes to exclude Wai- AOOS8 O AGPAOO OAPT 008 (A Al Al
did not have the requisite Internet expertise to conduct the welA AOA A -dbbiT ET O

OAl A6 Dl OOEIT 1T &£ OEEO DPAOOEAOI AO OOOAU AT A
methodology affecting both portions d the study were faulty; thus, he contends,
*AAT AU O OOOAU EO OOI1T AAADPIU A& AxAA O AR All

[25] WalzMart argues that the Jacoby test was performed by a competent
expert according to industy standards and therefore is valid. WaMart further
contends that the expert withesses Smith presents in rebuttal are not experts in the
areaof consumesCT 1T AO OI EEAT EETT A T &£ Ai1 £AOOCEI 16 OOAAAI
their testimony is irrelevant and should be excluded
[26] Whether a given survey constitutes acceptable evidence depends on the

OO000AUBO AAEI EOU Ol Federal GREl© gEEvidéried 703whidhn AT AO T £

requires AT T OEAAOAOET T 1T £ OEA OOAI EARMUFED. £ OEA OAA
JUD. CTR., REFERENCE MANUAL ON SCI. EVIDENCEE (2d ed.2002) (explaining that

ET OEA AiTOAgdO i &£ OOOOAUO A O IRHOBFAOET T DOOE
which] £I AGOAO 11 xEAOEAO AAAOO 10 AAOA AOA O1 £

AgpAOOO ET OEA DPAOOEAOI AO EEAIT A ET Al OIEITC 1T DI
AAAT T Abh O7AO0 OEA 888 OOOO0OAU AT 1T AOAOAA ET AA
survey principlesh AT A xAOA OEA OAOGOI 0O OOAASeeEl A OOAOI
also BFI Waste Sys. of N. Am. v. Dekalb CouBfy3 F.Supp.2d 1335,1346
(N.D.Ga.2004)(noting that the opposing party could have challenged an expert

7 Jacoby arrived at these numbers by averaginthe net survey results for the
Walocaust and WaQaeda tshirts.
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xEOT AOOGGO OAEAOCAT AA O A OAARO sudxPOOAU AU f
methodology satisfiedRule 703.
[27] The Eleventh Circuit has held that alleged technical deficiencies in a survey
presented in a Lanham Act action affect the weight tee accorded to the survey and
not its admissibility. Jellibeans, Inc. v. Skating Clubs of Ga., W6, F.2d 833, 844
(11th Cir.1983). Other courts have held that a significantly flawed survey may be
excludable as evidence under either Rule 403 (the rule barring evidence that is
more prejudicial than probative) or Rule 702 (the rule barring unreliable expert
testimony). # EOEUAT O &ET 8 ' Ol OPM83)FI3AK0, (8321B3& OEUAT O . A«
Cir.2004) (finding that the district court properly excluded survey evidence under
Rules 702and 403 where the survey contained flaws that were not merely technical,
AOGO xAOA O1 AAiI AcCeEi¢c O OEA OAIEAAEIEOU 1T &£ OE
relied on an improper universe and its questions were imprecise)Malletier v.
Dooney & Borke, Inc.,525 F.Supp.2d 558, 56263 (S.D.N.Y.2007) Even when a
party presents an admissible survey purporting to show consumer confusion,
Eil xAOAOh OEA OOOOGAU OAT AO 11 ®atttlO.AIMEAAOAAOA A
Records, Inc28 F.Supp.2d 1120, 1133 (C.D.Ca498) (citing Universal Ciy Studios,
Inc. v. Nintendo Co746 F.2d 112,118 (2d Cir.1984) xEEAE &£ OT A A OBOOOGAU
flawed that it cannot be used to demonstrate the existence of a question of fact of
OEA 1 EEAIT EET T A 1 AEAdadrdLedlénaciviine £éllarsAAIOE Bldclo&] 8
Red, Inc.502 F.3d 504, 518 (6th Cir.2007) Scott Fetzer Co. v. House of Vacuums, Inc.,
381 F.3d 477, 488 (5th Cir.2004)(holding that a court may disregard survey
evidence if the survey contains such serious flaws that any reliance on its results
would be unreasonable).
[28] To ground a survey as trustworthy, its proponent must establish
foundation evidence showing that
ipqQ OEA OOT EOAOOAS xAO DPOI PAOI U AAEET AAh | ¢
that universe was selected, (3) the questions tobe asked of
interviewees were framed in a clear, precise and noeleading manner,
(4) sound interview procedures were followed by competent
interviewers who had no knowledge of the litigation or the purpose for
which the survey was conducted, (5) the dataaghered was accurately
reported, (6) the data was analyzed in accordance with accepted
statistical principles and (7) objectivity of the entire process was
assured.
Toys R Us, Inc. v. Canarsie Kiddie SB&f,F.Supp. 1189, 1205 (D.C.N.Y.198@8jting
MANUAL FOR COMPLEX LITIGL61(5th ed.1981), 4 LOUISELL & MUELLER, FED.
EVIDENCE § 472 (1979), and J. THOMMECARTHY, TRADEMARKS & UNFAIR
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COMPETITION & 32:53 (1973) accord Rush Indus., Inc. v. Garnier LLZ96
F.Supp.2d 220, 227 (E.D.N.Y.20Q7railure to satisfy any of the listed criteria may
OAOET 001 U AT i POl i EOA OEROOGO®OAALUBAYN EEITDMAG A TAT
evaluation.Id.
[29] Smith cites several grounds for excluding the Jacoby survey. He argues that
the survey is inadmissible because it (1) failed to identify the relevant consumer
universe or used a consumer universe that wasubstantially overbroad; (2) failed to
replicate shopping conditions as consumers would encounter them in the
marketplace; (3) was improperly leading; (4) violated the survey structure protocol

necessary to comply with doubleblind standards; and (5) faled to establish a

relevant factual basis for Wat- AOOS6 O AEI OOETT AU OAOT EOEI AT O A
argues that even if the Court admits the survey, its consideration should be limited
Ol 111U OEA Oxi OAOOAA AAOECirepresedtaiv@ fE OA * AAT AL

all the designs WatMart seeks to enjoin.

[30] As an initial matter, the Court observes that Smith does not take issue with
*AAT AUBO NOAI EEAZEAAQET T O Otonfésibrodargey andioA AT T AOAO
analyze its results. It is undisputed that Jacoby is a nationally renowned trademark
survey expert who has testified hundreds of times. Smith contends, however, that
Jacoby was unqualified to conduct this particular survey becauseAh O1 AAEO
ETT x1 AACAnh A@bAOEAT AAh AT Ay OI PEEOOEAAOQEIT S
AgAl OOEOGAT U 1T OAO OEA )1 OAOT AO AT A OEAO AO A Of
significant flaws.

31]BaAA OPT 1T EOO 1T x1 OAOEAx 1T &£ *AAT AUudO AAOAA
concludes that Jacoby is qualified to design and conduct a consumer survey and to
OAOOEAU AAT OO EOO OAOOI 008 41 OEA AgOAT O OEAC
with surveys concemning goods sold exclusively online may have led him to test the
wrong universe or to fail to replicate the shopping experience, as Smith has alleged,
these factors will be examined when the Court evaluates the trustworthiness of the
survey.

i. WelzRelatedChallenges

[32] In undertaking to demonstrate likelihood of confusion in a trademark
ET £ZO0ET CAI AT O AAOA AU OOA 1T &£ OOOOGAU AOEAAT AAn
include a fair sampling of those puchasers most likely to partake of the alleged
ET £0ET CAO8 O Cii AOADO# OADDEAS 68EFELEDE O OEUUAL )
(5th Cir.1980). Selection of the proper universe is one of the most important factors
in assessing the validity of a survey and the weight that itheuld receive because
OOEA DPAOOGI T O EIT OGAOOEAXxAA 1060606 AAANOGAGAI U O0OAD
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OAT AGAT 6 O1 1dOBERAATTABBGEGAOHTA 8% POI PAO O1 EOAOOA E
if the proper questions are asked in a proper manner, if the wrong persons are
asked, the results are likely to be irreleva O 8\@lls Bargo & Cou. WhenU.com, Inc.,
293 F.Supp.2d 734, 767 (E.D.Mich.2003quoting 5 MCCARTHY, § 32:1898 O!
O0O0O0AU 1 OO0 OOA OAODPITAAT OO &EOIiI OEA ADPDOI DOE/
systemic differences in the responses given ... by persons [with a particular]
characteristic or preference and the respnses given to those same questions ... by
DAOOTI T O xEI Al 110 EAOA OEAOQU. guaing FEPAOAAOAOEOC
EVIDENCE PRACTICE GUIDE (Matthew Bender 2003) 8 [4][6][i] )-

33]SET ET AOI Uh Or Ay OOOOAU OE A& cormikiecnsi® O AAANO.

AT OEOI AA O1 1 ElGdbhal WindCGelais,Qtu. v.EBECk & IREUS W52,
F.Supp.2d 772, 783 (W.D.Mich.2006A A£AB2ARd 504 (6th Cir.2007)(quoting
Wells Fargo & Co293 F.Supp.2d at766). 1| OET OCE Orfr 1T Y OOOOAU 11 AAI

every case ... a survey to test likelihood of confusion must attempt teplicate the
thought processes of consumers encountering the disputed mark or marks as they
xT O1 A E1 OE ASihoA BrBpA Gréup AR A 8ngSimon, 1084 F.Supp.2d
1033, 1038 (S.D.Ind.2000)(citing MCCARTHY ON TRADEMARKS § 32:163 (4th
ed.1999) £ O OEA DPOEI AEPI A OEAO OOEA shuatlhOAO OEA 00
in which the ordinary person would encounter the trademark, the greater the
AOGEAAT OEAOU xAECEO 1 £ OEA OOOOAU OAOGOI 666 QS8
[34] Smith hired Dr. Alan Jay Rosenblatt as a rebuttal witness to pui out
Internet-OAT AOAA AARAZEAEAT AEAO ET  »pacui&lps O OOO0OAL
deficiencies in universe selection and replication of marketplace conditionsthat
he claims resultedfOT I  * AAT AUBO AOOI T AT 6O AOOOI POETIT O A
and interact WiOE xAAOEOAO8 31 EOE OOAO 21 OAT Al AOOGG O
experience and navigation to support hisDaubert argument that because Jacoby
surveyed an improperly broad universe and his survey design did not approximate
the actual consumer marketplace exerience, the Jacoby studies are legally
insufficient to prove consumer confusion or trademark dilution. Thus, Smith argues,
the studies should be afforded little, if any, evidentiary value.
[35] Coming from an academic background in political science and survey
methodology? subjects he taught at the university level for ten years Rosenblatt is
a professional in the area of Internet advocacy (the use of online tools to promote a
cause). His experiencencludes helping organizations bring people to their websites,
induce the visitors to read the portion of the website that contains the call to action,
and encourage the visitors to take the suggested action. He also helps the
organizations track visitor behavior in order to increase website effectiveness.
8

D .Y
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[36] It is true that Rosenblatt has no experience evaluating the merits of
trademark infringement or dilution claims and that only one of the survgs he has
designed involved a consumer product. The Court finds, however, that his extensive
experience studying Internet user behavior and designing social science surveys
gualifies him to provide testimony about (1) how Internet users interact with

websiOAO AT A ET x OEAU OAAOAE & O AiITOATO T1T1ET/
i AGET AT 1T cu ATi bi OOAA xEOE OET OA OAT AAT AEAOh
about Internet user behavior impacted the accuracy of the surveyed universe and

OEA OOOOAUB & the AmineEshoping Iekperidnce. The Court finds

21 OAT A1 AOOGO OAOOEITTU AOAI OAOGET ¢ *AAT AUBO 00CcC
AARAAAOOA EO EO AAOGAA 11 271 O0ATAI AOOBO O1 AEODPO
4AEAOAE OARh O1I OEA Addoky farusésboA thoseidsizd WAl AOOSE O OA

-A0O0CB8O 11T OEIT O1 A@Al OAA EO EO $%. ) %$8

(a) Survey Universe
(3718 Walz- AOO | AET OAET O OEAO * AAT Aud O O1 EOAOOA
counters that it was ovely broad.
38]1'1 OET OCE OEA O1 EOGAOOA * AAT AU OAI AAOAA x1 Ol
Walocaust or WayQaeda merchandise, the Court finds that it is significantly
I OAOAOT AA8 " AAA Odsk wa lavailaiedodly thrdughkis SafePress
webstores and the links to his CafePress webstores from his Walocaust and ¥val
Qaeda websites, it is likely that only a small percentage of the consumers in the
universe selected by Jacoby would be potential A EAOAOO 1T £ 31 EOE8O DHOIT
survey respondent who purchases bumper stickers,-shirts or coffee mugs with
words, symbols or designs on them may buy such merchandise because the imprint
represents his or her school, company, favorite sports team, cartoocharacter,
social group, or any of hundreds of other interests or affiliations; he or she may have
no interest at all in purchasing merchandise containing messages about \g&lart,
pro or con. The respondent may buy from brickand-mortar stores or well-known
OAOAEI AOO xEOE )1 OAOT AO OO1T OAEOI 1 606 xEOET 00

8 WalzMart presents no authority supporting its argument that Rosenblatt was

OANOEOAA OiF Ai1 AOAO EEO ix1 OOOAU 1 &£ 31 EOESO «x
why a specific study of SME8 O x AAOEOAO x1 01 A AA TAAAOGOAOU C
OAT EAAT A 21 OAT A1 AGOGEO OAOOGEITTU AOEOEAEUEIT C

consumers generally navigate the Internet3 AA (ET 180 0AO . OOOEOQOEITh
Prods., Ing 258 F.Supp.2d 1197, 1210 (D.K&@03) (rejecting a survey criticized by
Jacoby even though Jacoby had not performed his own survey).
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CafePress, or may have little interest in buying such merchandise over the Internet
AO All1 8 4EAOAZEI OAh A OAOPITAAT O xEI Al AAOI U £A
neVAOOEAT AGO EAOGA 11 bDi OAT OEAI 01 ®OOAEAOA 3i
Leelanau Wine Cellargl52 F.Supp.2d at 782
[39] Other courts have similarly criticized surveys including surveys Jacoby
conducted in other trademark nfringement cases that failed to properly screen
the universe to ensure that it was limited to respondents who were potential
DOOAEAOGAOO T £#/ OEA Al 1 ACAA ET £ZOET CAOGO DHOI AOAOS
[40] For example, in7 AECEO 7AOAEAOO )1 O34 FKk.Supp A8 08 30I
1259 (S.D.N.Y.199Q)Weight Watchers sued Stouffer for trademark infringement
after Stouffer launched an advertising campaign that suggested that new exchange
I EOOET CO 11 301 O6&£EAOCB8O , AAT #OEOET A DPAAEACAO
Watchers program to use Lean Cuisine entrees in their dietéd. at 1262.3 01T O £A£A 08 O
likelihood of confusion survey, also conducted by Jacoby, identified the universe as
Ox1 1 AT AAOGOxAAT OEA ACAO T &£ py AT A vuvu xEI EAOA
the past six months and who have tried to lose weight through dietnd/or exercise
ET OEA bIAadi27p Ak @@rd found that the universe was overbroad
because the screener had not limited it to dieters, but also had included respondents
who may have tried to lose weight by exercise only. The court concluded that as a
result the survey likely included respondentswho were not potential consumers,

AT A AAAAOOA Or OYAODPI T AAT OO xEI AOA 110 bi OAT OE
to be aware of and to make relevant distinctions when reading ads than those who
AOA bl OAT OEAT AT 1 O00i AOOhd rsemmaythavd failed®eT 1T T £ OEA

i AEA OAOOAEAI &6 AEOOET AOEIT T O I1€at1228EA 1 EEAI EETT A
[41] Smilarly, in Leelanau Wine Cellargl52 F.Supp.2d 772the court found that

the universe in a survey designed to show a likelihood of confusion between a wine

DOl AOAAOGO xEABGOOIADAO AxEAITA® xAO 1T OAOAOT AA8 4 ERZ

DOl AGAOh 1T EEA 31 EOE8Oh xAO AEOOOEAOOAA OEOI Oc¢

xET AO xAOA OI1T A T1T1U OEOI OCE OEA EOTEI O OOAOGC

senior mark holder sold its wines throudn mass retail channels. The survey expert

defined the universe as Michigan consumers over twemtgne years of age who had

either purchased a bottle of wine in the fiveto-fourteen dollar price range in the last

three months or who expected to purchase a lide of wine in that price range in the

next three months. The court held that a purchaser of a wine in that price range

xI 01 Ah ET CATAOAih AA A bi OAT OEAI AT 10061 A0 1,

DOOAEAOGAO DPI ATTAA O AOU mEDivdbsiteddnd that theET AOUS O O

survey universe therefore was overbroad and entitled to little weight.

Part Il 73

This work is licensed under the Creative Commons AttributiotNonCommerciatShareAlike 4.0 International License.
To view a copy of this license, visitttp://creativecommons.org/li censes/by-nc-sa/4.0/. V2.0/ 2015-07-20


http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_782
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)

Beebe- Trademark Law: An OpenrSource Casebook

(b) Shopping Experience
[42] To be valid for the purposes of demonstrating actual confusion in a
tradel AOE ET £ZOET CAI AT O OOEOh EO EO T AAAOOAOU A&
account marketplace conditions and typical consumer behavior so that the survey
i AU AO AAAOOAOGAT U AO bDi OOEAT A 1 AAOGOOA OEA ¢
consumers encountering theAEODOOAA | AOE 888 AO OEAU x1 01 A
Simon Prop. Groud04 F.Supp.2d at 1038accord WE Media, Inc. v. Gen. Elec. Co.,
218 F.Supp.2d 463, 474 (S.D.N.Y.2002)
43131 EOE AT 1 OAT AO -Oftpdrcbase shudyl whidspOrpoeti 61 O
measure consumer confusion over merchandise that Smith sold exclusively online,
was improperly designed because it failed to take into account typical consumer
Internet behavior. WakMart does not contradict the expert testimony Smith
proffers regarding consumer Internet behavior but instead maintains that it is
irrelevant.
(441 * AAT A U éfpuréhbsg $uley called for interviewers to provide each
OAODPT T AAT O xEOE 0ObA A BudfidAtakeOtBel raspohdent @Aa01 06 OEAO

OEi Ol ACETT T&£ TTA T £ 31EOEG0 xAAOEOAOG8 4EA OAC
resulting web page was of interest and to act accordingly (looking at the page and
OAOT 11 ETC OEOI OCE EO AO Od AndmanGwd direktdd O x1 O1 A (

to scroll down the page, below the first screen, and click on a specifishirt link.
The respondent was not asked what message he or she took from the website or
whether the website was in fact of interest. The survey protocol Iso gave the
respondent no choice but to scroll down to the next screen and click on theshirt
link, the only live link in the simulation.

451) T DOAOAT OET ¢ 31 EOES8 O xAASpodntshol A AEOAAOQE
click on one specifictOEEOO 1 ET Eh * AAT AUBO OOOOAU AAOGECT DI
who might be interested in a printed tshirt, mug or bumper sticker would be
ANGATT U 1 EEAT U O EADPPAT AAOI OO0 30EOHBRDAMAOGECI
I £/ ET OAOAOGO ET OEA 1 AOGOGACAO i1 31 EOEGO0 xAAPACA

[46] Although, as WatMart points out, it is possible that some consumers may
view web pages randomly and may scroll through and clink on lirdkkon pages that
are not of interest to them, the Court finds that the survey protocol did not
sufficiently reflect actual marketplace conditions or typical consumer shopping
behavior and therefore was unlikely to have elicited a shopping mindset that would
have allowed Jacoby to accurately gauge actual consumer confusion.

471" AAAOOA 31 EOEGO | AOAEAT AEOA xAO AOAEI AAT A
webstores and the links to his CafePress webstores fromshWalocaust and Wal
1AARAA xAAOEOAOh EO EO O1T1 EEAT U OEAO 1 ATU ATTOC
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DOl AGAOO8 | AAT OAET ¢ O1T 21 OAT A1 AOGOGBO OT AT 1T 001 6/
to websites randomly, and they do not move within websites randomly. A gat
majority of Internet users arrive at a particular website after searching specific
terms via an Internet search engine or by following links from another website. The
user makes a judgment based on contextual cuesvhat is shown about a
prospective webste from the text of a search result or what is said about a
prospective website in the hyperlinked words and surrounding text of the website
currently being viewed? in determining where to surf next. He moves from website
to website, he moves within websies, and he performs actions such as signing a
petition? or buying a product by making choices based on what he sees and
whether what he sees leads him to believe that going to the next page or following a
link to another website will bring him to something he is interested in seeing, doing
or buying.
[48] In the marketplace, the visitor would be presented with a screen full of
3 1 E OE éWal-MAart rieSsages. Consumers who were interested in the messages
iT 3TEOE86O0 xAA DPACAO x1 O A AA 11 OEOGAOGAA Oi
1 AAA O EEO DPbOI AOAOOh xEEIT A OEIT OA xEI xAOA
simply leave the page. Because the survey protocol directed the respondents to
OPOAOCAAKRGEIODA OA OOA AwaEMart IoindpayEsdatd then dirécted
them to click on a specific link, there is no assurance that the respondent actually
read the homepage or would have been interested enough in it to be motivated to
click on the tshirt link. SeeGen. Motors Corp.. \Cadillac Marine & Boat Ca226
F.Supp. 716, 737 (D.C.Mich.1964dbserving that because survey respondents had
little interest the allegedly infringing product, it followed that their inspection of the
advertisement shown to them as part of the survep OT O1T AT 1 xAO OAAOOAI h |
AT A AAOAI AOGOGs AT A OEAOAEI OA T &£ 1EOGOI A POT AAGEOD
[49] Other courts have similarly criticized surveys that failed to adequately
replicate the shopping experience.rl Gen. Motors Cor226 FSupp. at 737the court
criticized the proffered survey because it did not take into account typical consumer
behavior:
Actual purchasers of a boat would not hastily read an advertisement,
nor would a potential purchaser read it carelessly. A reasonable an,
anticipating the purchase of a boat, would peruse the material at least
xA11 AT T OcCE O 11 06A OEA |1 A1 OEAAOOOAO AO AARE
#1 1 PATUh tme 3AOAT OE 300AAOh #AAEI T AAh - EA
would want to see the boat itself before raking a purchase.
Although the purchase of a-<shirt obviously does not involve the same level of

financial consideration a consumer typically makes when buying a boat, a consumer

O D>
- m
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is likely to consider the meaning of an imprinted tOEEOO OOAE efdked 31 EOQOEGS O
wearing it in public. A reasonable person who was considering buying ashirt that

references AfQaeda or the Holocaust would likely read the associated webpage at

least well enough to see the harsh criticism of WaMart and the prominent

disclaimer dispelling any notion of a possible association with the company.

(c) Impact of Internetz2 AT AOAA &1 AxO 11 3000AUB8O wOEAAT OE.
[50] For all of these reasons, the survey Jacoby conducted foralMart is of
dubious value as proof of consumer confusion both because its survey universe was
overinclusive and because its design failed to approximate reaorld marketplace
AT1TAEOET T 08 * AAT AUBO OOOO0OAU BEWkigldDa#dEeksAO OT OEA
survey and the survey inLeelanau Wine CellarsJacoby failed to screen the
respondents to ensure tha they would likely be aware of and make relevant
distinctions concerning the specific product.SeeWeight Watchers,744 F.Supp. at
1273; Leelanau Wine Cellargl52 F.Supp.2d at 783By failing to approximate actual
i ACOEAO AT 1T AEQOEIT T Oh * AAT AU AEOOOEAO AT OOOAA OEAC
thoughO HOT AAOOGAO 1T &£ 1 EEAIT UY AT1T 001 AOO i1 &£ OE
AT AT O1 OAOET ¢ OEA AEODPOOAA | AOE 8e8B8moAO OEAU xI
Prop. Group,104 F.Supp.2d at 1038accord Gen. Motors Corp226 F.Supp. at 737.
Therefore, the Court must consider these flaws in determining whether theurvey is
admissible and, if so, what evidentiary weight to afford it.

ii. Structural Flaws

[51] Smith further alleges that the Jacoby study suffers from several structural
flaws that diminish the trustworthiness of the results of both the webbased point
of-sale portion and the postpurchase tshirt portion of the survey. He contends that
(1) both the structure of the survey and the wording of several questions suggested
the answers WafMart wanted, and (2) the survey results should not be presumed
to represent consumer reaction to any of the challenged merchandise that was not
actually tested.

[52] Smith hired Dr. Richard Teach as a rebuttal wiess to point out
AAEEAEAT AEAO ET *AAT AU6O xAAOEOA OOOAU OOOOAU
marketing professor and former dean at the Georgia Tech School of Business who
has designed and conducted over one hundred surveys, including about fifty buye
surveys, and has taught survey methodology, statistics and related courses. Teach
OAOOEZLZEAO OEAO EA ACOAAO xEOE 21 OAT Al AOGOGBO OA«
I xT8 31 EOE OOAO 4AAAEGO ODaiedaigude@tBPAIOOE OA OT ¢
because the survey protocol contains multiple technical flaws, the results are
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unreliable and hence should be afforded very light evidentiary value if not
completely excluded from evidence.
53] WalzMartmovA O O1 A @Al OAA 4AAAEGO OAOOEiIiTTUR O
arguments much like those it used in its motion td @A1T OAA 27 OAT A1l AOOGSGO OAO
[54] The Court finds3 that his extensive experience desiging and evaluating
surveys qualifies him to provide testimony about technical flaws in the design of
*AAT AuUg O OOOAU AT A OEA EIDPAAO 1T &£ OEI OA &I AxO
reported results.
[55] [TV OEA AgOAT O OEAO 4AAAEGO OAOGOEITTU A&
i AGET AT 11 ¢cUR xEAOEAO *AAT AUdO OOOOGAU DOl O1 A
methodology, and what impact any deviations may have had on the trustworthiness
I £ *AAT AUB O OAMBCOABAG\ IGAGEIITOO 7AMAA1 OAA EO EO $¢

O

(a) Leading Survey Structure and Questions
[56] Smith argues that both the structure of the survey and the wording of
several questions suggested the answers WaMart wanted. WakMart, of course,
AT T OAT AOG OEAO *AAT AUBO OOOOAU DPOAOGAT OAA 11 OOA

(i) DoublezBlind Survey Design

[57] To ensure objectivity in the administration of the survey, it is standat
DOAAOGEAA O AT 1 AOAO OOOOAU ET OAOOEAxO ET OOAE
interviewer and the respondent are blind to the sponsor of the survey and its
POODPI OA8d 2 %& %2 %. #% -! .51, AO cobliad 4EA DAOOI
conditions are essentialbecause if the respondents know what the interviewer
wants, they may try to please the interviewer by giving the desired answer, and if
the interviewer knows what his employer wants, he may consciously or
unconsciously bias the survey through variations irthe wording or the tone of his
guestions.See id.

58131 EOE AOCOAO OEAO OEA OEEDP DAOOAOT ETAI OAA
interviewers that Walz- AOO xAO OEA OOOOA UGS @coldiettédOT 08 4EA C
the interviewers to skip to the final tarnishment question, question five, if the
respondent gave any one of four specific store namesSears, WatMart, KzMart or
91 O1 CA4 tb hrk 6fGnhe first three questions. Similarly, if the respondentlid
not give any of those four names in response to the first three questions, the
ET OAOOEAXxAO xAO AEOAAOAA O AOGE OxEAO 1 OEAO A
shirt brought to mind, and only if the respondent answered with one of the four
names was theinterviewer to ask question five, the dilution question. The text on
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both of the tested tOEEOOO AACAT xEOE OfudtwasQiemilyy O7 Al ho A
one of the four listed names that began with that prefix.

[59] Smith argues that this series of questions combined with the-ghirt
stimulus subtly informed the interviewers not only that a store name was desired,
but also that a particular store name Wal-Mart? was sought. Thus, Smith
contends, becausehe survey failed to meet the doubleblind requirement, it was
not conducted in an objective manner and must be excluded for what must
therefore be biased results.SeeREFERENCE MANUAL at 248 (noting that poorly
formed questions may lead to distorted resposes and increased error and
therefore may be the basis for rejecting a survey).

[60] WalzMart argues that the skip patterns followed proper protocol and that
even if the interviewers guessed that WglMart was involved, there could be no risk
of bias because (1) interviewers are professionally trained and adhere to extremely
high ethical standards, and (2) it was impossible to determine from the design of the
study who sponsored the study and for whictside of a dispute the survey evidence
was to be proffered.

[61] Based on the facts that (1) both of the tested-ghirts include the prefix
O07A1 6 AT A j¢q OEA 111U OOhadiAcluded thabdahe ODA AE /EE A /
prefix was WakMart, it is safe to surmise that the interviewers at least suspected
that WalzMart was involved in the survey in some manner. Aside from a common
sense assumption that the party with deep pockets and reason to be inged by the
tested concepts was likely to have sponsored the research, however, the
interviewers had no way to know who was the proponent of the research and who
was the opponent. Thus, although the survey design may have breached generally
accepted doubleblind protocol to some degree, because the breach offered little
risk of bias toward one party or the other the Court finds this issue to be of little
import in its trustworthiness determination.

(i) Leading Questions

62031 EOE A1 O AOCOAO OEAO OEA xIT OAET C 1T &£ *ABR
improperly leading. Although the challenged shirts were created and offered for
sale by Charles Smith, an individual, via his CafePress webstore, the surveited
AAT 6O Obi 1 O1l OOEED 111U ET OEA AI1TOA@O 1T &£ AT i DA
1 AAA NOAOOEI T h xEEAE AOEAAR Ofr 7TYEEAE Al I DPATU |
OEEOOed6 3iEOE Ail1 OATAO OEAO OEEO xi1 OAEI C 00C
interviewer was looking for the name of a company or store, which would lead the
respondent away from the answer that the shirt was put out by an individual who
was criticizing a company. Wa- AOO AT 01 OA0OO OEAO AAAAOOGA 31 EC
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was sold through his CkePress webstores, the questions were accurately worded
and thus not misleading.
[63] The Court agrees with Smith that the disputed questions improperly led
respondents to limit their answers to companies or stores. Though Smith did offer
his merchandise through his CafePress webstore, as \@ilart argues, the Court
finds this characterization disingenuous; the party WagMart sued for offering the
Walocaust and WatQaeda merchandise for sale is not a swany or a store, but
instead Charles Smith, an individual. Furthermore, WaMart has failed to point to
AT U AOOET OEOU 0OODPDPI OOETI ¢ OEA OOCA T £ OEA OAI I B/
Ol EEATEEITTA T &£ Al 1 £0CEI 16 ADDAGAINAUGDOOAU 1T O Al
by Jacoby. Thus, the Court must consider this weakness in determining the
admissibility or evidentiary weight to be accorded the survey.

(b) Representativeness
() Testing Stimuli
[64] Smith also argues that the Jacoby survey results should not be presumed to
represent consumer reaction to any of the challenged merchandise that was not
actually tested. Jacoby limited his surveys to testing two specificshirts (the
Wal*ocaust smiley eay A OEEOO AT A OEA O3 5maeHazshirt),/) 52 42/ / 0
and the conclusions stated in his report were narrowly drawn to refer to the tested

t-shirts. At his deposition, however, he stated that because the tested shirts were

OOAOh AO ET 7Al el AAODOOHh 1T O OMbeddlihemiitey O7 Al 6 Al
could be extrapolated from the tested shirts to all of the challenged ishirts that
shared those features.
65] * AAT AU8O 1T x1 AADPI OEOEI1T OAOGOEITTU OO6PPIE
analyzing this issue. When declining to offer an opinion about whether consumers
xI O1 A Al O AA AT 1T E£O00CAA 1 ®AlGxaud Edosit€) Bacdoy0i OOEED 1,
stated that consumers respond differently to a given stimulus depending on the
Al 1 OAgd ET xEEAE EO EO DOAOGAT OAAh AT A AARAAAOC
CafePress webstores, his survey provided him with no data upon which tmswer
OEA NOAOOEIT AAIT 6O Al 1 00Ii A0 AT 1 £ZO0OCET 1T OACAOAEI
[66] Applying the same reasoning, the Court finds that test results from one
Walocaust or WayQaeda tshirt provide no data uponwhich to estimate consumer
confusion regarding another Walocaust or WaglQaeda tshirt. A consumer confused
AAT 66 OEA ODPi 101 OOEED 1T £ A OEEOO OEAO OAUO O:

WAIZ1! %$! 6 [T AU AAOGEI U COAOBD OEA AlTii1l AT OAOU EI
dAOT CAOT QU! u371¥,8Y &OAAAT I (AOGAOO ', 719306 ATT.
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AT 1T 001 A0 Ai 1 £#OCAA 1T 6OAO OEA OPI 1 Oi OOEEDP I £ A 07
AT A A OiEI AU ZEAAA T ECEO EAOA A AOUOOAI Al AAO
when it is superimposeal over a drawing of a WaiMartzlike building paired with a
sign that advertises family values and discounted alcohol, firearms, and tobacco or
xEAT EO EO DPOAOAT OAA AliT1Tc¢c xEOE OEA AAAEOETT Al
7A1 1T AOO 3O0AEOC&ED xAAET ADOOIxEH 1 ORI O Ei PAAO OEA
I £ OEA OOOOAUBO AOEAAT OEAOU OAIlI OAs

(i) Sample Size and Selection

67131 EOE Al 01 AEAI 1 AT CAO OEA OOOOAYsO Oi Al O
TTOAO OEAO * AAT AU 3difercépddethbdoldyy, Bfiich bedelsarilyAl 1
results in a nonrrandom survey sample.

[68] It is true that the majority of surveys presented for litigation purposesdo,
in fact, include small and norrandom samples that are not projectible to the general
population or susceptible to evaluations of statistical significanc&e MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION § 32:165 (4th ed.20@®urts have
£ 0T A OEAO O111 D01 AAAEd d&elsufficiénilyAréliable BThO AOAAD OGS O
AAT EOOAA ET O1 AOEAAT AAhd OAAOGITEI ¢ OEAO AAAAO
type often relied upon by marketing experts and social scientists in forming
I DETEITO 11 AOOOTiI A0 AOOEOOAAO ittdd o DAOAADOEI
evidence underFederal Rule of Evidence 704 0 AAET ¢ OI £/ A OUDPA OAAOI I
upon by experts in the particular field in forming opinions or inferences upon the
OOAEWMAOS8DO

[69] However, probability surveys are preferred to nonprobability surveys. Id.
(citing Jacob JacobySurvey & Field Experimental Evidence®y SAUL KASSIN &
LAWRENCE S. WRIGHTSMAN, JR.,z885THE PSYCHOLOGY OF EVIDENCE AND
TRIAL PROCEDURE (1985)). AAT AU EEI OAl £ EAO xOEOOAT OEAO
treatises on research methodology are in general agreement that, all other things
being equal, probability sampling is preferred to nol@ OT AAAET EOU OAIiI Bl ET C80
Jacoby & Amy H. HandlinNonzProbability Sampling Designs foritig. Surveys81
TRADEMARK REP. 169, 170 (Makpr.1991) (citing KUL B. RAI AND JOHN C.
BLYDENBURGH, POL. SCI. STATS.. 99 (Holbrook Press Inc.1973) and quoting its
AlT T ATO6O OEAOG O111POT AAAETI EOU OAIBIAOG Al 1106 O
the inapplicability of probability models as well as the impossibility of measuring or
controlling random sampling error makes them even less attractive for scientific
OOOAEAOGB806Qq8 *AAT AU EAO OEI EI AOI U -perso®0AA OEAO A
surveys conduded for marketing purposes employ nonprobability design,
i ACEAOGAOO 11T OA OUPEAAI T U OOCGA OAI APEITA ET OAOOE
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employ probability designs. Jacoby & Handlin, 81 TRADEMARK REP. at &7Pable
1 (estimating that sixty-nine percent of commercial marketig and advertising
research is conducted by telephone).
[70] Although courts typically admit nonprobability surveys into evidence,
i ATU OAAT CT EUA OEAO OOEA OAOOI Otatisticaly A 111 BOT A
AoOOADPI 1 AGAA O1 OEA Al OEOA O1T EOAOOGARS AT A OEAU
weight accorded to them.ld.; accordAm. Home Prods. Corp. v. Barr Labs., 1686
F.Supp. 1058, 1070 (D.N.J.1987)AOEOEAEUET ¢ A * AAT AU -O0OO0OAU AT A
probability survey results may be admissible, they are weak evidence of behavior
DAOOAOT O ET OEA OAOO O1 EOAOOGA886Q 3EIEI AOI Uh O
respondents too small to justify a reasonable extrapolation to the target group at
large will lessen thex AECEO | £ OMCCARTOOGNATIREMARKS AND
UNFAIR COMPETITION § 32:171
[71)4EEO #1 000 EET AO OO01 OAT ETI ¢ OEA *AAT AU 0060
study protocol insufficient for many marketing purposes and heavily criticizedor
behavioral science purposes is nevertheless sufficient to aid a factfinder in a legal
AAGEIT AEAI T AT CET ¢ &Z£OAA OPAAAES8 4EAOAZEI OAh OE
AOOAOOI AT O T £/ OEA OOOOAUBO AOGEAAT OEAOU OAIl OAs
c. Admissibility
(721 AGET ¢ EAAT OEZEAA 1 01 AOI 6O OOAOOAT OEAIT A&l A
i 000 11 x AAOAOI ETA xEAOEAO OEA I AxO 1EIEO OE!
SO substantial as to render the survey irrelevant or urgliable and therefore
inadmissible under Federal Rule of Evidence 403702, or 703. SeeStarter Corp. v.
Converse, Inc170 F.3d 286, 297 (2d Cir.1999)excluding a survey underRule 403
because the probativevalue of the survey was outweighed by potential prejudice
AT A E£ZOOOEAO 11 0ET ¢ OEAO OA OOOOAU 1 AU AA EADPO
OEA OOEAI EOACA EAZ£ EO EOA MeyQf&ind Supdy@o. @1 OEA EO
Brunswick Corp.649 F.2d 1049 (5th Cir.1981); accord Ramdass v. Angelong30
U.S. 156, 173, 120 S.Ct. 211847 L.Ed.2d 125 (2000)(listing numerous cases in
which courts have excluded or minimized survey evidence as unreliable).
[73] Courts in the Eleventh Circuit typically decline to exclude likelihood fo
Al 1T £ZO00CET T OOOOAUO AT A ET OOAAA AT 1 OEAAO A OOOOA
the amount of evidentiary weight to accord the surveySee, e.gJellibeans716 F.2d
at 845; Nightlight Sys., Inc. v. Nitelites Franchise Sys., R@0,7 WL 4563873 at *5
(N.D.Ga. Jul.17, 2007)Consequently, although this is a closease, the Court
concludes that the better option is to admit the survey evidence and to consider the
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OO0O0OAUBO mEI AxO ET AAOAOI ETEIC OEA AOEAAT OEAOU
likelihood of confusion analysis.
[74] The Court finds, however, that because the survey tested only the
03500/ 24 /52 42/ / 03¥!8%$ Lshirts@d/thé Waldtdust eagle
t-OEEOOh EO EAO 11 OAIl AOAzgvat&relaied coAckpts. TheE 31 EOES O
Court agrees with Jacoby that context matters a lot> and therefore will not
AT T OEAAO *AAT AUBO OOOOAU AO AOGEAATAA 1T &£ 1 EEAI
xI OAO O7AI T AKDABDAAAT BT OCA1 AOAIn OEA OOOAU EO
the two concepts that Jacop actually tested.SeeFed.R.Evid. 702limiting expert
OAOGOEITTU O OEAO OAAOAA OPiI 1 OOEEZEAEAT O EAAOGG
[75] Even with regard to the tested concepts, the Court finds thahé survey
was so flawed that it does not create a genuine issue of material faSeeSpraying
Sys. Co. v. Delavan, Ing@75 F.2d 387, 394 (7th Cir.1992)(recognizing that if a
proffered survey is severely and materially flawed, it may not be sufficient to
establish a genuine isse of material fact even if it purports to show evidence of
actual confusion). Jacoby surveyed an overbroad universe, failed to adequately
replicate the shopping experience, and asked leading questions. He also surveyed a
non-random sample that in any casewas too small to allow the results to be
projected upon the general market. Thus, the Court finds that the Jacoby survey is so
flawed that it does not establish a genuine issue of material fact with regard to
actual confusion, much lesproveactual confugon.
[76] Lack of survey evidence showing consumer confusion is not dispositive,
however; the Eleventh Circuit has moved away from relying on survey evidence.
&OAET ET C %l OAOO8 @92 FRdi1880,1134Bosi(1AACK.1999)InOPHh ) T A8h
fact, a court may find a likelihood of confusion in the absence of any evidence of
actual confusion, even though actual confusion is the best evidence of likelihood of
confusion. E. Remy Martin & Co. v. Shg&vi OO0 ) 1 06156 F.AdB32B 1529 T A8 h
(11th Cir.1985). Accordingly, the Court will now consider the remaining likelihood
of confusion factors.
[The court ultimately found no infringement or dilutioh

Questions and Comments
1. The Authorization or Permission QuestioYou will recall that thethird group
of questions in the surveys at issue ittmith v. WalMart asked respondents if they
OET OCEO OEA AT i PATU OEAO OPOO 1 006 OEA AAEAT A
£O0T 1 AT T OEAO AiliPATU O AT Oih ATA EZE Ol h xE
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guedtion that the judge is trying to decide in the case? Why should we ask survey
respondents for their view on what is in essence a legal question?
2. Alternative Survey Formats Two other methods of surveying for the
likelihood of consumer confusion are bpatrticular interest.
4 E MSquitt formatd 8 SquijrtiCo. v. Sevedp Co, 628 F.2d 1086 (8th Cir.
1980), survey respondents were played radio advertisements folSQUIRT
and QUIRSTsoft drinks and two other products. The respondents were then
asked: (1) Mo you think SQUIRTand QUIRSTare put out by the same
ATTPATU 1T O AU AEWEAADAT OcAT OPEAGAIVABAO UI O «
This method, consisting of either seriatim or simultaneous exposure to the
Pl AET OEAEAS O AT A AAEAT Adkelichlbf@ a iplAdfE Oh EO AOE
whose mark may not be welknown to the survey respondents. However,
some courts have rejected this survey method on the ground that it makes
OEA OAODPITAAT 6O OAOOEEEAEAI T U AxAOAs 1T & O
approximate market conditions. See, e.gKargo Global, Inc. v. Advance
Magazine Publishers, IndNo. 06 Civ. 5502007 WL 2258688 at *8(S.D. N.Y.
2007).
1 4 EAxxéh&El O A &&ah Corp. V. Texas Motor Exchange of Houston, Inc

628 F2d 500 (5th Cir. 1980), surveyespondents were shown a photograph

£ T1TA T&£ OEA AARAEAT AAT 060 OECI O AAAOQEIC
OAODPI 1T AAT 6O xAOA OEAT AOEAAd O7EAO EO OEA
xEAT 1TTTEETC AO OEEO OECieoh AT A O7TEAO xAC
yousd) OEAOQOeo y £ OEA OAOPI T AAT OO AEA 110 TA
OEA ZEEOOGO OAO 1T £ NOAOOEIT 1T Oh Gdnpady x AOA OEAI
OEAO Aii AO O6i 1T ETA xEAT Uid iiiTE AO OEEO

OO00O0AU OAOEDPOQ AT A hoé ZighAh& madk ¢ou e A AAT OO C
j #/1 -0! .#0Ic@GOO EAOA bDpOi OAT O1 AA 1 AOGO OAA}
AOOT AEAGET T o6 1T AGETA 1T &£ O000Csed egMajor £ O Al 1 OC
League Baseball Properties v. Sed Non Olet Denarius, 81 F. Supp. 1103,
1122 (8$8. 898 pwwoq j Or4YEA EOOOA EAOA EO 11
AOET ¢cO OiF T ETA ATU 1TOEAO TAiA88 2A0EAOh O
confusion. Plaintiff's survey questions regarding association are irrelevant
01 OEA EOOOA 1T &£ AAOOGAI AT 1T £OO0EIT 18608
In Itamar Simonson,The Effect of Survey Method on Likelihood of Confusion

Estimates: Conceptual Analyses and Empirical Té38 TRADEMARKREP. 364 (1993),

Simonson compared the results of five methods of surveying for the likelihood of

confusion, including a smple form of the Evereadyformat, the Squirt format, and the

Exxonformat. He found that theExxonZEl Of AO OOAT AO O1 1 OAOAOGOEI AGA
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I £ ATT £AO0OCET T h 1 £O0AT id.AtB85AandxtaCthednirEfdkmat, & Al T O1T Oh o
AGDAAOAAR siOdidaht effed Gniconfusion estimates when the awareness

1 AGAT 1T £ OEA GA&tBd6.O | AOE EO 11 x86
3. What Percentage of Confusion is Enougp® ECOOAOG ET OEA OAT CA 1/
50% have been viewed as solid support for a finding of a likelihood of I EOOET 1 8 6

McCARTHY§ 32:188. Still often cited by plaintiffs withespeciallyweak cases Jockey
International, Inc. v. BurkargdNo 74 Civ. 1231975 WL 21128 (S.D. Cal. 1975jound
that survey evidence of11.4 percent supported a likelihood of confusion.But see
GeorgiaPacific Consumer Product LP v. Myers Supply., Ma. 08 Civ. 60862009 WL
2192721 (W.D. Ark. 2009)(survey evidence ofl11.4 percent confusion does not
support a likelihood of confusion.

4. (Sponsorship or Affiliation Confusion

As the surveys at issue inSmith v. WalMart Storesshowed, trademark law
generally recognizesorms of consumer confusion that may best be characterized as
AT 1001 A0 AT 1T £ZO0OCETT xEOE OAOBPAAO OiF OEA bi AET OE
at least some formi £ OAAZE]I EAOEI 16 AAOxAAT OEA bl AET OE
language of Lanham Act § 43(a), 15 U.S.C. § 1125(a), lends itself especially to this
extremely broad notion of consumer confusion. Recall that § 43(a) applies to both
registered and unregisteed marks:
(a) Civil action
(1) Any person who, on or in connection with any goods or
services, or any container for goods, uses in commerce any word, term,
name, symbol, or device, or any combination thereof, or any false
designation of origin, false or nsleading description of fact, or false or
misleading representation of fact, which
(A) is likely to cause confusion, or to cause mistake, or to
deceive as to the affiliation, connection, or association of such person
with another person, or as to the orign, sponsorship, or approval of
his or her goods, services, or commercial activities by another
person, or
(B) in commercial advertising or promotion, misrepresents the
nature, characteristics, qualities, or geographic origin of his or her or
anotherpersd 6 0 Ci T AOGh OAOOGEAAOh T O Al il AOAEAI A
shall be liable in a civil action by any person who believes that he or she
is or is likely to be damaged by such act.
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4 0AAAT AOE OAEIT 1 AOO EAOA AAAT EECEI U AOEOEAA
confusion. Resented below is an excerpt from Mark A. Lemley & Mark McKenna,
Irrelevant Confusion 62 STAN. L. Rev. 413, 417422 (2010), which collects some of
OEA 1100 ACOACETI 600 AgAipi AO 1T &£ bl AET OE&EEOS OE
O0DPiI 1 01 OOEEDT 6 OAAEABOEADS . 1T OA OEAO 1 ATU 1T £
described in the excerptAT 01 A NOEOA 1 EEAT U EAOA NOAI EEZEAA A
form of trademark fair use that we will address in Partll on defenses to trademark
infringement. Thus the stdent will have to endure a degree of suspense until we
CAO OEAOAS "0O0 xA AT T OEAAO OODPI 1T O OOEED 1 O A/
the perspective of defendants (and from many of those who support free speech),
defendants should never have to rewmt to this defenseof nominative fair use
AAAAOOA AT OOOO OEITOIA T1O0 EETA AiTT £ZOOGETT ET O
the case.
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From Mark A. Lemley & Mark McKenna, Irrelevant Confusion , 62 STAN. L. REV.
413, 417-422 (2010)

)yl ¢mmeh AAAE xEAI EO xHefdes dppidedan . " #8380 EE
indestructible cheerleader sticking her hand down a kitchen garbage disposal and
mangling it (the hand quickly regenerated). It was an Insinkerator brand garbage
disposal, though you might have had to watch the show in slow motion to notice; the
brand name was visible for only a couple of seconds. Emerson Electric, owner of the
Insinkerator brand, sued NBC alleging the depiction of its product in an unsavory
light was both an act of trademark dilution and was likely to cause consumers to
believe Emerson had permitted the use. NBC denied any wrongdoing, but it
obscured the Insinkerator name when it releasedhe DVD and Web versions of the
episode! And not just television shows but also movies have provoked the ire of
trademark owners: Caterpillar sued the makers of the movie Tarzan on the theory
that the use of Caterpillar tractors in the movie to bulldozehe forest would cause
consumers to think Caterpillar was actually antienvironment,2 and the makers of
Dickie Roberts: Former Child Star were sued for trademark infringement for
OBCCAOOET ¢ OEAO OEA OOAO 1 & OEA AAMOOOAEOO Al
accidents %OAT | OOAOI 6 AOAT 60 EIiT O A4 O0AU OAAAT OI U
Memorabilia for displaying an eight&£l T O 0AU AEODPAT OAO POT AGAAA AL
owners# And forget about using kazoos on your duck tours: Ride the Ducks, a tour
company in San Fancisco that gives out duckcall kazoos to clients on its ducks,
sued Bay Quackers, a competing duck tour company that also facilitated quacking by
its clientss

1 SeePaul R. La Monica, " # 3 O0AA 1 OAO O(AOI AbGSé 3AAT A AU
Maker, CNNMoney.com, Oct. 17, 2006, http://
money.cnn.com/2006/10/17/commentary/m ediabiz/index.htm.

2 Caterpillar Inc. v. Walt Disney Co., 287 F. Supp. 2d 913, 917 (C.D. lll. 2003)

3 Wham-O, Inc. v. Paramount Pictures Corp., 286 F. Supp. 2d 1254, 1885
(N.D. Cal. 2003).

4 Museum Faces Legal Battle over Giant Pez DispenséivU.comJuly 1, 2009,
http://ww.ktvu.com/print/19911637/detail.html. The museum was originally
called the Pez Museum, but the owners changed the name in response to a previous
objection from Pez.

5 Jesse McKinleyA Quacking Kazoo Sets Off a Squabblé’. TIMES June 3, 2009,
at A16. Ducks are operair amphibious vehicles that can be driven on streets and
operated in the water.
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Most of these examples involve threats of suit, and they could be dismissed
simply as overreaxhing by a few aggressive trademark owners. But these threats
xAOA 110 EOI T AOGAA ET AEAAT OOh AT A OEAU OET OI AT 6
all of these threats, like many others who receive similar objectiorfsknew well that
they had to take theasserted claims seriously because courts have sometimes been
persuaded to shut down very similar uses. In 1998, for instance, New Line
Productions was set to release a comedy about a beauty pageant that took place at a
farm-related fair in Minnesota. New line called the movieDairy Queenshut was
forced to change the name tdDrop Dead Gorgeouafter the franchisor of Dairy
Queen restaurants obtained a preliminary injunctiorf. The owners of a restaurant
AAT T AA OEA O6A1I OAO %l OEOé afterA AstawEiof(ENB A O1T AEAI
Presley sued for trademark infringemeng A humor magazine called Snicker was
£ OAAA o1 pOI1T A DPAOI AU OAAd &£ O A [T UOEEAAI

6 The Chilling Effects Clearinghouse collects letters from trademark owners that
make aggressive assertions of trademark (and other intiedlctual property) rights.
See Chilling Effects Clearinghouse, http:// www.chillingeffects.org (last visited Sept.
9, 2009). As of February 25, 2009, the Chilling Effects database contained 378 such
letters. Among the many specious objections are an objeati from the National
01T OE "T AOA ji xTAO T £ OEA OOAAAT AOE O4( % [ 4( %2
I £ A AOAAOOEAAARAETI ¢ AAOT AAAU OBMddwiththd 1| AA O4EA
O1 1 CAT O4EA | OHok Goard Bds @ Kow-otiet Hdgan Parp@filling

Effects Clearinghouse, Jan. 30, 2007, http://
www.chillingeffects.org/trademark/notice.cgi?NoticelD=6418; from Kellogg to the
OACEOOOAT O 1T &£ OEA AT 1 AET Kellbgdsl Aoopd AOET BT DOA O

Evilpoptarts.com Chilling Effects Clearinghouse, June5, 2006, http://
www.chillingeffects.org/acpa/notice.cgi?NoticelD=4377; from Nextel to the

,,,,,, Az ~ s~

OACEOOOAT O

Chilling Effects Clearinghouse, June 22, 2005, http://
www.chillingeffects.org/acpa/ notice.cgi?NoticelD=2322; and from the owners of
OEA - AOAT " AAAE |/ AARAAT 2A01 00 O OEA 1 BPAOAOI O

collects pictures of urinals in various public places, for depicting urinals at the
Resort and identifying them as suchMark Owrer Pissed About UrinaJsChilling
Effects Clearinghouse, Jan. 4, 2005, http://
www.chillingeffects.org/trademark/notice.cgi?NoticelD=1576.

7 Am. Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp. 2d 727, 728 (D.
Minn. 1998).

8 Elvis Presley Enters.,rc. v. Capece, 141 F.3d 188 (5th Cir. 1998)
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because people thought Michelob was actually selling such a beer (osix percent
did®), but because a majority of consumers surveyed thought that the magazine
needed to receive permission from AnheuseBusch to run the ad® And Snicker
might face more trouble than that; another court enjoined a furniture delivery
company fom painting its truck to look like a famous candy bak!
The Mutual of Omaha Insurance Company persuaded a court to stop Franklyn
Novak from seling FOEEOOO AT A 1 OEAO | AOAEAT AEOA AAAOQET C
/'t AEA6G AT A AAPEAOET C-bdhnetddk dmhciatedhiman he@. A Z£AAOEAO

T TTA xET OAx .1 0OAESO OEEOOO OAAOGITAAIT U AT Ol
sold the T-shirts, but the court was impressed by evidence that approximately ten
percent of all the persons surveyed thought that Mutual of OntaA Of x AT Oy A1 11 C6
xEQOE . 1 OAE®B The dcatbréd\dd Badza successfully prevented the author

of a book about Godzilla from titling the bookGodzilla despite clear indications on
both the front and back covers that the book was not authorized by ¢éhcreatorsi4
The Heisman Trophy Trust prevented a Bhirt company called Smack Apparel
from selling T-shirts that used variations of the word HEISMAN, such as
O(%8) 380EA8-1.hdo O DOIiT OA PAOCHOEBEGISAO Pl AUAOC
not Smack Apparée 6 0 AEOOO OOAAAI AOE 1 AOGOIT9g A AT 600 b

9 Anheuser” OOAEh )T A8 008 " Al AOABHSthCi@AI4H.T Oh ¢qyY &8c
That any consumers were confused was remarkable, and perhaps a statement about
the reliability of consumer confusion surveys ratherthan the stupidity of 6% of the
population.

10]d.

11 Hershey Co. v. Art Van Furniture, Inc., No. {81463, 2008 WL 4724756 (E.D.
-EAE8 /AO8 ¢th ¢mnnygs8 (AOOEAU EAO Al O OOGAA
(AOOGEAU #ETATT AOA 0 #1 1NmBebyGid Lbnl0dping#NoOD8 08 2 A
3:09-C\+00017-JPB (N.D. W. Va. Mar. 19, 2009).

12 Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 397 (8th Cir. 1987).

131d. at 400.

14 See Toho Co. v. William Morrow & Co., 33 F. Supp. 2d 1206, 1206, 1212 (C.D.
Cal. 1998)

15 Heisman Trophy Trust v. Smack Apparel Co., No. 08 Civ. 9153(VM), 2009 WL
2170352, at *5 (S.D.N.Y. July 17, 2009). Smack Apparel produced several such T
OEEOOOh ETAI OAETI C TTA OEAO OOAOOEOOOAA OEA i
and was printed in thecolors of the University of Florida, clearly to promote Florida
NOAOOAOAAAE 4EI &dednack®pardl BawdiiE ASUATIdeS Tailer
Newsletter (LSU Trademark Licensing, Baton Rouge, La.), Jan. 30, 2009, at 6.

(@}
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selling T-shirts that used university colors and made oblique references to those

O1l EOAOOEOEAOGS A& 1 OAAI 1T OAAI O AAAAOOA OEA A1 O0C
OEA AT 1 O0i d&v@énGhe TEEBOBO AT A OEA 51 EOAOOEOEAOG
OEAO 31 AAE | bPAOAT OET OAT +r AAAY 16 GéspechEOAAOI U E
3Dl OOOxAAO xAO AATEAA OACEOOOAOQEIT 1T &£ 02! 4%$
xI T AT860 Al T OEET C 11 OHméuld®edorfused intd thidking AT T OO1 AOO
the Motion Picture Association of America sponsored the clothés. A street

musician who plays guitar in New York while (nearly) naked was permitted to

pursue his claim against Mars on the theory consumers would assume he sgored

M&Ms candies, since Mars advertised M&Ms with a (naked) blue M&M playing a

guitar.1®8 A legitimate reseller of dietary supplements lost its motion for summary

EOACi ATO ET A OOEO AU OEA OODPDI AiI AT 606 AOAT A
the reseller might have confused consumers into thinking it was affiliated with the

brand owner when it purchased ad space on Google and truthfully advertised the

availability of the supplements!® Amoco persuaded a court that consumers might

believe it sponsored Rainbe 31T 1T xADT AOHh 11 60601 U AAAAOOA 2AET A
OET PO xAOA 1TAAOAA ET OEA OAI A AORBFeAO OT I A 1,
National Football League successfully sued the state of Delaware for running a

lottery based on point spreads in NFL gamesyen though the Lottery never used

the NFL name or any of its marks for the purpose of identifying or advertising its

16 Bd. of Supervisors for La. Staterliv. Agric. & Mech. Coll. v. Smack Apparel Co.,
550 F.3d 465, 484 (5th Cir. 2008).
7.7 OET 1T OEAOOOA 1! 00661 1 4&# 118 YT A8 08 2A0ODPAI
(BNA) 1555, 1564 (T.T.A.B. 2007).
18 Burck v. Mars, Inc., 571 F. Supp. 2d 446 (S.D.N.Y. 2008) (lkET C - AOOS
iTOEIT O AEOI EOO DI AET OEAEAGO £EAI OA AT AT OOAIT Al
19 Standard Process, Inc. v. Total Health Discount, Inc., 559 F. Supp. 2d 932, 941
(E.D. Wis. 2008).
20 Amoco Qil Co. v. Rainbow Snow, 748 F.2d 556, 559 (10th Cir. 1984). Rainbow
Snow sold ts snow cones from fourteen round, terby-six-foot booths, which were
blue with a 180-degree, redorange-yellow-green rainbow appearing on the upper
EAl £ 1T £ OEA ZAAA 1T &£ OEA Ai 1T OE AT A POITi ETATOIU
white letters below the OAET AT x8 ) A8 AO vuvux8 3ECTI O AO !'i1AI
AEODPI AUAA OEA x1 OA O2AET AT 6 ET xEEOAh xEOE Ol
background and below a regorange-yellow-blue truncated rainbow logo.Id.
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games®4 EA AT OO0 xAO DPAOOOAAARAA OEAO OEA AAOOEI ¢ A
games by the names of the cities whose teams were plagimight cause consumers

to believe the NFL sponsored the lottery gam&. And the owners of a Texas golf

course that replicated famous golf holes from around the world were forced to

change their course because one of the holes was, in the view of the Fihcuit, too

similar to the corresponding South Carolina golf hole it mimickeé?

Whatever fraction of the total universe of trademark cases these cases
constitute, there are enough of them that recipients of cease and desist letters from
mark owners have b take the objections seriously. Indeed many simply cave in and
change their practices rather than face the uncertainty of a lawsuit. The producers
of the TV showFelicity changed the name of the university attended by characters
on the show after New YorKUniversity, the school originally referenced, objected to
the depiction of those students as sexually activ&. The producers of a movie
originally titled Stealing Stanfordchanged the title of their movie after Stanford

21 NFL v. Governor of Del., 435 F. Supp. 1371376, 1380-81 (D. Del. 1977). The
1T O00AOU CAI A xAO AAIT T AA O3AT OAAT AOAe AT A OEA
O0&i T OAAT1T "11060h6 041 OAIEALI1380.ho6 AT A 041 OAEAT x1
22 The cards on which the customers of the Delaware Lottery marked their
betii ¢ AET EAAO EAAT OEEZEAA OEA 1TA@O xAAESGO . &, £
cities whose NFL teams were scheduled to compete against each other (e.g.,
Washington v. Baltimore).ld. The parties stipulated that, in the context in which
they appeared, thesggeographic names were intended to refer to, and consumers
understood them to refer to, particular NFL football teams. Id. This was enough for
OEA A1 60O Oi ~EET A ODPITO1I OOEEDP 1O AEEEI EAOGET T |
day and age when professioal sports teams franchise pennants, teeshirts, helmets,
drinking glasses and a wide range of other products, a substantial number of people
believe, if not told otherwise, that one cannot conduct an enterprise of this kind
xEQET 00 . & ,d. shB&.Ohelduit Berefore entered a limited injunction
OOANOGEOET ¢ OEA ,1 OOAOU $EOAAOT O O ETAIOAA 11
other materials prepared for public distribution a clear and conspicuous statement
that Scoreboard [was] not associateé with or authorized by the National Football
, AACIOA8
23 Pebble Beach Co. v. Tour 18 | Ltd., 155 F.3d 526, 526 (5th Cir. 1998).
24 Sara Lipka,PG13? Not This College. Or That One. Q€H{RON HIGHEREDUC,
June 26, 2009, at 1; William McGeverafrademarks, Movies, and the Clearance
Culture, Info/Law, July 2, 20009, http://
blogs.law.harvard.edu/infolaw/2009/07/02/tm -movie-clearance/.
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51 EOAOOEOU 1 AE A#&dyAnd, widdh cettérdll ori a stdedt it stole
money to pay tuitionzs) 06 O DI OOEATI A OEAO OEA DOI AGAAOO 1 £
xI Ol A EAOA EAA 1 ACEOEI AOA AAEAT OAO EAA OEAU A
names despite the objections, but in lighof the case law outlined above, neither was
willing to defend its right to refer to real places in their fictional storylines2é And
anecdotes like these are becoming depressingly common. Production of the film
Moneybalh xEEAE xAO AAOAA bebtbelling prafite fofA Oaklandd x E 08 O
Athletics General Manager Billy Beane, was halted just days before shooting was set
01 AAcCeEl ET DPAOO AAAAOOA - AET O , AACOA " AOAAAII
of baseball and therefore objected to use of its tradeanks in the film27 Apparently
Major League Baseball believes it can control the content of any film that refers to
real baseball teams.

What unifies all the cases that have given these creators such pause is that
courts found actionable confusion notwithsAT AET ¢ OEA EAAO OEAO Al 1 00I

bl OOEAI U EAOA AAAT AT 1T £#O0OCAA AAT OO 6BA AAOOAI O

Though many of the examples provided in the Lemley & McKenna excerpt
evidence se&ere overreach by trademark owners, there are of course
counterexamplesin which most would agree that trademark ownersshould have
every right to seek to prevent association or affiliation confusion. For example,
consumers might care strongly about whetbr a company is truthfully declaring
itself to bean O/ AAEAEA]T 3DI 1T 01 O 1 Aan®F AEAEAERA] / 13BN DOA 04,
OEA 51 EOAA 30A0AO 711 AT 60 . AOGETT AT 4AAl O

In the following case, Board of Supervisors for Louisiana State University
Agricultural & Mechanical College v. Smack Apparel, G50 F.3d 465 (5th Cir. 2008),
parts of which were excerpted in Part I.A.1.bthe Fifth Circuit addressed the
argument that consumers do not care if the merchandise they purchase is

25 McGeveran,supra. Apparently Harvard was less troubled about a student
being depicted as having stolen money to paigs tuition: the movie was retitled
Stealing Harvard
26 See alsov/ince Horiuchi,( "/ $EODOOAO 4O0AAAI AOEhY 1 £OET CAI
SALT LAKE TRIB., July 8, 2009 (discussing a lawsuit filed by the University of Utah
over the three-second depiction of a fional research report bearing the University
of Utah logo).
21 Michael Cieply Despite Big Names, Prestige Film Falls Througty TIMES July
2, 2009, at B1.
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authorized. The plaintiffs Louisiana State University, the University of Oklahoma,
Ohio State University, the University of Southern California, and Collegiate Licensing
Company (the official licensing agent for the universities) brought suit against
defendant Smack Apparel for its unauthozed sale of apparel bearing the

Ol EOAOOEOEAOGSE AT 11 00 AT A OAOET OO DPOET OAA 1 AOGO
i AGO 110 AAAOET ¢ OEA Ol E BReORasieEDiSOiId ofl AT A0 T O
, T OEOEAT A COAT OAA OEA bl AET QrouEdmOissueiof OET T A&l O

trademark infringement. The Fifth Circuit affirmed. Excerpted here is the Fifth
#EOAOEOGB O doisin®iO firéididnde, inl céEtain situations, for authorized
merchandise

Board of Supervisors for Louisiana State University Agric ultural & Mechanical
College v. Smack Apparel Co.
550 F.3d 465, 484-485 (5th Cir. 2008)

REAVLEY, Circuit Judge:
8
[1] Smack contends that there is no evidence that consumers care one way or
the other whether t-shirts purchased for wear at a football game are officially
licensed and that, absent evidence that consumers prefer licensed merchandise, it
was error for the district court to conclude there was a likelihood of confusion.
Smack relies in pat on our decision inSupreme Assembly, Order of Rainbow for Girls
v. J.H. Ray Jewelry Compahige F.2d 1079 (5th Cir.1982).The context of that case is
different from the instant case.
[2] In Rainbowfor Girls,a fraternal organization and its official jeweler sued a
OAOGAEI AO &I O OOAAATI AOE ET £ZOET CAI AT O AAOGAA 11
OEA 1 OCAT EUAGEI T80 OACEOOA OArdanidatodjéneiry0 OOAEAOAOC
market bought jewdry to show membership and status in the organizationld. at
1084. 7A OPEAI A OEA AEOOOEAO A1 00060 £ETAETC 1
AT T Al OAET ¢ OEAO Ofr OYEA ZAAO OEAO POOAEAOGAOO b
result of the presence of the Raintaw emblem does not compel the conclusion that
they did so believing that the jewelry was in any way endorsed, sponsored,
approved or otherwise associated with RainbowCE OAT OEA Ad6I&OO8 0O AET Al
(emphasis added). The district court had held that thae was no historic custom or
practice specific to Rainbow jewelry or to the fraternal jewelry industry that
2AET AT x EAxA1T OU AT OI A AA 1 AT OEAAOGOOAA 111U x
approval. Id. at 1083. Instead, the court noted that fraternal organizatios exercised
little control over the manufacture of jewelry bearing their emblems. Id.
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&OOOEAOI T OAnh OEA AT 60O EAA EAI A OEAO AAAAOOA -
well-advertised and used its own distinctive mark on the jewelry, any jewelry
without that distinctive mark could not cause confusionld. We noted that the
AEOOOEAO AT 600060 £AETAET CO AEOOEI mpédOEAA OEA
Professional Hockey Association v. Dallas Cap & Emblem Manufactudng
[3] In Boston Hockeyx A EAT A OEAO OEA AAZAT AAT O EIT EOE
trademark rights by selling embroidered patches containing the emblems of
professional hockey teams. 510 F.2d 1004 (5th Cir.1975)here, the emblems were
soA £ O OOA Au OEA DPOAI EA O OEI x OAMd1I ACEAT AA ¢
at 1011.We held that the likelihood of confusion requirement was met because the
ARZEAT AAT O AOPI EAAOAA AT A OI1T A OEA AT AT A O OETI
themAO AAET ¢ OEA OAAI 06 OOAAAI AOEOGO6 AT A AAAAOOA
... that the source and origin of the trademark symbols were in plaintiffs satisfies the
OANOGEOAIT Al Oidatito2. OEA AAO8606
[4] Subsequently, inkentucky Fried Chicken Corporation v. Diversified Packaging
Corporation, we recognized thatBoston Hockeymight be read to dispose of the
confusion issue when buyers undoubtedly know that the plaintiff is the source and
origin of amark. 549 F.2d 368, 389 (5th Cir.1977). We reiterated that a showing of
likelihood of confusion was still required.Id. But we noted that the circumstances in
Boston Hockeysupported the likelihood of confusion there insofar as the sale of
DOl AOAOOO IO &E OAOOT AEAOAAG xEOE OEA EI AEAU OAAI
inference that many would believe that the product itself originated with or was
Oil I AET x AT AT OOAA AdIn RdinBolrifor Gir(s ihéA disthid 8oairt
opinion, which we upheld, dso recognized in reference tBoston HockeDEAO O Oj EQO
is not unreasonable to conclude, given the degree to which sports emblems are used
to advertise teams and endorse products, that a consumer seeing the emblem or
name of a team on or associated with good or service would assume some sort of
OPi 1 01 OOEEDP 1 O AOOI AEAOGET 1T AAOxHahbowEA DOIT AOAC
Girls, 676 F.2d at 1085.
[5] We agree with this reasoning as applied tdhis case, which is more like
Boston Hockeyhan Rainbow for GirlsWe hold that given the record in this case and
the digits of confusion analysis discussed aboveincluding the overwhelming
AT A OEA AAEAT AAT 660 AAT EOOAA ET OAT O OF AOAAOA
to influence consumers in calling the plaintiffis to mind that the inescapable
conclusion is that many consumers would likely be confused and believénat

exercise stringent control over the use of their marks on apparel through their
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licensing program. It is also undisputed that the Universities annually sell millions of

d 11T A0OO x1 OOE 1T &£ 1 EAAT OAA AppAOAi 8 7A EOOOEAO
desire to associate with college sports teams by wearing teanelated apparel. We

are not persuaded that simply because some consumers might not care whether

or not a consumer cares about official sponsorship is a different question from

whether that consumer would likely believethe product is officially sponsored. For

the foregoing reasonswe conclude that a likelihood of confusion connecting the

DOAOGAT AA 1T &£ OEA 51 EOAOOEOEAOGE [ AOEO AT A OE/
demonstrated in this case.

Questions and Comments

1. Materiality and Consumer Confusion How might courts constrain the

el 1O 1 60 AGPAT OET1T 1T &£ OODPI 1T OI OOEED 1 O AZEEAE]I EAOI

[W]e argue that courts can begin to rein in some of these excesses hy

focusing their attention on confusion that is actually relevant to

purchasing decisions. Uses of a trademathat cause confusion about

actual source or about responsibility for quality will often impact

purchasing decisions, so courts should presume materiality and impose

liability when there is evidence such confusion is likely. Uses alleged to

cause confusbn about more nebulous relationships, on the other hand,

are more analogous to false advertising claims, and those uses should

be actionable only when a plaintiff can prove the alleged confusion is

i ACAOEAT O AT100i AOG6 AAAEOEIT |1 AEET C8
Lemley & McKennaat 416.

5. Initial Interest Confusion

Virgin Enterprises£l AOOAA 11 OPTET O 1T £ OA1I Ad Al 1 £ZOOCEI 1
AO Oi Oi OOAA AO OEA 11T AT O xEAT OEA AT100i AO ¢
services. We turn now to other modes of confusion. & AT T OEAAO EEOOO OE]
ET OAOAOO AT 1T £FOOET T hd xEEAE AAOAmbekh® Ail O0O0I AO
consumer makes apurchasing decision We do so in the context of online shopping
IT 'TAUTT8ATiI 60 xAAOEOA

In reading through the majority opinion anddissent below, considerthe extent
to which trademark law should be not merely reactive to consumer conduct (i.e.,

merely descriptiveof actual consumer conduct), but also normative with respect to
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consumer conduct (i.e., affirmativelyprescriptive of proper consumer conduct). In
other words, on the following facts, should trademark law allow some degree of
confusion in the short term so that consumers can learn in the long term not to be

AT 1 £#OOAA AU 11 AUTT18ATiIi60 AiTAOAOégmeto3 ET Ol A

AEAT CA AT 1 O00i AOOG6 EAAEOQOO EI
shopping venues?

Eil x OEAU
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Multi Time Machine v. Amazon.com
__F.3d __, 2015 WL 4068877 (& Cir. July 6,2015)

BEA, Circuit Judge:

1] 7A AOA AAIT 1T AA ObPI1T O AAOAOIET A xEAOEAO
website infringes a trademark because of the manner in which it responds to a
OET PPAOBO OAAOAE OANOGAOGO I O OEA OOAAAI AOEAA
states together with what its response does not state, determines whether its
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