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II. Trademark Infringement  

 

In this Part, we consider the infringement of trademark rights under certain 

sections of the Lanham Act: 

¶ § 32, 15 U.S.C. § 1114 (likelihood of confusion with respect to registered 

marks) 

¶ § 43(a), 15 U.S.C. § 1125(a) (likelihood of confusion with respect to 

registered or unregistered marks) 

¶ § 43(c), 15 U.S.C. § 1125(c) (likelihood of dilution with respect to registered 

or unregistered marks) 

¶ § 43(d), 15 U.S.C. § 112υɉÄɊ ɉȰÃÙÂÅÒÓÑÕÁÔÔÉÎÇȱ ÏÆ ÒÅÇÉÓÔÅÒÅÄ ÏÒ ÕÎÒÅÇÉÓÔÅÒÅÄ 

marks) 

Note that the test for likelihood of confusion under § 32 is now essentially the 

same as the test for likelihood of confusion under § 43(a), and courts often cite to 

case law under one section interchangeably with case law under the other.  When 

owners of registered marks plead likelihood of confusion, they typically do so under 

both § 32 and § 43(a) in the event that some defect is discovered in their 

registration.  Such plaintiffs may also plead under both sections in order to avail 

themselves of the slightly broader language of § 43(a), though, again, courts 

typically treat § 32 and § 43(a) as essentially interchangeable. 

Courts have set forth the elements of a trademark infringement claim in a 

variety of ways.  For example, with respect to a claim based on a likelihood of 

confusion under either or both of § 32 and § 43(a), courts have stated: 

¶ Ȱɍ4ɎÏ ÓÕÃÃÅÅÄ ÉÎ Á ,ÁÎÈÁÍ !ÃÔ ÓÕÉÔ ÆÏÒ ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔȟ Á ÐÌÁÉÎÔÉÆÆ 

has two obstacles to overcome: the plaintiff must prove that its mark is 

entitled to protection and, even more important, that the defendant's use of 

ÉÔÓ Ï×Î ÍÁÒË ×ÉÌÌ ÌÉËÅÌÙ ÃÁÕÓÅ ÃÏÎÆÕÓÉÏÎ ×ÉÔÈ ÐÌÁÉÎÔÉÆÆͻÓ ÍÁÒËȢȱ Gruner + Jahr 

USA Publ'g v. Meredith Corp., 991 F.2d 1072, 1074 (2d Cir.1993). 

¶ ȰTo prevail on a claim of trademark infringement under the Lanham Act, 15 

U.S.C. § 1114, a party must prove: (1) that it has a protectible ownership 

ÉÎÔÅÒÅÓÔ ÉÎ ÔÈÅ ÍÁÒËȠ ÁÎÄ ɉςɊ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÕÓÅ ÏÆ ÔÈÅ ÍÁÒË ÉÓ ÌÉËÅÌÙ ÔÏ 

cause consumer confusion.ȱ  Network Automation, Inc. v. Advanced Systems 

Concepts, Inc., 638 F.3d 1137, 1144 (9th Cir. 2011) (citations omitted). 

¶ ȰTo establish trademark infringement under the Lanham Act, a plaintiff 

must prove: (1) that it owns a valid mark; (2) that the defendant used the 

mark Ȭin commerceȭ ÁÎÄ ×ÉÔÈÏÕÔ ÐÌÁÉÎÔÉÆÆȭÓ ÁÕÔÈÏÒÉÚÁÔÉÏÎȠ ɉσɊ ÔÈÁÔ ÔÈÅ 

defendant used the mark (or an imitation of it) Ȭin connection with the sale, 



 

Beebe - Trademark Law: An Open-Source Casebook 

 

Part II    4 
 

 

This work is licensed under the Creative Commons Attribution-NonCommercial-ShareAlike 4.0 International License. 

 To view a copy of this license, visit http://creativecommons.org/li censes/by-nc-sa/4.0/ .  V2.0/ 2015-07-20 

offering for sale, distribution, or advertisingȭ of goods or services; and (4) 

that the deÆÅÎÄÁÎÔȭÓ ÕÓÅ ÏÆ ÔÈÅ ÍÁÒË ÉÓ ÌÉËÅÌÙ ÔÏ ÃÏÎÆÕÓÅ ÃÏÎÓÕÍÅÒÓȢȱ Rosetta 

Stone v Google  Rosetta Stone Ltd. v. Google, Inc., 676 F.3d 144, 152 (4th Cir. 

2012) (citations omitted). 

¶ ȰBoth infringement and false designation of origin have five elements. To 

prevail under either cause of action, the trademark holder must prove: (1) 

that it possesses a mark; (2) that the [opposing party] used the mark; (3) 

that the [opposing party's] use of the mark occurred Ȭin commerceȭ; (4) that 

the [opposing party] used the mark Ȭin connection with the sale, offering for 

sale, distribution, or advertisingȭ of goods or services; and (5) that the 

[opposing party] used the mark in a manner likely to confuse consumers.ȱ 

Lamparello v. Falwell, 420 F.3d 309, 313 (4th Cir. 2005) (citations omitted).  

Though the enumerations vary in their level of detail, these statements of the 

elements of a likelihood of confusion claim are all essentially the same. The plaintiff 

must prove that (1) it possesses exclusive rights in a mark and (2) the defendant has 

infringed those exclusive rights.  Our focus in Part II was on the first of these two 

basic elementsɂwhether there is a property right.  Our focus in this Part is on the 

second of these elementsɂwhether that right has been infringed. 

We begin in Part II.A by reviewing the requirement that, in order to be liable for 

ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔȟ Á ÄÅÆÅÎÄÁÎÔ ÍÕÓÔ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË 

ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȣÏÆ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ  7Å ÔÈÅÎ ÔÕÒÎ ÉÎ Part II.B to 

forms of infringement that are based on the likelihood of consumer confusion as to 

ÔÈÅ ÓÏÕÒÃÅ ÏÒ ÓÐÏÎÓÏÒÓÈÉÐ ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÇÏÏÄÓȢ  )Î Part II.C, we consider forms 

of infringement that are not based on consumer confusion, most notably trademark 

dilution.  In Part II.D, we turn to forms of relief for cybersquatting.  Finally, in Part 

II.E, we review the doctrine of secondary liability in trademark law. 

 

A. The Actionable Use Requirement  

 

)Î 0ÁÒÔ )Ȣ# ÁÂÏÖÅȟ ×Å ÁÄÄÒÅÓÓÅÄ ÔÈÅ ÒÅÑÕÉÒÅÍÅÎÔ ÔÈÁÔ Á ÔÒÁÄÅÍÁÒË Ï×ÎÅÒ ȰÕÓÅ 

in commerceȱ ÔÈÅ ÍÁÒË ÉÎ ÏÒÄÅÒ ÔÏ ÅÓÔÁÂÌÉÓÈ ÒÉÇÈÔÓ ÉÎ ÔÈÅ ÍÁÒËȢ  (ÅÒÅȟ ×Å ÃÏÎÓÉÄÅÒ 

ÔÈÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÒÅÑÕÉÒÅÍÅÎÔ ÁÓ ÁÐÐÌÉÅÄ ÎÏÔ ÔÏ Ï×ÎÅÒÓȟ ÂÕÔ ÔÏ ÕÎÁÕÔÈÏÒÉÚÅÄ 

users.  We do so because of the statutory language, shown in italics, in Lanham Act 

§ 32 and § 43(a): 

 

Lanham Act § 32, 15 U.S.C. § 1114 

(1) Any person who shall, without the consent of the registrant-- (a) use 

in commerce any reproduction, counterfeit, copy, or colorable imitation 
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of a registered mark in connection with the sale, offering for sale, 

distribution, or advertising of any goods or services on or in connection 

with which such use is likely to cause confusion, or to cause mistake, or 

ÔÏ ÄÅÃÅÉÖÅȣshall be liable in a civil action by the registrant for the 

remedies hereinafter provided. 

 

Lanham Act § 43(a), 15 U.S.C. § 1125(a) 

(1) Any person who, on or in connection with any goods or services, or 

any container for goods, uses in commerce any word, term, name, 

symbol, or device, or any combination thereof, or any false designation 

of origin, false or misleading description of fact, or false or misleading 

representation of fact, which--(A) is likely to cause confusion, or to 

ÃÁÕÓÅ ÍÉÓÔÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅȣÓÈÁÌÌ ÂÅ ÌÉÁÂÌÅ in a civil action by any 

person who believes that he or she is or is likely to be damaged by such 

act. 

 

Thus, for a defendant to be found liable, § 32 requires a showing that the defendant 

ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË Ȱin connection with the sale, 

offering for sale, distribution, or advertising of any goods or services,ȱ and § 43(a) 

ÒÅÑÕÉÒÅÓ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ȰÕÓÅɍɎ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ  

with any goods or services, or any container for goodsȢȱ  ɉ,ÁÎÈÁÍ !ÃÔ ɘ τσɉÃɊȟ 

addressing trademark dilution, similarly requires a showing that the defendant 

mÁÄÅ Á ȰÕÓÅ ÏÆ Á ÍÁÒË ÏÒ ÔÒÁÄÅ ÎÁÍÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςυɉÃɊɉρɊȢ  3ÅÅ 

Comment 2 at the conclusion of Part II.A.2 for a discussion of this language).  

#ÏÕÒÔÓ ÈÁÖÅ ÁÎÁÌÙÚÅÄ ÔÈÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÌÁÎÇÕÁÇÅ ÄÉÆÆÅÒÅÎÔÌÙ ÆÒÏÍ ÈÏ× 

ÔÈÅÙȭÖÅ ÁÎÁÌÙÚÅÄ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈȱ ÌÁÎÇÕÁÇÅȢ  7Å ÔÕÒÎ ÆÉÒÓÔ ÔÏ ÔÈÅ ÑÕÅÓÔÉÏÎ ÏÆ 

ÄÅÆÅÎÄÁÎÔȭÓ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ 

 

1. $ÅÆÅÎÄÁÎÔȭÓ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ 

 

It is clear enough that the various infringement sections of the Lanham Act all 

ÒÅÑÕÉÒÅ Á ÓÈÏ×ÉÎÇ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÈÁÓ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȟȱ ÉÆ ÏÎÌÙ ÔÏ 

satisfy the constitutional limitation on Congressional power,  but what constitutes 

ÓÕÃÈ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱȩ  !Ó ×Å ÄÉÓÃÕÓÓÅÄ ÉÎ 0ÁÒÔ )Ȣ#ȟ ,ÁÎÈÁÍ !ÃÔ ɘ τυȟ ρυ 5Ȣ3Ȣ#Ȣ ɘ 

1127, offers a definition of this phrase: 

4ÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÍÅÁÎÓ ÔÈÅ ÂÏÎÁ ÆÉÄÅ ÕÓÅ ÏÆ Á ÍÁÒË ÉÎ ÔÈÅ 

ordinary course of trade, and not made merely to reserve a right in a 
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mark. For purposes of this Act, a mark shall be deemed to be in use in 

commerceɂ 

(1) on goods when-- 

(A) it is placed in any manner on the goods or their containers or the 

displays associated therewith or on the tags or labels affixed thereto, 

or if the nature of the goods makes such placement impracticable, 

then on documents associated with the goods or their sale, and 

(B)the goods are sold or transported in commerce, and  

(2) on services when it is used or displayed in the sale or advertising of 

services and the services are rendered in commerce, or the services are 

rendered in more than one State or in the United States and a foreign 

country and the person rendering the services is engaged in commerce 

in connection with the services. 

The obvious problem, however, is that this definition appears to describe the 

ËÉÎÄ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÎÅÃÅÓÓÁÒÙ ÔÏ ÅÓÔÁÂÌÉÓÈ ÔÒÁÄÅÍÁÒË ÒÉÇÈÔÓ ÒÁÔÈÅÒ ÔÈÁÎ the 

ËÉÎÄ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÎÅÃÅÓÓÁÒÙ ÔÏ ÉÎÆÒÉÎÇÅ ÔÈÏÓÅ ÒÉÇÈÔÓȢ  )Î ÔÈÅ ÏÐÉÎÉÏÎ ÂÅÌÏ×ȟ 

Rescuecom Corp. v. Google Inc., 562 F.3d 123 (2d Cir. 2009), the Second Circuit went 

to great lengths to arrive at this rather straightforward understanding of the § 45 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ  )Ô ÆÅÌÔ ÔÈÅ ÎÅÅÄ ÔÈÏÒÏÕÇÈÌÙ ÔÏ ÃÏÎÓÉÄÅÒ ÔÈÅ ÉÓÓÕÅ 

because in a previous opinion, 1ɀ800 Contacts, Inc. v. WhenU.Com, Inc., 414 F.3d 400 

(2d Cir.2005), it had somehow failed to recognize that § 45 was designed to address 

only the conduct of trademark owners rather than that of trademark infringers.  

Rescuecom became one long, extended effort in trying to maintain appearances.  In 

reading through Rescuecom, consider the following questions: 

¶ What is the underlying policy concern that is animating this technical, even 

ÒÁÔÈÅÒ ÐÅÄÁÎÔÉÃ ÄÅÂÁÔÅ ÁÂÏÕÔ ÔÈÅ ÍÅÁÎÉÎÇ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱȩ 

¶ Has the Second Circuit explicitly overruled its previous decision in 1-800 

Contacts?  What is the status of RescuecomȭÓ !ÐÐÅÎÄÉØȩ  7ÈÁÔ ÄÏÅÓ ÉÔ ÍÅÁÎ 

that, as the Rescuecom ÏÐÉÎÉÏÎ ÅØÐÌÁÉÎÓȟ ȰɍÔɎhe judges of the 1ɀ800 panel 

have read this Appendix and have authorized us to state that they agree 

with itȱȩ 

¶ )Æ Á ÓÅÁÒÃÈ ÅÎÇÉÎÅ ÕÓÅÒ ÅÎÔÅÒÓ ÔÈÅ ×ÏÒÄ Ȱ!ÐÐÌÅȱ ÁÎÄ ÒÅÃÅÉÖÅÓ 

advertisements for Android phones, has the search engine itself made a 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ !ÐÐÌÅȭÓ ÍÁÒËȩ  !ÓËÅÄ perhaps another way, if a 

restaurant has given written instructions to its employees to respond to a 

ÃÏÎÓÕÍÅÒȭÓ ÏÒÄÅÒ ÆÏÒ 0ÅÐÓÉ ×ÉÔÈ ÔÈÅ ÓÔÁÔÅÍÅÎÔ Ȱ7Å ÏÆÆÅÒ #ÏËÅȱȟ ÈÁÓ the 

restaurant ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ Pepsi mark that could be the 

basis for an infringement cause of action? 
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Rescuecom Corp. v. Google Inc. 

562 F.3d 123 (2d Cir. 2009)  

 

LEVAL, Circuit Judge: 

[1] Appeal by Plaintiff Rescuecom Corp. from a judgment of the United States 

District Court for the Northern District of New York (Mordue, Chief Judge) 

dismissing its action against Google, Inc., under Rule 12(b)(6) for failure to state a 

claim upon which relief may be granted. Rescuecom's Complaint alleges that Google 

is liable under §§ 32 and 43 of the Lanham Act, 15 U.S.C. §§ 1114 & 1125, for 

infring ement, false designation of origin, and dilution of Rescuecom's eponymous 

trademark. The district court believed the dismissal of the action was compelled by 

our holding in 1ɀ800 Contacts, Inc. v. WhenU.Com, Inc., 414 F.3d 400 (2d Cir.2005) 

ɉȰ1ɀ800ȱɊȟ ÂÅÃÁÕÓÅȟ ÁÃÃÏÒÄÉÎÇ ÔÏ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔͻÓ ÕÎÄÅÒÓÔÁÎÄÉÎÇ ÏÆ ÔÈÁÔ ÏÐÉÎÉÏÎȟ 

ResÃÕÅÃÏÍ ÆÁÉÌÅÄ ÔÏ ÁÌÌÅÇÅ ÔÈÁÔ 'ÏÏÇÌÅͻÓ ÕÓÅ ÏÆ ÉÔÓ ÍÁÒË ×ÁÓ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ 

within the meaning of § 45 of the Lanham Act, 15 U.S.C. § 1127. We believe this 

misunderstood the holding of 1ɀ800. While we express no view as to whether 

Rescuecom can prove a Lanham Act violation, an actionable claim is adequately 

alleged in its pleadings. Accordingly, we vacate the judgment dismissing the action 

and remand for further proceedings. 

 

BACKGROUND 

[2] As this appeal follows the grant of a motion to dismiss, we must take as true 

the facts alleged in the Complaint and draw all reasonable inferences in favor of 

Rescuecom. Lentell v. Merrill Lynch & Co., Inc., 396 F.3d 161, 165 (2d Cir.2005). 

Rescuecom is a national computer service franchising company that offers on-site 

computer services and sales. Rescuecom conducts a substantial amount of business 

over the Internet and receives between 17,000 to 30,000 visitors to its website each 

month. It also advertises over the Internet, using many web-based services, 

includÉÎÇ ÔÈÏÓÅ ÏÆÆÅÒÅÄ ÂÙ 'ÏÏÇÌÅȢ 3ÉÎÃÅ ρωωψȟ Ȱ2ÅÓÃÕÅÃÏÍȱ has been a registered 

federal trademark, and there is no dispute as to its validity. 

[3] Google operates a popular Internet search engine, which users access by 

visiting www.google.com. Using Google's website, a person searching for the 

website of a particular entity in trade (or simply for information about it) can enter 

that entity's name or trademark into Google's search engine and launch a search. 

Google's proprietary system responds to such a search request in two ways. First, 

Google provides a list of links to websites, ordered in what Google deems to be of 

descending relevance to the user's search terms based on its proprietary algorithms. 
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Google's search engine assists the public not only in obtaining information about a 

provider, but also in purchasing products and services. If a prospective purchaser, 

looking for goods or services of a particular provider, enters the provider's 

trademark as a search term on Google's website and clicks to activate a search, 

within seconds, the Google search engine will provide on the searcher's computer 

screen a link to the webpage maintained by that provider (as well as a host of other 

links to sites that Google's program determines to be relevant to the search term 

entered). By clicking on the link of the provider, the searcher will be directed to the 

provider's website, where the searcher can obtain information supplied by the 

provider about its products and services and can perhaps also make purchases from 

the provider by placing orders. 

[4] The second way Google responds to a search request is by showing context-

based advertising. When a searcher uses Google's search engine by submitting a 

search term, Google may place advertisements on the user's screen. Google will do 

so if an advertiser, having determined that its ad is likely to be of interest to a 

searcher who enters the particular term, has purchased from Google the placement 

of its ad on the screen of the searcher who entered that search term. What Google 

places on the searcher's screen is more than simply an advertisement. It is also a 

link to the advertiser's website, so that in response to such an ad, if the searcher 

clicks on the link, he will open the advertiser's website, which offers not only 

additional information about the advertiser, but also perhaps the option to purchase 

the goods and services of the advertiser over the Internet. Google uses at least two 

programs to offer such context-based links: AdWords and Keyword Suggestion Tool. 

[5] AdWords is Google's program through which advertisers purchase terms 

(or keywords). When entered as a search term, the keyword triggers the appearance 

of the advertiser's ad and link. An advertiser's purchase of a particular term causes 

the advertiser's ad and link to be displayed on the user's screen whenever a 

searcher launches a Google search based on the purchased search term.1 Advertisers 

ÐÁÙ 'ÏÏÇÌÅ ÂÁÓÅÄ ÏÎ ÔÈÅ ÎÕÍÂÅÒ ÏÆ ÔÉÍÅÓ )ÎÔÅÒÎÅÔ ÕÓÅÒÓ ȰÃÌÉÃËȱ ÏÎ ÔÈÅ 

advertisement, so as to link to the advertiser's website. For example, using Google's 

AdWords, Company Y, a company engaged in the business of furnace repair, can 

cause Google to display its advertisement and link whenever a user of Google 

launches a search based on the search termȟ ȰÆÕÒÎÁÃÅ ÒÅÐÁÉÒȢȱ #ÏÍÐÁÎÙ 9 ÃÁÎ ÁÌÓÏ 

cause its ad and link to apÐÅÁÒ ×ÈÅÎÅÖÅÒ Á ÕÓÅÒ ÓÅÁÒÃÈÅÓ ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ#ÏÍÐÁÎÙ 8ȟȱ 

                                                             
1 Although we generally refer to a single advertiser, there is no limit on the 

number of advertisers who can purchase a particular keyword to trigger the 

appearance of their ads. 
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a competitor of Company Y in the furnace repair business. Thus, whenever a 

searcher interested in purchasing furnace repair services from Company X launches 

a search of the term X (Company X's trademark), an ad and link would appear on the 

searcher's screen, inviting the searcher to the furnace repair services of X's 

competitor, Company Y. And if the searcher clicked on Company Y's link, Company 

Y's website would open on the searcher's screen, and the searcher might be able to 

order or purchase Company Y's furnace repair services. 

[6] In addition to AdWords, Google also employs Keyword Suggestion Tool, a 

program that recommends keywords to advertisers to be purchased. The program 

is designed to improve the effectiveness of advertising by helping advertisers 

identify keywords related to their area of commerce, resulting in the placement of 

their ads before users who are likely to be responsive to it. Thus, continuing the 

example given above, if Company Y employed Google's Keyword Suggestion Tool, 

ÔÈÅ 4ÏÏÌ ÍÉÇÈÔ ÓÕÇÇÅÓÔ ÔÏ #ÏÍÐÁÎÙ 9 ÔÈÁÔ ÉÔ ÐÕÒÃÈÁÓÅ ÎÏÔ ÏÎÌÙ ÔÈÅ ÔÅÒÍ ȰÆÕÒÎÁÃÅ 

ÒÅÐÁÉÒȱ ÂÕÔ ÁÌÓÏ ÔÈÅ ÔÅÒÍ Ȱ8ȟȱ ÉÔÓ ÃÏÍÐÅtitor's brand name and trademark, so that Y's 

ad would appear on the screen of a searcher who searched Company X's trademark, 

seeking Company X's website. 

[7] Once an advertiser buys a particular keyword, Google links the keyword to 

that advertiser's advertisement. The advertisements consist of a combination of 

content and a link to the advertiser's webpage. Google displays these 

advertisements on the search result page either in the right margin or in a 

horizontal band immediately above the column of relevance-based search results. 

These advertiseÍÅÎÔÓ ÁÒÅ ÇÅÎÅÒÁÌÌÙ ÁÓÓÏÃÉÁÔÅÄ ×ÉÔÈ Á ÌÁÂÅÌȟ ×ÈÉÃÈ ÓÁÙÓ ȰÓÐÏÎÓÏÒÅÄ 

ÌÉÎËȢȱ 2ÅÓÃÕÅÃÏÍ ÁÌÌÅÇÅÓȟ ÈÏ×ÅÖÅÒȟ ÔÈÁÔ Á ÕÓÅÒ ÍÉÇÈÔ ÅÁÓÉÌÙ ÂÅ ÍÉÓÌÅÄ ÔÏ ÂÅÌÉÅÖÅ ÔÈÁÔ 

the advertisements which appear on the screen are in fact part of the relevance-

based search result and that the appearance of a competitor's ad and link in 

response to a searcher's search for Rescuecom is likely to cause trademark 

confusion as to affiliation, origin, sponsorship, or approval of service. This can occur, 

according to the Complaint, because Google fails to label the ads in a manner which 

would clearly identify them as purchased ads rather than search results. The 

Complaint alleges that when the sponsored links appear in a horizontal bar at the 

top of the search results, they may appear to the searcher to be the first, and 

therefore the most relevant, entries responding to the search, as opposed to paid 

advertisements. 

[8] Google's objective in its AdWords and Keyword Suggestion Tool programs is 

to sell keywords to advertisers. Rescuecom alleges that Google makes 97% of its 

revenue from selling advertisements through its AdWords program. Google 
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therefore has an economic incentive to increase the number of advertisements and 

links that appear for every term entered into its search engine. 

[9] Many of Rescuecom's competitors advertise on the Internet. Through its 

Keyword Suggestion Tool, Google has recommended the Rescuecom trademark to 

Rescuecom's competitors as a search term to be purchased. Rescuecom's 

competitors, some responding to Google's recommendation, have purchased 

Rescuecom's trademark as a keyword in Google's AdWords program, so that 

whenever a user launches a search ÆÏÒ ÔÈÅ ÔÅÒÍ Ȱ2ÅÓÃÕÅÃÏÍȟȱ ÓÅÅËÉÎÇ ÔÏ ÂÅ 

connected to Rescuecom's website, the competitors' advertisement and link will 

appear on the searcher's screen. This practice allegedly allows Rescuecom's 

competitors to deceive and divert users searching for Rescuecom's website. 

According to Rescuecom's allegations, when a Google user launches a search for the 

ÔÅÒÍ Ȱ2ÅsÃÕÅÃÏÍȱ ÂÅÃÁÕÓÅ ÔÈÅ ÓÅÁÒÃÈÅÒ ×ÉÓÈÅÓ ÔÏ ÐÕÒÃÈÁÓÅ 2ÅÓÃÕÅÃÏÍͻÓ ÓÅÒÖÉÃÅÓȟ 

links to websites of its competitors will appear on the searcher's screen in a manner 

likely to cause the searcher to believe mistakenly that a competitor's advertisement 

(and website link) is sponsored by, endorsed by, approved by, or affiliated with 

Rescuecom. 

[10] The District Court granted Google's 12(b)(6) motion and dismissed 

Rescuecom's claims. The court believed that our 1ɀ800 decision compels the 

conclusion that Google's allegedly infringing activity does not involve use of 

Rescuecom's mark in commerce, which is an essential element of an action under 

the Lanham Act. The district court explained its decision saying that even if Google 

employed Rescuecom's mark in a manner likely to cause confusion or deceive 

searchers into believing that competitors are affiliated with Rescuecom and its 

mark, so that they believe the services of Rescuecom's competitors are those of 

Rescuecom, Google's acÔÉÏÎÓ ÁÒÅ ÎÏÔ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ 

because the competitor's advertisements triggered by Google's programs did not 

exhibit Rescuecom's trademark. The ÃÏÕÒÔ ÒÅÊÅÃÔÅÄ ÔÈÅ ÁÒÇÕÍÅÎÔ ÔÈÁÔ 'ÏÏÇÌÅ ȰÕÓÅÄȱ 

Rescuecom's mark in recommending and selling it as a keyword to trigger 

competitor's advertisements because the court read 1ɀ800 to compel the conclusion 

that this was an internal use and therefore cannot be Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÕÎÄÅÒ ÔÈÅ 

Lanham Act. 

 

DISCUSSION 

[11] Ȱ4ÈÉÓ #ÏÕÒÔ ÒÅÖÉÅ×Ó de novo a district court's grant of a motion to dismiss 

ÐÕÒÓÕÁÎÔ ÔÏ &ÅÄÅÒÁÌ 2ÕÌÅÓ ÏÆ #ÉÖÉÌ 0ÒÏÃÅÄÕÒÅ ρςɉÂɊɉφɊȢȱ PaineWebber Inc. v. Bybyk, 

81 F.3d 1193, 1197 (2d Cir.1996). When reviewing a motion to dismiss, a court must 

ȰÁÃÃÅÐÔ ÁÓ ÔÒÕÅ ÁÌÌ ÏÆ ÔÈÅ ÆÁÃÔÕÁÌ ÁÌÌÅÇÁÔÉÏÎÓ ÓÅÔ ÏÕÔ ÉÎ ÐÌÁÉÎÔÉÆÆͻÓ ÃÏÍÐÌÁÉÎÔȟ ÄÒÁ× 
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inferences from those allegations in the light most favorable to plaintiff, and 

construe the complaÉÎÔ ÌÉÂÅÒÁÌÌÙȢȱ Gregory v. Daly, 243 F.3d 687, 691 (2d Cir.2001) 

(citations omitted). 

 

)Ȣ 'ÏÏÇÌÅ΄Ó 5ÓÅ ÏÆ 2ÅÓÃÕÅÃÏÍ΄Ó -ÁÒË 7ÁÓ Á Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ 

[12] Our court ruled in 1ɀ800 that a complaint fails to state a claim under the 

LanÈÁÍ !ÃÔ ÕÎÌÅÓÓ ÉÔ ÁÌÌÅÇÅÓ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÈÁÓ ÍÁÄÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ 

ÐÌÁÉÎÔÉÆÆͻÓ ÔÒÁÄÅÍÁÒË ÁÓ ÔÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÓ ÄÅÆÉÎÅÄ ÉÎ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςχȢ 

The district court believed that this case was on all fours with 1ɀ800, and that its 

dismissal was required for the same reasons as given in 1ɀ800. We believe the cases 

are materially different. The allegations of Rescuecom's complaint adequately plead 

a use in commerce. 

[13] In 1ɀ800, the plaintiff alleged that the defendant infringed the plaintiff's 

trademark through its proprietary software, which the defendant freely distributed 

to computer users who would download and install the program on their computer. 

The program provided contextually relevant advertising to the user by generating 

pop-up advertisements to the user depending on the website or search term the 

user entered in his browser. Id. at 404ɀπυȢ &ÏÒ ÅØÁÍÐÌÅȟ ÉÆ Á ÕÓÅÒ ÔÙÐÅÄ ȰÅÙÅ ÃÁÒÅȱ 

into his browser, the defendant's program would randomly display a pop-up 

advertisement of a company engaged in the field of eye care. Similarly, if the 

searcher launched a search for a particular company engaged in eye care, the 

defendant's program would display the pop-up ad of a company associated with eye 

care. See id. at 412. The pop-up ad appeared in a separate browser window from the 

website the user accessed, and the defendant's brand was displayed in the window 

frame surrounding the ad, so that there was no confusion as to the nature of the 

pop-up as an advertisement, nor as to the fact that the defendant, not the trademark 

owner, was responsible for displaying the ad, in response to the particular term 

searched. Id. at 405. 

[14] Sections 32 and 43 of the Act, which we also refer to by their codified 

designations, 15 U.S.C. §§ 1114 & 1125, inter alia, impose liability for unpermitted 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÁÎÏÔÈÅÒͻÓ ÍÁÒË ×ÈÉÃÈ ÉÓ ȰÌÉËÅÌÙ ÔÏ ÃÁÕÓÅ ÃÏÎÆÕÓÉÏÎȟ ÏÒ ÔÏ ÃÁÕÓÅ 

ÍÉÓÔÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅȟȱ ɘ ρρρτȟ ȰÁÓ ÔÏ ÔÈÅ ÁÆÆÉÌÉÁÔÉÏÎ ȢȢȢ ÏÒ ÁÓ ÔÏ ÔÈÅ ÏÒÉÇÉÎȟ 

sponsorÓÈÉÐ ÏÒ ÁÐÐÒÏÖÁÌ ÏÆ ÈÉÓ ÏÒ ÈÅÒ ÇÏÏÄÓ ɍÏÒɎ ÓÅÒÖÉÃÅÓ ȢȢȢ ÂÙ ÁÎÏÔÈÅÒ ÐÅÒÓÏÎȢȱ ɘ 

1125(a)(1)(A). The 1ɀ800 ÏÐÉÎÉÏÎ ÌÏÏËÅÄ ÔÏ ÔÈÅ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ÔÈÅ ÔÅÒÍ ȰÕÓÅ ÉÎ 

comÍÅÒÃÅȱ ÐÒÏÖÉÄÅÄ ÉÎ ɘ τυ ÏÆ ÔÈÅ !ÃÔȟ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςχȢ 4ÈÁÔ ÄÅÆÉÎÉÔÉÏÎ ÐÒÏÖÉÄÅÓ ÉÎ 

part that ȰÁ ÍÁÒË ÓÈÁÌÌ ÂÅ ÄÅÅÍÅÄ ÔÏ ÂÅ ÉÎ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅ ȢȢȢ ɉςɊ ÏÎ ÓÅÒÖÉÃÅÓ ×ÈÅÎ 

it is used or displayed in the sale or advertising of services and the services are 
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ÒÅÎÄÅÒÅÄ ÉÎ ÃÏÍÍÅÒÃÅȢȱ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςχȢ2 Our court found that the plaintiff failed to 

show that tÈÅ ÄÅÆÅÎÄÁÎÔ ÍÁÄÅ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆͻÓ ÍÁÒËȟ ×ÉÔÈÉÎ 

that definition. 

[15] At the outset, we note two significant aspects of our holding in 1ɀ800, 

which distinguish it from the present case. A key element of our court's decision in 

1ɀ800 was that under the plaintiff's allegations, the defendant did not use, 

reproduce, or display the plaintiff's mark at all. The search term that was alleged to 

trigger the pop-up ad was the plaintiff's website address. 1ɀ800 noted, 

notwithstanding the similarities between the website address and the mark, that the 

website address was not used or claimed by the plaintiff as a trademark. Thus, the 

transactions alleged to be infringing were not transactions involving use of the 

plaintiff 's trademark. Id. at 408ɀ09.3 1ɀ800 suggested in dictum that is highly 

relevant to our case that had the defendant used the plaintiff's trademark as the 

trigger to pop-up an advertisement, such conduct might, depending on other 

elements, have been actionable. 414 F.3d at 409 & n. 11. 

[16] Second, as an alternate basis for its decision, 1ɀ800 explained why the 

defendant's program, which might randomly trigger pop-up advertisements upon a 

searcher's input of the plaintiff's website aÄÄÒÅÓÓȟ ÄÉÄ ÎÏÔ ÃÏÎÓÔÉÔÕÔÅ Á ȰÕÓÅ ÉÎ 

comÍÅÒÃÅȟȱ ÁÓ ÄÅÆÉÎÅÄ ÉÎ ɘ ρρςχȢ Id. at 408ɀ09. In explaining why the plaintiff's 

ÍÁÒË ×ÁÓ ÎÏÔ ȰÕÓÅÄ ÏÒ ÄÉÓÐÌÁÙÅÄ ÉÎ ÔÈÅ ÓÁÌÅ ÏÒ ÁÄÖÅÒÔÉÓÉÎÇ ÏÆ ÓÅÒÖÉÃÅÓȟȱ 1ɀ800 

pointed out that, under the defendant's program, advertisers could not request or 

purchase keywords to trigger their ads. Id. at 409, 412. Even if an advertiser wanted 

to display its advertisement to a searcher using the plaintiff's trademark as a search 

term, the defendant's program did not offer this possibility. In fact, the defendant 

                                                             
2 The Appendix to this opinion discusses the applicability of § 1127's definition 

ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÏ ÓÅÃÔÉÏÎÓ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÐÒÏÓÃÒÉÂÉÎÇ ÉÎÆÒÉÎÇÅÍÅÎÔȢ 
3 We did not imply in 1ɀ800 that a website can never be a trademark. In fact, the 

opposite is true. See Trademark Manual of Examining Procedures § 1209.03(m) (5th 

ÅÄȢ ςππχɊ ɉȰ! ÍÁÒË ÃÏÍÐÒÉÓÅÄ ÏÆ ÁÎ )ÎÔÅÒÎÅÔ ÄÏÍÁÉÎ ÎÁÍÅ ÉÓ ÒÅÇÉÓÔÒÁÂÌÅ ÁÓ Á 

trademark or service mark only if it functions as an identifier of the source of goods 

ÏÒ ÓÅÒÖÉÃÅÓȢȱɊȠ see also Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, 112 

S.Ct. 2753, 120 L.Ed.2d 615 (1992) (Section 43(a) of the Lanham Act protects 

unregistered trademarks as long as the mark could qualify for registration under the 

Lanham Act.); Thompson Med. Co., Inc. v. Pfizer Inc., 753 F.2d 208, 215ɀ216 (2d 

Cir.1985) (same). The question whether the plaintiff's website address was an 

unregistered trademark was never properly before the 1ɀ800 court because the 

plaintiff did not claim that it used its website address as a trademark. 
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ȰÄÉÄ ÎÏÔ ÄÉsclose the proprietary contents of [its] directory to its advertising 

ÃÌÉÅÎÔÓȢȢȢȢȱ Id. at 409. In addition to not selling trademarks of others to its customers 

ÔÏ ÔÒÉÇÇÅÒ ÔÈÅÓÅ ÁÄÓȟ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÄÉÄ ÎÏÔ ȰÏÔÈÅÒ×ÉÓÅ ÍÁÎÉpulate which category-

related advertisement will pop up in response to any particular terms on the 

ÉÎÔÅÒÎÁÌ ÄÉÒÅÃÔÏÒÙȢȱ Id. at 411. The display of a particular advertisement was 

controlled by the category associated with the website or keyword, rather than the 

website or keyword itself. The defendant's program relied upon categorical 

ÁÓÓÏÃÉÁÔÉÏÎÓ ÓÕÃÈ ÁÓ ȰÅÙÅ ÃÁÒÅȱ ÔÏ ÓÅÌÅÃÔ Á ÐÏÐ-up ad randomly from a predefined list 

of ads appropriate to that category. To the extent that an advertisement for a 

competitor of the plaintiff was displayed when a user opened the plaintiff's website, 

the trigger to display the ad was not based on the defendant's sale or 

recommendation of a particular trademark. 

[17] The present case contrasts starkly with those important aspects of the 1ɀ

800 decision. First, in contrast to 1ɀ800, where we emphasized that the defendant 

made no use whatsoever of the plaintiff's trademark, here what Google is 

recommending and selling to its advertisers is Rescuecom's trademark. Second, in 

contrast with the facts of 1ɀ800 ×ÈÅÒÅ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÄÉÄ ÎÏÔ ȰÕÓÅ ÏÒ ÄÉÓÐÌÁÙȟȱ ÍÕÃÈ 

less sell, trademarks as search terms to its advertisers, here Google displays, offers, 

and sells Rescuecom's mark to Google's advertising customers when selling its 

advertising services. In addition, Google encourages the purchase of Rescuecom's 

mark through its Keyword Suggestion Tool. Google's utilization of Rescuecom's 

mark fits literally within the terms specified by 15 U.S.C. § 1127. According to the 

CoÍÐÌÁÉÎÔȟ 'ÏÏÇÌÅ ÕÓÅÓ ÁÎÄ ÓÅÌÌÓ 2ÅÓÃÕÅÃÏÍͻÓ ÍÁÒË ȰÉÎ ÔÈÅ ÓÁÌÅ ȢȢȢ ÏÆ ɍ'ÏÏÇÌÅͻÓ 

ÁÄÖÅÒÔÉÓÉÎÇɎ ÓÅÒÖÉÃÅÓ ȢȢȢ ÒÅÎÄÅÒÅÄ ÉÎ ÃÏÍÍÅÒÃÅȢȱ ɘ ρρςχȢ 

[18] Google, supported by amici, argues that 1ɀ800 suggests that the inclusion 

of a trademark in an internal computer directory cannot constitute trademark use. 

Several district court decisions in this Circuit appear to have reached this 

conclusion. See e.g., S & L Vitamins, Inc. v. Australian Gold, Inc., 521 F.Supp.2d 188, 

199ɀ202 (E.D.N.Y.2007) (holding that use of a trademark in metadata did not 

ÃÏÎÓÔÉÔÕÔÅ ÔÒÁÄÅÍÁÒË ÕÓÅ ×ÉÔÈÉÎ ÔÈÅ ÍÅÁÎÉÎÇ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÂÅÃÁÕÓÅ ÔÈÅ ÕÓÅ ȰÉÓ 

ÓÔÒÉÃÔÌÙ ÉÎÔÅÒÎÁÌ ÁÎÄ ÎÏÔ ÃÏÍÍÕÎÉÃÁÔÅÄ ÔÏ ÔÈÅ ÐÕÂÌÉÃȱɊȠ Merck & Co., Inc. v. Mediplan 

Health Consulting, Inc., 425 F.Supp.2d 402, 415 (S.D.N.Y.2006) (holding that the 

internal use of a keyword to trigger advertisements did not qualify as trademark 

use). This over-reads the 1ɀ800 decision. First, regardless of whether Google's use of 

Rescuecom's mark in its internal search algorithm could constitute an actionable 

trademark use, Google's recommendation and sale of Rescuecom's mark to its 

advertising customers are not internal uses. Furthermore, 1ɀ800 did not imply that 

use of a trademark in a software program's internal directory precludes a finding of 
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trademark use. Rather, influenced by the fact that the defendant was not using the 

plaintiff's trad emark at all, much less using it as the basis of a commercial 

transaction, the court asserted that the particular use before it did not constitute a 

use in commerce. See 1ɀ800, 414 F.3d at 409ɀ12. We did not imply in 1ɀ800 that an 

alleged infringer's use of a trademark in an internal software program insulates the 

alleged infringer from a charge of infringement, no matter how likely the use is to 

cause confusion in the marketplace. If we were to adopt Google and its amici's 

argument, the operators of search engines would be free to use trademarks in ways 

designed to deceive and cause consumer confusion.4 This is surely neither within 

the intention nor the letter of the Lanham Act. 

[19] Google and its amici contend further that its use of the Rescuecom 

tradeÍÁÒË ÉÓ ÎÏ ÄÉÆÆÅÒÅÎÔ ÆÒÏÍ ÔÈÁÔ ÏÆ Á ÒÅÔÁÉÌ ÖÅÎÄÏÒ ×ÈÏ ÕÓÅÓ ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȱ 

to allow one vender to benefit from a competitors' name recognition. An example of 

product placement occurs when a store-brand generic product is placed next to a 

trademarked product to induce a customer who specifically sought out the 

trademarked product to consider the typically less expensive, generic brand as an 

alternative. See 1ɀ800, 414 F.3d at 411. Google's argument misses the point. From 

the fact that proper, non-deceptive product placement does not result in liability 

ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȟ ÉÔ ÄÏÅÓ ÎÏÔ ÆÏÌÌÏ× ÔÈÁÔ ÔÈÅ ÌÁÂÅÌ ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȱ ÉÓ Á 

magic shield against liability, so that even a deceptive plan of product placement 

designed to confuse consumers would similarly escape liability. It is not by reason of 

absence of a use of a mark in commerce that benign product placement escapes 

liability; it escapes liability because it is a benign practice which does not cause a 

likelihood of consumer confusion. In contrast, if a retail seller were to be paid by an 

off-brand purveyor to arrange product display and delivery in such a way that 

customers seeking to purchase a famous brand would receive the off-brand, 

believing they had gotten the brand they were seeking, we see no reason to believe 

the practice would escape liability merely because it could claim the mantle of 

                                                             
4 &ÏÒ ÅØÁÍÐÌÅȟ ÉÎÓÔÅÁÄ ÏÆ ÈÁÖÉÎÇ Á ÓÅÐÁÒÁÔÅ ȰÓÐÏÎÓÏÒÅÄ ÌÉÎËÓȱ ÏÒ ÐÁÉÄ 

advertisement section, search engines could allow advertisers to pay to appear at 

ÔÈÅ ÔÏÐ ÏÆ ÔÈÅ ȰÒÅÌÅÖÁÎÃÅȱ ÌÉÓÔ ÂÁÓÅÄ ÏÎ Á ÕÓÅÒ ÅÎÔÅÒÉÎÇ Á ÃÏÍÐÅÔÉÔÏÒͻÓ ÔÒÁÄÅÍÁÒËɂa 

functionality that would be highly likely to cause consumer confusion. Alternatively, 

sellers of products or services could pay to have the operators of search engines 

automatically divert users to their website when the users enter a competitor's 

trademark as a search term. Such conduct is surely not beyond judicial review 

merely because it is engineered through the internal workings of a computer 

program. 
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ȰÐÒÏÄÕÃÔ ÐÌÁÃÅÍÅÎÔȢȱ 4ÈÅ ÐÒÁÃÔÉÃÅÓ ÁÔÔÒÉÂÕÔÅÄ ÔÏ 'ÏÏÇÌÅ ÂÙ ÔÈÅ #ÏÍÐÌÁÉÎÔȟ ×ÈÉÃÈ ÁÔ 

this stage we must accept as true, are significantly different from benign product 

placement that does not violate the Act. 

[20] Unlike the practices discussed in 1ɀ800, the practices here attributed to 

Google by Rescuecom's complaint are that Google has made use in commerce of 

Rescuecom's mark. Needless to say, a defendant must do more than use another's 

mark in commerce to violate the Lanham Act. The gist of a Lanham Act violation is 

ÁÎ ÕÎÁÕÔÈÏÒÉÚÅÄ ÕÓÅȟ ×ÈÉÃÈ ȰÉÓ ÌÉËÅÌÙ ÔÏ ÃÁÕÓÅ ÃÏÎÆÕÓÉÏÎȟ ÏÒ ÔÏ ÃÁÕÓÅ ÍÉÓÔÁËÅȟ ÏÒ ÔÏ 

deceive as to the affiliation, ... or as to the origin, sponsorship, or approval of ... goods 

ɍÏÒɎ ÓÅÒÖÉÃÅÓȢȱ See 15 U.S.C. § 1125(a); Estee Lauder Inc. v. The Gap, Inc., 108 F.3d 

1503, 1508ɀ09 (2d Cir.1997). We have no idea whether Rescuecom can prove that 

Google's use of Rescuecom's trademark in its AdWords program causes likelihood of 

confusion or mistake. Rescuecom has alleged that it does, in that would-be 

purchasers (or explorers) of its services who search for its website on Google are 

misleadingly directed to the ads and websites of its competitors in a manner which 

leads them to believe mistakenly that these ads or websites are sponsored by, or 

affiliated with Rescuecom. This is particularly so, Rescuecom alleges, when the 

advertiser's link appears in a horizontal band at the top of the list of search results 

in a manner which makes it appear to be the most relevant search result and not an 

advertisement. What Rescuecom alleges is that by the manner of Google's display of 

sponsored links of competing brands in response to a search for Rescuecom's brand 

name (which fails adequately to identify the sponsored link as an advertisement, 

rather than a relevant search result), Google creates a likelihood of consumer 

confusion as to trademarks. If the searcher sees a different brand name as the top 

ÅÎÔÒÙ ÉÎ ÒÅÓÐÏÎÓÅ ÔÏ ÔÈÅ ÓÅÁÒÃÈ ÆÏÒ Ȱ2ÅÓÃÕÅÃÏÍȟȱ ÔÈÅ ÓÅÁÒÃÈÅÒ ÉÓ ÌÉËÅÌÙ ÔÏ ÂÅÌÉÅÖÅ 

mistakenly that the different name which appears is affiliated with the brand name 

sought in the search and will not suspect, because the fact is not adequately signaled 

by Google's presentation, that this is not the most relevant response to the search. 

Whether Google's actual practice is in fact benign or confusing is not for us to judge 

at this time. We consider at the 12(b)(6) stage only what is alleged in the Complaint. 

[21] We conclude that the district court was mistaken in believing that our 

precedent in 1ɀ800 requires dismissal. 

 

CONCLUSION 

[22] The judgment of the district court is vacated and the case is remanded for 

further proceedings. 
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APPENDIX 

 

/Î ÔÈÅ -ÅÁÎÉÎÇ ÏÆ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅȱ ÉÎ 3ÅÃÔÉÏÎÓ χφ ÁÎÄ ψχ ÏÆ ÔÈÅ ,anham Act5 

[23] In 1ɀ800 Contacts, Inc. v. WhenU.Com, Inc., τρτ &ȢσÄ τππ ɉςÄ #ÉÒȢςππυɊ ɉ Ȱ1ɀ

800ȱɊȟ ÏÕÒ ÃÏÕÒÔ ÆÏÌÌÏ×ÅÄ ÔÈÅ ÒÅÁÓÏÎÉÎÇ ÏÆ Ô×Ï ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÏÐÉÎÉÏÎÓ ÆÒÏÍ ÏÔÈÅÒ 

circuits, UɀHaul Int'l, Inc. v. WhenU.com, Inc., 279 F.Supp.2d 723 (E.D.Va.2003) and 

Wells Fargo & Co., v. WhenU.com, Inc., 293 F.Supp.2d 734 (E.D.Mich.2003), which 

dismissed suits on virtually identical claims against the same defendant. Those two 

district courts ruled that the defendant's conduct was not actionable under §§ 32 & 

43(a) of the Lanham Act, 15 U.S.C. § § 1114 & 1125(a), even assuming that conduct 

caused likelihood of trademark confusion, because the defendant had not made a 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆͻÓ ÍÁÒËȟ ×ÉÔÈÉÎ ÔÈÅ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ÔÈÁÔ Ðhrase set 

forth in § 45 of the Lanham Act, 15 U.S.C. § 1127. In quoting definitional language of 

§ 1127 that is crucial to their holdings, however, UɀHaul and Wells Fargo overlooked 

and omitted portions of the statutory text which make clear that the definition 

provided in § 1127 was not intended by Congress to apply in the manner that the 

decisions assumed. 

[24] Our court's ruling in 1ɀ800 that the Plaintiff had failed to plead a viable 

claim under §§ 1114 & 1125(a) was justified by numerous good reasons and was 

undoubtedly the correct result. In addition to the questionable ground derived from 

the district court opinions, which had overlooked key statutory text, our court's 

opinion cited other highly persuasive reasons for dismissing the actionɂamong 

them that the plaintiff did not claim a trademark in the term that served as the basis 

for the claim of infringement; nor did the defendant's actions cause any likelihood of 

confusion, as is crucial for such a claim. 

[25] We proceed to explain how the district courts in UɀHaul and Wells Fargo 

adopted reasoning which overlooked crucial statutory text that was incompatible 

×ÉÔÈ ÔÈÅÉÒ ÕÌÔÉÍÁÔÅ ÃÏÎÃÌÕÓÉÏÎȣȢ 

[$ÅÌÅÔÅÄ ÈÅÒÅ ÉÓ ÔÈÅ ÃÏÕÒÔȭÓ ÌÅÎÇÔÈÙ ÄÉÓÃÕÓÓÉÏÎ ÏÆ ÔÈÅ ÈÉÓÔÏÒÙ ÏÆ ÔÈÅ ÐÈÒÁÓÅ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÉÎ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÁÎÄ, in particular, of ÔÈÅ υύόό ÁÍÅÎÄÍÅÎÔ ÔÏ ɘ υυφϋȭÓ 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ]. 

 

                                                             
5 )Î ÔÈÉÓ ÄÉÓÃÕÓÓÉÏÎȟ ÁÌÌ ÉÔÅÒÁÔÉÏÎÓ ÏÆ ÔÈÅ ÐÈÒÁÓÅ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ×ÈÅÔÈÅÒ ÉÎ 

ÔÈÅ ÆÏÒÍ ÏÆ Á ÎÏÕÎ ɉÁ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱɊȟ Á ÖÅÒÂ ɉȰÔÏ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱɊȟ ÏÒ 

adjecÔÉÖÅ ɉȰÕÓÅÄ ÉÎ ÃÏÍÍÅÒÃÅȱɊȟ ÁÒÅ ÉÎÔÅÎÄÅÄ ×ÉÔÈÏÕÔ ÄÉÓÔÉÎÃÔÉÏÎ ÁÓ ÉÎÓÔÁÎÃÅÓ ÏÆ ÔÈÁÔ 

phrase. 
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4ÈÅ )ÎÔÅÒÐÒÅÔÁÔÉÏÎ ÏÆ ɘ υυφϋ΄Ó $ÅÆÉÎÉÔÉÏÎ ÏÆ Ȱ5ÓÅ ÉÎ #ÏÍÍÅÒÃÅ ȱ ×ÉÔÈ 2ÅÓÐÅÃÔ ÔÏ !ÌÌÅÇÅÄ 

Infringers 

[26] In light of the preceding discussion, how should courts today interpret the 

ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÓÅÔ ÆÏÒÔÈ ÉÎ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςχȟ ×ÉÔÈ ÒÅÓÐÅÃÔ ÔÏ ÁÃÔÓ ÏÆ 

infringement prescribed by §§ 1114 and 1125(a)? The foregoing review of the 

evolution of the Act seems to us to make clear that Congress did not intend that this 

definition apply to the sections of the Lanham Act which define infringing conduct. 

The definition was rather intended to apply to the sections which used the phrase in 

prescribing eligibility for registration and for the Act's protections. However, 

Congress does not enact intentions. It enacts statutes. And the process of enacting 

legislation is of such complexity that understandably the words of statutes do not 

always conform perfectly to the motivating intentions. This can create for courts 

difficult problems of interpretation. Because pertinent amendments were passed in 

1962 and in 1988, and because the 1988 amendment did not change the pre-

existing parts of the definition in § 1127, but merely added a sentence, it seems 

useful to approach the question of the current meaning in two steps. First, what did 

this definition mean between 1962 and 1988ɂprior to the 1988 amendment? Then, 

how was the meaning changed by the 1988 amendment? 

[27] Between 1962 and 1988, notwithstanding the likelihood shown by the 

legislative history that Congress intended the definition to apply only to registration 

and qualification for benefits and not to infringement, a court addressing the issue 

nonetheless would probably have concluded that the section applied to alleged 

ÉÎÆÒÉÎÇÅÍÅÎÔȟ ÁÓ ×ÅÌÌȢ 3ÅÃÔÉÏÎ ρρςχ ÓÔÁÔÅÓ ÔÈÁÔ ÉÔÓ ÄÅÆÉÎÉÔÉÏÎÓ ÁÐÐÌÙ ȰÕÎÌÅÓÓ ÔÈÅ 

contraÒÙ ÉÓ ÐÌÁÉÎÌÙ ÁÐÐÁÒÅÎÔ ÆÒÏÍ ÔÈÅ ÃÏÎÔÅØÔȢȱ /ÎÅ ×ÈÏ ÃÏÎÓÉÄÅÒÅÄ ÔÈe question at 

the time might well have wondered why Congress would have provided this 

restri ctive definition for acts of trademark infringement with the consequence that 

deceptive and confusing uses of another's mark with respect to goods would escape 

liability if the conduct did not include the placement of the mark on goods or their 

containers, displays, or sale documents, and with respect to services if the conduct 

did not include the use or display of the mark in the sale or advertising of the 

services. It is easy to imagine perniciously confusing conduct involving another's 

mark which does not involve placement of the mark in the manner specified in the 

definition. Nonetheless, in spite of those doubts, one could not have said it was 

ȰÐÌÁÉÎÌÙ ÁÐÐÁrent fÒÏÍ ÔÈÅ ÃÏÎÔÅØÔȱ ÔÈÁÔ ÔÈÏÓÅ ÒÅÓÔÒÉÃÔÉÏÎÓ ÄÉÄ ÎÏÔ ÁÐÐÌÙ ÔÏ ÓÅÃÔÉÏÎÓ 

defining infringement. In all probability, therefore, a court construing the provision 

between 1962 and 1988 would have concluded that in order to be actionable under 

§§ 1114 or 1125(a) the allegedly infringing conduct needed to include placement of 

ÔÈÅ ÍÁÒË ÉÎ ÔÈÅ ÍÁÎÎÅÒ ÓÐÅÃÉÆÉÅÄ ÉÎ ÔÈÅ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÎ ɘ ρρςχȢ 
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[28] The next question is how the meaning of the § 1127 definition was 

changed by the 1988 amendment, which, as noted, left the preexisting language 

about placement of the mark unchanged, but added a prior sentence requiring that a 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÂÅ ȰÁ ÂÏÎÁ ÆÉÄÅ ÕÓÅ ÉÎ ÔÈÅ ÏÒÄÉÎÁÒÙ ÃÏÕÒÓÅ ÏÆ ÔÒÁÄÅȟ ÁÎÄ ÎÏÔ ÍÁÄÅ 

merely to reserve a right ÉÎ Á ÍÁÒËȢȱ 7ÈÉÌÅ ÉÔ ÉÓ ȰÐÌÁÉÎÌÙ ÁÐÐÁÒÅÎÔ ÆÒÏÍ ÔÈÅ ÃÏÎÔÅØÔȱ 

that the new first sentence cannot reasonably apply to statutory sections defining 

infringing conduct, the question remains whether the addition of this new sentence 

changed the meaning of the second sentence of the definition without changing its 

words. 

[29] We see at least two possible answers to the question, neither of which is 

entirely satisfactory. One interpretation would be that, by adding the new first 

sentence, Congress changed the meaning of the second sentence of the definition to 

conform to the new first sentence, without altering the words. The language of the 

definition, which, prior to the addition of the new first sentence, would have been 

construed to apply both to sections defining infringement, and to sections specifying 

eligibility for registration, would change its meaning, despite the absence of any 

change in its words, so that the entire definition now no longer applied to the 

sections defining infrin gement. Change of meaning without change of words is 

obviously problematic. 

[30] The alternative solution would be to interpret the two sentences of the 

statutory definition as of different scope. The second sentence of the definition, 

which survived the 1988 amendment unchanged, would retain its prior meaning 

and continue to apply as before the amendment to sections defining infringement, 

as well as to sections relating to a mark owner's eligibility for registration and for 

enjoyment of the protections of the Act. The new first sentence, which plainly was 

not intended to apply to infringements, would apply only to sections in the latter 

categoryɂthose relating to an owner's eligibility to register its mark and enjoy the 

Act's protection. Under this interpretation, liability for infringement under §§ 1114 

and 1125(a) would continue, as before 1988, to require a showing of the infringer's 

placement of another's mark in the manner specified in the second sentence of the § 

1127 definition. It would not require a showing that the alleged infringer made 

ȰÂona fide use of the mark in the ordinary course of trade, and not merely to reserve 

Á ÒÉÇÈÔ ÉÎ ÔÈÅ ÍÁÒËȢȱ /Î ÔÈÅ ÏÔÈÅÒ ÈÁÎÄȟ ÅÌÉÇÉÂÉÌÉÔÙ ÏÆ ÍÁÒË Ï×ÎÅÒÓ ÆÏÒ ÒÅÇÉÓÔÒÁÔÉÏÎ 

and for the protections of the Act would depend on their showing compliance with 

the requirements of both sentences of the definition. 

[31] We recognize that neither of the two available solutions is altogether 

satisfactory. Each has advantages and disadvantages. At least for this Circuit, 

especially given our prior 1ɀ800 precedent, which applied the second sentence of 
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the definition to infringement, the latter solution, according a different scope of 

application to the two sentences of the definition, seems to be preferable.6 

[32] The judges of the 1ɀ800 panel have read this Appendix and have 

authorized us to state that they agree with it. At the same time we note that the 

discussion in this Appendix does not affect the result of this case. We assumed in the 

body of the opinion, in accordance with the holding of 1ɀ800, that the requirements 

ÏÆ ÔÈÅ ÓÅÃÏÎÄ ÓÅÎÔÅÎÃÅ ÏÆ ÔÈÅ ÄÅÆÉÎÉÔÉÏÎ ÏÆ ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÎ ɘ ρρςχ ÁÐÐÌÙ ÔÏ 

infringing conduct and found that such use in commerce was adequately pleaded. 

The discussion in this Appendix is therefore dictum and not a binding opinion of the 

court. It would be helpful for Congress to study and clear up this ambiguity. 

 

Questions and Comments 

 

1. The tamasha surrounding the question of tÈÅ ÍÅÁÎÉÎÇ ÏÆ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ×ÈÅÎ ÁÐÐÌÉÅÄ ÔÏ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÃÏÎÄÕÃÔȟ ÐÁÒÔÉÃÕÌÁÒÌÙ ÉÎ ÔÈÅ ÓÅÁÒÃÈ 

engine context, appears now to have ended.  In Network Automation Inc. v. Advanced 

Systems Concepts Inc., 638 F.3d 1137 (9th Cir. 2011), the plaintiff sought a 

declaration of non-infringement for its purchase of search engine keywords, among 

ÔÈÅÍ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÔÒÁÄÅÍÁÒËȟ ÔÈÁÔ ÔÒÉÇÇÅÒÅÄ ÓÐÏÎÓÏÒÅÄ ÌÉÎËÓ ÁÄÖÅÒÔÉÓÉÎÇ ÔÈÅ 

ÐÌÁÉÎÔÉÆÆȭÓ ÓÅÒÖÉÃÅÓȢ  4ÈÅ .ÉÎÔÈ #ÉÒÃÕÉÔ ÄÅÖÏÔÅÄ ÏÎÅ ÓÈÏÒÔ ÐÁÒÁÇÒÁÐÈ ÔÏ ÔÈÅ ÉÓÓÕÅ ÏÆ 

ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÂÙ ÔÈÅ ÄÅÃÌÁÒÁÔÏÒÙ ÐÌÁÉÎÔÉÆÆȢ  4ÈÅ Network Automation court 

ÓÉÍÐÌÙ ÈÅÌÄȡ Ȱ7Å ÎÏ× ÁÇÒÅÅ ×ÉÔÈ ÔÈÅ 3ÅÃÏÎÄ #ÉÒÃÕÉÔ ÔÈÁÔ ÓÕÃÈ ÕÓÅ ÉÓ Á ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÕÎÄÅÒ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȢ See Rescuecom Corp. v. Google Inc., 562 F.3d 123, 

127 (2d Cir.2009) (holding that Googleȭs sale of trademarks as search engine 

keywords is a use in commerce)Ȣȱ Id. at 1145. 

 

2. $ÅÆÅÎÄÁÎÔȭÓ 5ÓÅ ȰÉÎ #ÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ 3ÁÌÅȣÏÆ ÁÎÙ 'ÏÏÄÓ ÏÒ 3ÅÒÖÉÃÅÓȱ 

 

We now turn to what has proven to be a far more significant threshold 

requirement ÆÏÒ ÌÉÁÂÉÌÉÔÙ ÉÎ 5Ȣ3Ȣ ÔÒÁÄÅÍÁÒË ÌÁ×ȟ ÏÆÔÅÎ ÃÁÌÌÅÄ ÔÈÅ ȰÃÏÍÍÅÒÃÉÁÌ ÕÓÅȱ 

requirement.  This is the requirement that, to be found liable, the defendant must 

ÍÁËÅ Á ÕÓÅ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË Ȱin connection with the sale, distribution, or 

advertising of any ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱȟ ,ÁÎÈÁÍ !ÃÔ ɘ σςɉρɊɉÁɊȟ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρρτɉρɊɉÁɊȟ 

                                                             
6 We express no view which of the alternative available solutions would seem 

preferable if our Circuit had not previously applied the second sentence to sections 

of the Act defining infringement. 
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ÏÒ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÁÎÙ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȟȱ ,ÁÎÈÁÍ !ÃÔ ɘ τσɉÁɊɉρɊȟ ρυ 5Ȣ3Ȣ#Ȣ ɘ 

1125(a)(1).   

 In Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672 (9th Cir. 2005), the 

defendant opeÒÁÔÅÄ Á ȰÇÒÉÐÅ ÓÉÔÅȱ ÁÔ ×××Ȣ"ÏÓÌÅÙ-ÅÄÉÃÁÌȢÃÏÍ ÁÔÔÁÃËÉÎÇ ÔÈÅ ÐÌÁÉÎÔÉÆÆ 

and its male pattern baldness treatments.  The defendant claimed that he did not 

ÍÁËÅ Á ÕÓÅ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË Ȱin connection with the sale, distribution, or 

advertising of any goodÓ ÏÒ ÓÅÒÖÉÃÅÓȱ ÂÅÃÁÕÓÅ ÔÈÅ ÇÒÉÐÅ ÓÉÔÅ ÄÉÄ ÎÏÔ ÓÅÌÌ ÏÒ ÁÄÖÅÒÔÉÓÅ 

anything.  As you read the Bosley opinion, consider this basic question: 

¶ Should the mere fact that a defendant is not selling or advertising goods or 

services be enough to absolve the defendant from infringement liability?  

Can you imagine situations where such defendants may nevertheless cause 

ÃÏÎÆÕÓÉÏÎ ÁÓ ÔÏ ÔÈÅ ÓÏÕÒÃÅ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎ ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ×ÅÂÓÉÔÅȩ 

 

Bosley Medical Institute, Inc. v. Kremer 

403 F.3d 672 (9th Cir. 2005)  

 

SILVERMAN, Circuit Judge. 

[1] Defendant Michael Kremer was dissatisfied with the hair restoration 

services provided to him by the Bosley Medical Institute, Inc. In a bald-faced effort 

to get even, Kremer started a website at www.BosleyMedical.com, which, to put it 

mildly, was uncomplimentary of the Bosley Medical Institute. The problem is that 

Ȱ"ÏÓÌÅÙ -ÅÄÉÃÁÌȱ ÉÓ ÔÈÅ ÒÅÇÉÓÔÅÒÅÄ ÔÒÁÄÅÍÁÒË ÏÆ ÔÈÅ "ÏÓÌÅÙ -ÅÄÉÃÁÌ )ÎÓÔÉÔÕÔÅȟ )ÎÃȢȟ 

which brought suit against Kremer for trademark infringement and like claims. 

Kremer argues that noncommercial use of the mark is not actionable as 

infring ement under the Lanham Act. Bosley responds that Kremer is splitting hairs. 

[2] Like the district court, we agree with Kremer. We hold today that the 

noncommercial use of a trademark as the domain name of a websiteɂthe subject of 

which is consumer commentary about the products and services represented by the 

markɂdoes not constitute infringement under the Lanham Act. 

ȣ 

 

I. Background 

[3] Bosley Medical provides surgical hair transplantation, restoration, and 

replacement services to the public. Bosley Medical owns the registered trademark 

Ȱ"/3,%9 -%$)#!,ȟȱ1 hÁÓ ÕÓÅÄ ÔÈÅ ÍÁÒË Ȱ"/3,%9 -%$)#!,ȱ ÓÉÎÃÅ ρωωςȟ ÁÎÄ 

                                                             
1 Bosley also owns the following trademarks: BOSLEY, BOSLEY HEALTHY HAIR, 

BOSLEY HEALTHY HAIR FORMULA, and BOSLEY HEALTHY HAIR COMPLEX. 
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registered the mark with the United States Patent and Trademark Office in January 

2001. Bosley has spent millions of dollars on advertising and promotion throughout 

the United States and the rest of the world. 

[4] Michael Kremer is a dissatisfied former patient of Bosley. Unhappy with the 

results of a hair replacement procedure performed by a Bosley physician in Seattle, 

Washington, he filed a medical malpractice lawsuit against Bosley Medical in 1994. 

That suit was eventually dismissed. 

[5] In January 2000, Kremer purchased the domain name 

www.BosleyMedical.com, the subject of this appeal, as well as the domain name 

www.BosleyMedicalViolations.com, which is not challenged by Bosley. Five days 

after registering the domain name, Kremer went to Bosley Medical's office in 

Beverly Hills, California and delivered a two-page letter to Dr. Bosley, Founder and 

President of Bosley Medical. The first page read: 

Let me know if you want to discuss this. Once it is spread over the 

internet it will have a snowball effect and be too late to stop. M. Kremer 

[phone number]. P.S. I always follow through on my promises. 

[6] 4ÈÅ ÓÅÃÏÎÄ ÐÁÇÅ ×ÁÓ ÅÎÔÉÔÌÅÄ Ȱ#ÏÕÒÓÅÓ ÏÆ ÁÃÔÉÏÎ ÁÇÁÉÎÓÔ "-'ȱ ÁÎÄ ÌÉÓÔÅÄ 

ÅÌÅÖÅÎ ÉÔÅÍÓȢ 4ÈÅ ÆÉÒÓÔ ÉÔÅÍ ÓÔÁÔÅÄȡ ȰρȢ .ÅÔ ×ÅÂ ÓÉÔÅÓ ÄÉÓÃÌÏÓÉÎÇ ÔÒÕÅ ÏÐÅÒÁÔÉÎÇ ÎÁÔÕÒÅ 

of BMG. Letter 3/14/96 from LAC D.A. Negative testimonials from former clients. 

,ÉÎËÓȢ 0ÒÏÖÉÄÅ "-' ÃÏÍÐÅÔÉÔÏÒÓ ×ÉÔÈ ÔÈÉÓ ÉÎÆÏÒÍÁÔÉÏÎȢȱ 4ÈÅ ÌÅÔÔÅÒ ÃÏÎÔÁÉÎÓ ÎÏ 

mention of domain names or any other reference to the Internet. 

[7] Kremer began to use www.BosleyMedical.com in 2001. His site summarizes 

the Los Angeles County District Attorney's 1996 investigative findings about Bosley, 

and allows visitors to view the entire document. It also contains other information 

that is highly critical of Bosley. Kremer earns no revenue from the website and no 

goods or services are sold on the website. There are no links to any of Bosley's 

competitors' websites. BosleyMedical.com does link to Kremer's sister site, 

BosleyMedicalViolations.com, which links to a newsgroup entitled alt.baldspot, 

which in turn contains advertisements for companies that compete with Bosley. 

BosleyMedical.com also contained a link to the Public Citizen website. Public Citizen 

is the organization that represents Kremer in this case. 

[8] Bosley brought this suit alleging trademark infringement, dilution, unfair 

competition, various state law claims, and a libel claim that was eventually settled. 

Bosley sought to take discovery aimed at the trademark and libel claims. The 

magistrate judge granted limited discovery on the libel claims. Following discovery, 

Bosley dismissed the libel claims and amended the complaint. 

[9] Kremer moved to dismiss the First Amended Complaint and in addition 

moved for partial summary judgment on the issues of commercial use and 
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likel ihood of confusion. Bosley filed a cross-motion for partial summary judgment 

on the infringement and dilution claims. Kremer agreed that the facts were 

undisputed with regard to the issues of commercial use and likelihood of confusion, 

and that these issues were ripe for summary judgment. 

[10] 2ÕÌÉÎÇ ÔÈÁÔ +ÒÅÍÅÒͻÓ ÕÓÅ ÏÆ Ȱ"ÏÓÌÅÙ -ÅÄÉÃÁÌȱ ÉÎ ÔÈÅ ÄÏÍÁÉÎ ÎÁÍÅ ×ÁÓ 

noncommercial and unlikely to cause confusion, the district court entered summary 

judgment for Kremer on the federal claimsȣ. Bosley now appeals. 

 

III. Analysis 

A. Trademark Infringement and Dilution Claims 

[11] The Trademark Act of 1ωτφ ɉȰ,ÁÎÈÁÍ !ÃÔȱɊ ÐÒÏÈÉÂÉÔÓ ÕÓÅÓ ÏÆ ÔÒÁÄÅÍÁÒËÓȟ 

trade names, and trade dress that are likely to cause confusion about the source of a 

product or service. See 15 U.S.C. §§ 1114, 1125(a). In 1996, Congress amended § 43 

of the Lanham Act to provide a remedy for the dilution of a famous mark. See 15 

U.S.C. § 1125(c). 

[12] Infringement claims are subject to a commercial use requirement. The 

infringement section of the Lanham Act, 15 U.S.C. § 1114, states that any person who 

ȰÕÓÅɍÓɎ ÉÎ ÃÏÍÍÅÒÃÅ ÁÎÙ ÒÅÐÒÏÄÕÃÔÉÏÎȟ ÃÏÕÎÔÅÒÆÅÉÔȟ ÃÏÐÙȟ ÏÒ ÃÏÌÏÒÁÂÌÅ ÉÍÉÔÁÔÉÏÎ ÏÆ Á 

registered mark in connection with the sale, offering for sale, distribution, or 

advertising of any goods or services on or in connection with which such use is 

lÉËÅÌÙ ÔÏ ÃÁÕÓÅ ÃÏÎÆÕÓÉÏÎȟ ÏÒ ÔÏ ÃÁÕÓÅ ÍÉÓÔÁËÅȟ ÏÒ ÔÏ ÄÅÃÅÉÖÅ ȢȢȢȱ ÃÁÎ ÂÅ ÈÅÌÄ ÌÉÁÂÌÅ ÆÏÒ 

such use. 15 U.S.C. § 1114(1)(a). 

[13] In 1996, Congress expanded the scope of federal trademark law when it 

enacted the &ÅÄÅÒÁÌ 4ÒÁÄÅÍÁÒË $ÉÌÕÔÉÏÎ !ÃÔ ɉȰ&4$!ȱɊȢ 4ÈÅ &4$! ÁÌÌÏ×Ó ÔÈÅ ȰÏ×ÎÅÒ 

ÏÆ Á ÆÁÍÏÕÓ ÍÁÒËȱ ÔÏ ÏÂÔÁÉÎ ȰÁÎ ÉÎÊÕÎÃÔÉÏÎ ÁÇÁÉÎÓÔ ÁÎÏÔÈÅÒ ÐÅÒÓÏÎͻÓ commercial use 

in commerce ÏÆ Á ÍÁÒË ÏÒ ÔÒÁÄÅ ÎÁÍÅȢȢȢȢȱ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςυɉÃɊɉρɊ ɉÅÍÐÈÁÓÉÓ ÁÄÄÅÄɊȢ 

While the meaning of thÅ ÔÅÒÍ ȰÃÏÍÍÅÒÃÉÁÌ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÓ ÎÏÔ ÅÎÔÉÒÅÌÙ ÃÌÅÁÒȟ 

×Å ÈÁÖÅ ÉÎÔÅÒÐÒÅÔÅÄ ÔÈÅ ÌÁÎÇÕÁÇÅ ÔÏ ÂÅ ÒÏÕÇÈÌÙ ÁÎÁÌÏÇÏÕÓ ÔÏ ÔÈÅ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ 

×ÉÔÈȱ ÓÁÌÅ ÏÆ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓ ÒÅÑÕÉÒÅÍÅÎÔ ÏÆ ÔÈÅ ÉÎÆÒÉÎÇÅÍÅÎÔ ÓÔÁÔÕÔÅȢ See Mattel, 

Inc. v. MCA Records, Inc., 296 FȢσÄ ψωτȟ ωπσ ɉωÔÈ #ÉÒȢςππςɊ ɉȰ!ÌÔÈÏÕÇÈ ÔÈÉÓ ÓÔÁÔÕÔÏÒÙ 

language is ungainly, its meaning seems clear: It refers to a use of a famous and 

distinctive mark to sell goods other than those produced or authorized by the 

ÍÁÒËͻÓ Ï×ÎÅÒȢȱɊȠ see also Huthwaite, Inc. v. Sunrise Assisted Living, Inc., 261 

F.Supp.2d 502, 517 (E.D.Va.2003) (holding that the commercial use requirement of 

ÔÈÅ &4$! ÉÓ ȰÖÉÒÔÕÁÌÌÙ ÓÙÎÏÎÙÍÏÕÓ ×ÉÔÈ ÔÈÅ ȬÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅȟ ÏÆÆÅÒÉÎÇ ÆÏÒ 

sale, distribution, or advertising of goods and serÖÉÃÅÓͻ ÒÅÑÕÉÒÅÍÅÎÔȱ ÏÆ ÔÈÅ ,ÁÎÈÁÍ 

Act). 
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[14] The inclusion of these requirements in the Lanham Act serves the Act's 

ÐÕÒÐÏÓÅȡ ȰÔÏ ÓÅÃÕÒÅ ÔÏ ÔÈÅ Ï×ÎÅÒ ÏÆ ÔÈÅ ÍÁÒË ÔÈÅ ÇÏÏÄ×ÉÌÌ ÏÆ ÈÉÓ ÂÕÓÉÎÅÓÓ ÁÎÄ ÔÏ 

protect the aÂÉÌÉÔÙ ÏÆ ÃÏÎÓÕÍÅÒÓ ÔÏ ÄÉÓÔÉÎÇÕÉÓÈ ÁÍÏÎÇ ÃÏÍÐÅÔÉÎÇ ÐÒÏÄÕÃÅÒÓȢȱ Two 

Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 774 (1992) (internal quotation marks 

and citations omitted). In other words, the Act is designed to protect consumers 

who have formed particular associations with a mark from buying a competing 

product using the same or substantially similar mark and to allow the mark holder 

to distinguish his product from that of his rivals. See Avery Dennison Corp. v. 

Sumpton, 189 F.3d 868, 873 (9th Cir.1999). 

[15] The Supreme Court has made it clear that trademark infringement law 

prevents only unauthorized uses of a trademark in connection with a commercial 

transaction in which the trademark is being used to confuse potential consumers. 

See Prestonettes, Inc. v. Coty, ςφτ 5Ȣ3Ȣ συωȟ σφψȟ ττ 3Ȣ#ÔȢ συπȟ φψ ,Ȣ%ÄȢ χσρ ɉρωςτɊ ɉȰ! 

trade-mark only gives the right to prohibit the use of it so far as to protect the 

owner's good will against the sale of another's product as his.ȱ ɍÅÍÐÈÁÓÉÓ ÁÄÄÅÄɎ ɊȠ 

see also Mishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge Co., 316 U.S. 203, 205, 62 

S.Ct. 1022, 86 L.Ed. 1381 (1942) (explaining that the main purpose of the Lanham 

Act is to prevent the use of identical or similar marks in a way that confuses the 

public about the actual source of goods and services). 

[16] !Ó ÔÈÅ 3ÅÃÏÎÄ #ÉÒÃÕÉÔ ÈÅÌÄȟ ȰɍÔɎÈÅ ,ÁÎÈÁÍ !ÃÔ ÓÅÅËÓ ÔÏ ÐÒÅÖÅÎÔ ÃÏÎÓÕÍÅÒ 

confusion that enables a seller to pass off his goods as the goods of another.... 

[T]rademark infringement protects only against mistaken purchasing decisions and 

ÎÏÔ ÁÇÁÉÎÓÔ ÃÏÎÆÕÓÉÏÎ ÇÅÎÅÒÁÌÌÙȢȱ Lang v. Ret. Living Publ'g Co., Inc., 949 F.2d 576, 

582ɀ83 (2d Cir.1991) (internal quotation marks and citation omitted) (emphasis 

added). 

[17] As a matter of First Amendment law, commercial speech may be regulated 

in ways that would be impermissible if the same regulation were applied to 

noncommercial expressions. Florida Bar v. Went For It, Inc., 515 U.S. 618, 623, 115 

3Ȣ#ÔȢ ςσχρȟ ρσς ,Ȣ%ÄȢςÄ υτρ ɉρωωυɊȢ Ȱ4ÈÅ &ÉÒÓÔ !ÍÅÎÄÍÅÎÔ ÍÁÙ ÏÆÆÅÒ ÌÉÔÔÌÅ 

protection for a competitor who labels its commercial good with a confusingly 

similar mark, but trademark rights do not entitle the owner to quash an 

unauthorized use of the mark by another who is communicating ideas or expressing 

ÐÏÉÎÔÓ ÏÆ ÖÉÅ×Ȣȱ Mattel, 296 F.3d at 900(internal quotation marks and citations 

omitted). 

[18] The district court ruled that Kremer's use of Bosley's mark was 

noncomÍÅÒÃÉÁÌȢ 4Ï ÒÅÁÃÈ ÔÈÁÔ ÃÏÎÃÌÕÓÉÏÎȟ ÔÈÅ ÃÏÕÒÔ ÆÏÃÕÓÅÄ ÏÎ ÔÈÅ ȰÕÓÅ ÉÎ 

ÃÏÍÍÅÒÃÅȱ ÌÁÎÇÕÁÇÅ ÒÁÔÈÅÒ ÔÈÁÎ ÔÈÅ ȰÕÓÅ ÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅ ÏÆ ÇÏÏÄÓȱ 

clause. This apÐÒÏÁÃÈ ÉÓ ÅÒÒÏÎÅÏÕÓȢ Ȱ5ÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÉÓ ÓÉmply a jurisdictional 
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predicate to any law passed by Congress under the Commerce Clause. See Steele v. 

Bulova Watch Co., 344 U.S. 280, 283 (1952); OBH, Inc. v. Spotlight Magazine, Inc., 86 

&Ȣ3ÕÐÐȢςÄ ρχφȟ ρψυ ɉ7Ȣ$Ȣ.Ȣ9ȢςπππɊȢ ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςχ ÓÔÁÔÅÓ ÔÈÁÔ ȰÕÎless the contrary 

ÉÓ ÐÌÁÉÎÌÙ ÁÐÐÁÒÅÎÔ ÆÒÏÍ ÔÈÅ ÃÏÎÔÅØÔ ȢȢȢ ɍÔɎÈÅ ×ÏÒÄ ȬÃÏÍÍÅÒÃÅȭ ÍÅÁÎÓ ÁÌÌ ÃÏÍÍÅÒÃÅ 

×ÈÉÃÈ ÍÁÙ ÌÁ×ÆÕÌÌÙ ÂÅ ÒÅÇÕÌÁÔÅÄ ÂÙ #ÏÎÇÒÅÓÓȢȱ 4ÈÅÒÅÆÏÒÅȟ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÓÈÏÕÌÄ 

ÈÁÖÅ ÄÅÔÅÒÍÉÎÅÄ ÉÎÓÔÅÁÄ ×ÈÅÔÈÅÒ +ÒÅÍÅÒͻÓ ÕÓÅ ×ÁÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ Á ÓÁle of 

ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱ ÒaÔÈÅÒ ÔÈÁÎ Á ȰÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȢȱ (Ï×ÅÖÅÒȟ ×Å ÃÁÎ ÁÆÆÉÒÍ ÔÈÅ 

district court's grant of summary judgment on any ground supported by the record. 

Lamps Plus, Inc. v. Seattle Lighting Fixture Co., 345 F.3d 1140, 1143 (9th Cir.2003). 

The question before us, then, boils down to whether Kremer's use of Bosley Medical 

ÁÓ ÈÉÓ ÄÏÍÁÉÎ ÎÁÍÅ ×ÁÓ ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ Á ÓÁÌÅ ÏÆ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ )Æ ÉÔ ×ÁÓ 

ÎÏÔȟ ÔÈÅÎ +ÒÅÍÅÒͻÓ ÕÓÅ ×ÁÓ ȰÎÏÎÃÏÍÍÅÒÃÉÁÌȱ ÁÎÄ ÄÉÄ ÎÏÔ ÖÉÏÌÁÔÅ ÔÈÅ ,ÁÎÈÁÍ !ÃÔȢ 

[19] Bosley argues that it has met the commercial use requirement in three 

ways. First, it argues that a mark used in an otherwise noncommercial website or as 

a domain name for an otherwise noncommercial website is nonetheless used in 

connection with goods and services where a user can click on a link available on that 

website to reach a commercial site. Nissan Motor Co. v. Nissan Computer Corp., 378 

F.3d 1002 (9th Cir.2004). However, Bosley's reliance on Nissan is unfounded. 

[20] In Nissan, Nissan Motor Company sued Nissan Computer Corporation for 

using the Internet websites www.Nissan.com and www.Nissan.net. Id. at 1006. In 

Nissan, however, commercial use was undisputed, as the core function of the 

defendant's website was to advertise his computer business. Id. Additionally, the 

defendant in Nissan, like the defendant in Taubman Co. v. Webfeats, 319 F.3d 770  

(6th Cir.2003), placed links to other commercial businesses directly on their 

website. 319 F.3d at 772ɀ73. Kremer's website contains no commercial links, but 

rather contains links to a discussion group, which in turn contains advertising. This 

roundabout path to the advertising of others is too attenuated to render Kremer's 

site commercial. At no time did Kremer's BosleyMedical.com site offer for sale any 

product or service or contain paid advertisements from any other commercial 

entity. See TMI, Inc. v. Maxwell, 368 F.3d 433, 435, 438 (5th Cir.2004) (holding that 

the commercial use requirement is not satisfied where defendant's site had no 

outside links). 

[21] Bosley also points out that Kremer's site contained a link to Public Citizen, 

the public interest group representing Kremer throughout this litigation. We hold 

that Kremer's identification of his lawyers and his provision of a link to same did not 

transform his noncommercial site into a commercial one. 

[22] Bosley's second argument ÔÈÁÔ +ÒÅÍÅÒͻÓ ×ÅÂÓÉÔÅ ÓÁÔÉÓÆÉÅÓ ÔÈÅ ȰÉÎ 

connecÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅ ÏÆ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱ ÒÅÑÕÉÒÅÍÅÎÔ ÏÆ ÔÈÅ ,ÁÎÈÁÍ !ÃÔ ÉÓ ÔÈÁÔ 
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Kremer created his website to enable an extortion scheme in an attempt to profit 

from registering BosleyMedical.com. In Panavision International, L.P. v. Toeppen, 141 

&ȢσÄ ρσρφ ɉωÔÈ #ÉÒȢρωωψɊȟ ÔÈÉÓ ÃÏÕÒÔ ÈÅÌÄ ÔÈÁÔ Á ÄÅÆÅÎÄÁÎÔͻÓ ȰÃÏÍÍÅÒÃÉÁÌ ÕÓÅ ×ÁÓ ÈÉÓ 

atÔÅÍÐÔ ÔÏ ÓÅÌÌ ÔÈÅ ÔÒÁÄÅÍÁÒËÓ ÔÈÅÍÓÅÌÖÅÓȢȱ Id. at 1325. Similarly, in Intermatic Inc. 

v. Toeppen, 947 F.Supp. 1227 (N.D.Ill.1996), the ÃÏÕÒÔ ÆÏÕÎÄ ÔÈÁÔ Ȱ4ÏÅÐÐÅÎͻÓ 

intenÔÉÏÎ ÔÏ ÁÒÂÉÔÒÁÇÅ ÔÈÅ ȬÉÎÔÅÒÍÁÔÉÃȢÃÏÍȭ ÄÏÍÁÉÎ ÎÁÍÅ ÃÏÎÓÔÉÔÕÔÅɍÄɎ Á ÃÏÍÍÅÒÃÉÁÌ 

ÕÓÅȢȱ Id. at 1239; see also Boston Prof'l Hockey Ass'n, Inc. v. Dallas Cap & Emblem Mfg., 

Inc., 510 F.2d 1004, 1010 (5th Cir.1975) (holding that trademark law protects the 

ÔÒÁÄÅÍÁÒË ÉÔÓÅÌÆȟ ÄÅÓÐÉÔÅ ÔÈÅ ÆÁÃÔ ÔÈÁÔ ÏÎÌÙ ȰÁ ÒÅÐÒÏÄÕÃÔÉÏÎ ÏÆ ÔÈÅ ÔÒÁÄÅÍÁÒË ÉÔÓÅÌÆ ÉÓ 

ÂÅÉÎÇ ÓÏÌÄȟ ÕÎÁÔÔÁÃÈÅÄ ÔÏ ÁÎÙ ÏÔÈÅÒ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȱɊȢ 

[23] However, in this case, there is no evidence that Kremer was trying to sell 

the domain name itself. The letter delivered by Kremer to Bosley's headquarters is a 

threat to expose negative information about Bosley on the Internet, but it makes no 

reference whatsoever to ransoming Bosley's trademark or to Kremer's use of the 

mark as a domain name. 

[24] Bosley argues that it was denied an opportunity to pursue discovery on 

commercial use, and had it been allowed to proceed with discovery, it could further 

establish that Kremer has attempted to sell the domain name. However, in opposing 

Kremer's motion for summary judgment, Bosley did not make any such objections. 

Bosley failed to request further discovery under Federal Rule of Civil Procedure 

56(f), but instead moved for summary judgment itself. Although Bosley's reply brief 

supporting its own motion for summary judgment complained about limited 

discovery in a footnote, Bosley did not move for leave to take discovery. The district 

court did not abuse its discretion in granting the summary judgment without 

permitting further discovery. 

[25] Bosley's third and final argument that it satisfied the commercial use 

requirement of the Lanham Act is that Kremer's use of Bosley's trademark was in 

connection with Bosley's goods and services. In other words, Kremer used the mark 

ȰÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓȱ ÂÅÃÁÕÓÅ ÈÅ ÐÒÅÖÅÎÔÅÄ ÕÓÅÒÓ ÆÒÏÍ ÏÂÔÁÉÎÉÎÇ 

the plaintiff's goods and services. See People for the Ethical Treatment of Animals v. 

Doughney, ςφσ &ȢσÄ συω ɉτÔÈ #ÉÒȢςππρɊ ɉ ȰPETAȱɊȢ )Î PETA, defendants created a site 

that promoted ideas antithetical to those of the PETA group. Id. at 362ɀ63. The 

Fourth Circuit held that the defendant's parody site, though not having a commercial 

purpose and not selling any goods or services, violated the Lanham Act because it 

ȰÐÒÅÖÅÎÔÅÄ ÕÓÅÒÓ ÆÒÏÍ ÏÂÔÁÉÎÉÎÇ ÏÒ ÕÓÉÎÇ 0%4!ͻÓ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ Id. at 365. 

[26] However, in PETA, the ÄÅÆÅÎÄÁÎÔͻÓ ×ÅÂÓÉÔÅ ȰÐÒÏÖÉÄÅɍÄɎ ÌÉÎËÓ ÔÏ ÍÏÒÅ ÔÈÁÎ 

σπ ÃÏÍÍÅÒÃÉÁÌ ÏÐÅÒÁÔÉÏÎÓ ÏÆÆÅÒÉÎÇ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓȢȱ Id. at 366. To the extent that 

the PETA court held that the Lanham Act's commercial use requirement is satisfied 
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because the defendant's use of the plaintiff's mark as the domain name may deter 

customers from reaching the plaintiff's site itself, we respectfully disagree with that 

rationale. While it is true that www.BosleyMedical.com is not sponsored by Bosley 

Medical, it is just as true that it is about Bosley Medical. The PETA approach would 

place most critical, otherwise protected consumer commentary under the 

restrictions of the Lanham Act. Other courts have also rejected this theory as over-

expansive. See L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 33 (1st Cir.1987); 

see also Ford Motor Co. v. 2600 Enters., 177 F.Supp.2d 661, 664 (E.D.Mich.2001). 

[27] The PETA court's reading of the Lanham Act would encompass almost all 

uses of a registered trademark, even when the mark is merely being used to identify 

the object of consumer criticism.2 This broad view of the Lanham Act is supported 

by neither the text of the statute nor the history of trademark laws in this country. 

Ȱɍ4ɎÒÁÄÅÍÁÒË ÌÁ×Ó ÁÒÅ ÉÎÔÅÎÄÅÄ ÔÏ ÐÒÏÔÅÃÔȱ ÃÏÎÓÕÍÅÒÓ ÆÒÏÍ ÐÕÒÃÈÁÓÉÎÇ ÔÈÅ 

prodÕÃÔÓ ÏÆ ÁÎ ÉÎÆÒÉÎÇÅÒ ȰÕÎÄÅÒ ÔÈÅ ÍÉÓÔÁËÅÎ ÁÓÓÕÍÐÔÉÏÎ ÔÈÁÔ ÔÈÅÙ ÁÒÅ ÂÕÙÉÎÇ Á 

ÐÒÏÄÕÃÔ ÐÒÏÄÕÃÅÄ ÏÒ ÓÐÏÎÓÏÒÅÄ ÂÙ ɍÔÈÅ ÔÒÁÄÅÍÁÒË ÈÏÌÄÅÒɎȢȱ Beneficial Corp. v. 

Beneficial Capital Corp., 529 F.Supp. 445, 450 (S.D.N.Y.1982). Limiting the Lanham 

Act to cases where a defendant is trying to profit from a plaintiff's trademark is 

ÃÏÎÓÉÓÔÅÎÔ ×ÉÔÈ ÔÈÅ 3ÕÐÒÅÍÅ #ÏÕÒÔͻÓ ÖÉÅ× ÔÈÁÔ ȰɍÁ ÔÒÁÄÅÍÁÒËͻÓɎ ÆÕÎÃÔÉÏÎ ÉÓ ÓÉÍÐÌÙ ÔÏ 

designate the goods as the product of a particular trader and to protect his good will 

ÁÇÁÉÎÓÔ ÔÈÅ ÓÁÌÅ ÏÆ ÁÎÏÔÈÅÒͻÓ ÐÒÏÄÕÃÔ ÁÓ ÈÉÓȢȱ United Drug Co. v. Theodore Rectanus 

Co., 248 U.S. 90, 97, 39 S.Ct. 48, 63 L.Ed. 141 (1918); see also 1 McCarthy on 

Trademarks and Unfair Competition § 2:7 (4th ed.2004). 

[28] The Second Circuit held in United We Stand America, Inc. v. United We 

Stand, America New York, Inc., ρςψ &ȢσÄ ψφȟ ωπ ɉςÄ #ÉÒȢρωωχɊȟ ÔÈÁÔ ÔÈÅ ȰÕÓÅ ÉÎ 

connecÔÉÏÎ ×ÉÔÈ ÔÈÅ ÓÁÌÅ ÏÆ ÇÏÏÄÓ ÁÎÄ ÓÅÒÖÉÃÅÓȱ ÒÅÑÕÉÒÅÍÅÎÔ ÏÆ Ôhe Lanham Act does 

not require any actual sale of goods and services. Thus, the appropriate inquiry is 

whether Kremer offers competing services to the public. Kremer is not Bosley's 

competitor; he is their critic. His use of the Bosley mark is not in connection with a 

sale of goods or servicesɂit is in connection with the expression of his opinion 

about Bosley's goods and services. 

                                                             
2 In fact, such a holding would suggest that any time a non-holder of a 

trademark uses the mark as his domain name, he would violate the Lanham Act. 

However, when Congress amended the Lanham Act to add the Anticybersquatting 

Consumer Protection Act, it limited violations only to situations where a person 

registers the site with a bad faith intent to profit. To find a Lanham Act violation 

without finding commercial use may contradict Congress' intent. 
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[29] The dangers that the Lanham Act was designed to address are simply not 

at issue in this case. The Lanham Act, expressly enacted to be applied in commercial 

contexts, does not prohibit all unauthorized uses of a trademark. Kremer's use of the 

Bosley Medical mark simply cannot mislead consumers into buying a competing 

productɂno customer will mistakenly purchase a hair replacement service from 

Kremer under the belief that the service is being offered by Bosley. Neither is 

Kremer capitalizing on the good will Bosley has created in its mark. Any harm to 

Bosley arises not from a competitor's sale of a similar product under Bosley's mark, 

but from Kremer's criticism of their services. Bosley cannot use the Lanham Act 

either as a shield from Kremer's criticism, or as a sword to shut Kremer up.3 

ȣ 

 

Questions and Comments 

 

1. The Difference in the Language of Lanham Act § 32 and § 43(a).  You will 

have noticed that the two likelihood of confusion sections formulate the commercial 

use requirement slightly differently.  Compare Lanham Act § 32(1)(a), 15 U.S.C. § 

1114(1)(a) (establishing liabiliÔÙ ÆÏÒ ȰɍÁɎÎÙ ÐÅÒÓÏÎ ×ÈÏ ÓÈÁÌÌ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÈÅ 

ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË Ȱin connection with the sale, offering for sale, distribution, or 

advertising of any goods or servicesȱ in a manner that is confusing) to Lanham Act § 

43(a)(1), 15 U.S.C. § 1125(a)(1) (esÔÁÂÌÉÓÈÉÎÇ ÌÉÁÂÉÌÉÔÙ ÆÏÒ ȰɍÁɎÎÙ ÐÅÒÓÏÎ ×ÈÏȟ ÏÎ ÏÒ 

in connection with any goods or services, or any container for goods, uses in 

ÃÏÍÍÅÒÃÅȱ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË ÉÎ Á ÍÁÎÎÅÒ ÔÈÁÔ ÉÓ ÃÏÎÆÕÓÉÎÇɊȢ  )Î ÐÒÁÃÔÉÃÅȟ ÃÏÕÒÔÓ 

have read both statements of the commercial use requirement to mean the same 

thing. 

2. The Commercial Use Requirement and Trademark Dilution.  We will address 

the issue of trademark dilution below in Part II.C.  Note for the moment that the 

antidilution section of the Lanham Act, § 43(c), 15 U.S.C. § 1125(c), does not include 

language akin to what we find in Lanham Act §§ 32 and 43(a).  Under a previous, 

now-abrogated version of § 43(c) (which trademark lawyers traditionally refer to as 

ÔÈÅ ÏÌÄ Ȱ&ÅÄÅÒÁÌ 4ÒÁÄÅÍÁÒË $ÉÌÕÔÉÏÎ !ÃÔȱ ÏÒ Ȱ&4$!ȱɊȟ ÃÏÕÒÔÓ ÒÅÁÄ the phrase 

ȰÁÎÏÔÈÅÒ ÐÅÒÓÏÎͻÓ ÃÏÍÍÅÒÃÉÁÌ ÕÓÅ ÉÎ ÃÏÍÍÅÒÃÅȱ ÔÏ ÉÍÐÌÅÍÅÎÔ ÔÈÅ ÃÏÍÍÅÒÃÉÁÌ ÕÓÅ 

requirement.   See Bosley Medical Institute, Inc. v. Kremer, 403 F.3d 672, 676 (9th 

Cir. 2005) (Ȱ[W]e have interpreted the language [of § 43(c)(1)]  to be roughly 

                                                             
3 Because we hold that Kremer's use of Bosley's mark was noncommercial, we 

do not reach the issue of initial interest confusion which was addressed in 

Interstellar Starship Services, Ltd. v. Epix, Inc., 304 F.3d 936 (9th Cir.2002). 
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analogous to the Ȭin connection withȭ sale of goods and services requirement of the 

infringement statute.ȱ).  The new § 43(c), effective as of October 6, 2006, which 

ÔÒÁÄÅÍÁÒË ÌÁ×ÙÅÒÓ ÏÆÔÅÎ ÒÅÆÅÒ ÔÏ ÁÓ ÔÈÅ Ȱ4ÒÁÄÅÍÁÒË $ÉÌÕÔÉÏÎ 2ÅÖÉÓÉÏÎ !ÃÔȱ ÏÒ 

Ȱ4$2!ȱȟ ÉÎÓÔÅÁÄ ÒÅÑÕÉÒÅÓ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÍÁËÅÓ ȰÕÓÅ ÏÆ Á ÍÁÒË ÏÒ ÔÒÁÄÅ ÎÁÍÅ ÉÎ 

ÃÏÍÍÅÒÃÅȢȱ  ρυ 5Ȣ3Ȣ#Ȣ ɘ ρρςυɉÃɊɉρɊȢ #ÏÕÒÔÓ ÈÁÖÅ ÒÅÁÄ ÔÈÉÓ ÌÁÎÇÕÁÇÅ ÔÏ ÒÅÑÕÉÒÅ Á 

ÓÈÏ×ÉÎÇ ÏÆ ÄÅÆÅÎÄÁÎÔȭÓ ÃÏÍÍÅÒÃÉÁÌ ÕÓÅ ÁËÉÎ ÔÏ ×ÈÁÔ ÉÓ ÒÅÑÕÉÒÅÄ ÕÎÄÅÒ ɘ σς ÁÎÄ 

§ 43(a).  More precisely, courts ÈÁÖÅ ÒÅÁÄ ÔÈÅ ÎÅ× ɘ τσɉÃɊ ȰÕÓÅ ÏÆ markȱ ÌÁÎÇÕÁÇÅ ÔÏ 

require the plaintiff to prove that the defendant is using its accused designation as a 

trademark, as a designation of source, for its own good or services.  See, e.g., 

National Business Forms & Printing, Inc. v. Ford Motor Co., 671 F.3d 526, 536 (5th Cir. 

ςπρςɊ ɉȰ7Å ÁÇÒÅÅ ×ÉÔÈ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÔÈÁÔ ."&0 ÄÉÄ ÎÏÔ ȬÕÓÅȭ &ÏÒÄͻÓ ÍÁÒËÓ ɉÁÓ 

the TDRA contemplates that term) in identifying or distinguishing its own goods or 

services merely by reproducing them for customers as part of its commercial 

ÐÒÉÎÔÉÎÇ ÂÕÓÉÎÅÓÓȢȱɊȢ  See also MCCARTHY § 24:122.  We will return to this issue below 

in Part II.C. 

 

B. Confusion-Based Infringement  

 

The overriding question in most federal trademark infringement litigation is a 

simpÌÅ ÏÎÅȡ ÉÓ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÔÒÁÄÅÍÁÒËȟ ÂÅÃÁÕÓÅ ÏÆ ÉÔÓ ÓÉÍÉÌÁÒÉÔÙ ÔÏ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ 

trademark, causing or likely to cause consumer confusion as to the source or 

sponsorship ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÇÏÏÄÓȩ  %ÁÃÈ ÏÆ ÔÈÅ ÃÉÒÃÕÉÔÓ ÒÅÑÕÉÒÅÓ ÔÈÁÔȟ ÉÎ 

answering this question, the district court conduct a multifactor analysis of the 

likelihood of consumer confusion according to the factors set out by that circuit.  As 

ÔÈÅ 3ÅÖÅÎÔÈ #ÉÒÃÕÉÔ ÈÁÓ ÅØÐÌÁÉÎÅÄȟ ÔÈÅ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÏÐÅÒÁÔÅÓ ȰÁÓ Á ÈÅÕÒÉÓÔÉÃ ÄÅÖÉÃÅ 

to assist in deteÒÍÉÎÉÎÇ ×ÈÅÔÈÅÒ ÃÏÎÆÕÓÉÏÎ ÅØÉÓÔÓȢȱ  Sullivan v. CBS Corp., 385 F.3d 

772, 778 (7th Cir. 2004).  In Part II.B.1, we will briefly review the peculiar history of 

ÔÈÅ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÁÐÐÒÏÁÃÈ ÔÏ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ɉÏÒ Ȱ,/#ȱɊ ÑÕÅÓÔÉÏÎȢ  )Î 

Part II.B.2, we will focus on one recent and particularly rich application of the 

multifactor test in Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141 (2d Cir. 2003).  Part 

II.B.3 will address the use of survey evidence in the LOC context.  Parts III.B.4 

through III.B.7 will address various modes of consumer confusion such as 

ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ ÃÏÎÆÕÓÉÏÎȟ ȰÉÎÉÔÉÁÌ ÉÎÔÅÒÅÓÔȱ ÃÏÎÆÕÓÉÏÎȟ ȰÐÏÓÔ-ÓÁÌÅȱ 

ÃÏÎÆÕÓÉÏÎȟ ÁÎÄ ȰÒÅÖÅÒÓÅȱ ÃÏÎÆÕÓÉÏÎȢ  Part II.B.8 will return briefly to the Lanham Act 

§ 2(d) bar to registration of a mark that is confusingly-similar to a previously 

registered mark. 
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1. The History of the Confusion -Based Cause of Action for Trademark 

Infringement  

 

a. The Early -Twentieth Century Approach to the Likelihood of Consumer 

Confusion 

 

In the following opinion, "ÏÒÄÅÎ )ÃÅ #ÒÅÁÍ #ÏȢ ÖȢ  "ÏÒÄÅÎȭÓ #ÏÎÄÅÎÓÅÄ -ÉÌË #Ï., 

201 F. 510 (7th Cir. 1912), the appellee Borden Condensed Milk Co. was the well-

known manufacturer of, among other things, milk products under the trademark 

BORDEN.  Appellee did not, however, manufacture ice cream; indeed, its corporate 

charter did not allow it to do so.  The appellee Borden Ice Cream Co. commenced use 

of the BORDEN mark for ice cream ɀ after finding someone named Borden to join its 

application for a corporate charter in Illinois.  Under current trademark law, this 

would be a clear case of trademark infringement.  As you will see, the Borden Ice 

Cream court saw things differently at the time. 

 

"ÏÒÄÅÎ )ÃÅ #ÒÅÁÍ #ÏȢ ÖȢ  "ÏÒÄÅÎȭÓ #ÏÎÄÅÎÓÅÄ -ÉÌË #ÏȢ 

201 F. 510 (7th Cir. 1912)  

 

[1] This is an appeal from an interlocutory order of injunction entered in the 

DisÔÒÉÃÔ #ÏÕÒÔȟ ÒÅÓÔÒÁÉÎÉÎÇ ÔÈÅ ÁÐÐÅÌÌÁÎÔÓ ȬÆÒÏÍ ÔÈÅ ÕÓÅ ÏÆ ÔÈÅ ÎÁÍÅ ͻ"ÏÒÄÅÎȭ ÉÎ ÔÈÅ 

manufacture or sale of ice cream and like articles, and the manufacture or sale of 

milk products in any of their forms, without plainly and in written or printed form 

attached to all cartons of such commodities, and upon all wagons or other vehicles 

used in the delivery of such commodities, and on all letter heads and other 

stationery going out to customers and to the public, and in all places where the 

name 'Borden's Ice Cream Company' may hereafter appear in the transaction of any 

business by the defendants, advising purchasers and the public in an unmistakable 

manner that the product of the defendants is not that of the complainant, 'Borden's 

ConÄÅÎÓÅÄ -ÉÌË #ÏÍÐÁÎÙȢͻȬ 

[2] 4ÈÅ ×ÏÒÄ Ȭ"ÏÒÄÅÎȬ ÉÎ ÔÈÅ ÃÏÒÐÏÒÁÔÅ ÎÁÍÅ ÏÆ ÔÈÅ ÁÐÐÅÌÌÅÅ ×ÁÓ ÔÁËÅÎ ÆÒÏÍ ÔÈe 

name of Gail Borden, who founded the business in the year 1857, and since that time 

it has been and is now a trade-name of great value, identified almost universally 

with the business of milk and milk products of the appellee and its predecessors. 

The trade-ÎÁÍÅ Ȭ"ÏÒÄÅÎȟȬ ÏÒ ÔÈÅ ×ÏÒÄ Ȭ"ÏÒÄÅÎȟȬ ÃÏÎÓÔÉÔÕÔÅÓ ÏÎÅ ÏÆ ÔÈÅ ÐÒÉÎÃÉÐÁÌ 

assets of the appellee, and is widely known and identified with the good will and 

public favor enjoyed by it throughout the United States.  
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[3] On May 31, 1899, the appellee was incorporated under the laws of the state 

ÏÆ .Å× *ÅÒÓÅÙȟ ×ÉÔÈ ÂÒÏÁÄ ÃÏÒÐÏÒÁÔÅ ÐÏ×ÅÒÓȟ ÁÎÄ ÓÐÅÃÉÆÉÃÁÌÌÙ ÁÕÔÈÏÒÉÚÅÄ ȬÔÏ 

manufacture, sell and otherwise deal in condensed, preserved and evaporated milk 

and all other manufactured forms of milk; to produce, purchase and sell fresh milk, 

and all products of milk; to manufacture, purchase and sell all food products; to 

raise, purchase and sell all garden, farm and dairy products; to raise, purchase and 

sell, and otherwise deal in, cattle and all other live stock; to manufacture, lease, 

purchase and sell all machinery, tools, implements, apparatus and all other articles 

and appliances used in connection with all or any of the purposes aforesaid, or with 

selling and transporting the manufactured or other products of the company; and to 

do any and all things connected with or incidental to the carrying on of such 

ÂÕÓÉÎÅÓÓȟ ÏÒ ÁÎÙ ÂÒÁÎÃÈ ÏÒ ÐÁÒÔ ÔÈÅÒÅÏÆȢȬ  

[4] It may be stated in this connection that the charter of the company contains 

no express authority to manufacture or sell what is known commercially as ice 

cream.  

[5] The record shows that the appellee uses in the disposition of its products 

some thirty-Ô×Ï ÂÒÁÎÄÓȟ ÅÁÃÈ ÏÎÅ ÏÆ ×ÈÉÃÈ ÅÉÔÈÅÒ ÃÏÎÔÁÉÎÓ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȟȬ ÏÒ ÉÓ 

ÕÓÅÄ ÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎͻÓ #ÏÎÄÅÎÓÅÄ -ÉÌË #ÏÍÐÁÎÙȢȬ /Æ ÔÈÅÓÅ 

brands sixteen specifically refer to condensed or evaporated milk, seven to candy, 

two to malted milk, one to coffee, one to butter, one to buttermilk, one to fluid milk, 

two to cream, and one to malted milk ice cream; and that trade-marks have been 

registered on most of the brands.  

[6] Appellee has developed in the state of Illinois and the city of Chicago, and 

elsewhere, a large business in the sale of fresh milk and cream and evaporated milk 

to confectioners for use by them in making commercial ice cream. It has expended 

large sums of money in promoting and advertising its business, and particularly in 

extending the sale of the so-ÃÁÌÌÅÄ Ȭ"ÏÒÄÅÎͻÓ 0ÅÅÒÌÅÓÓ "ÒÁÎÄ %ÖÁÐÏÒÁÔÅÄ -ÉÌËȟ 

ConÆÅÃÔÉÏÎÅÒÓͻ 3ÉÚÅȟȬ Á ÈÉÇÈ ÑÕÁÌÉÔÙ ÏÆ ÅÖÁÐÏÒÁÔÅÄ ÍÉÌË ÉÎÃÌÏÓÅÄ [sic] in cans, 

especially designed for use in the manufacture of ice cream.  

[7] For more than two years prior to the filing of the bill in the District Court, 

the appellee had been manufacturing a form of ice creÁÍ ËÎÏ×Î ÁÓ Ȭ"ÏÒÄÅÎͻÓ -ÁÌÔÅÄ 

-ÉÌË )ÃÅ #ÒÅÁÍȟȬ ×ÈÉÃÈ ÐÒÏÄÕÃÔ ÉÓȟ ÁÓ ÔÈÅ ÎÁÍÅ ÉÍÐÌÉÅÓȟ ÁÎ ÉÃÅ ÃÒÅÁÍ ÍÁÄÅ ×ÉÔÈ 

malted milk as its basic element, and is especially adapted for use in hospitals. This 

malted milk ice cream, which hitherto has been used only in hospitals, the appellee 

is about to place on the market for general use in competition with commercial ice 

cream.  

[8] On May 25, 1911, the appellants Charles F. Borden, George W. Brown, and 

Edgar V. Stanley applied to the Secretary of State of the state of Illinois for a license 
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ÔÏ ÉÎÃÏÒÐÏÒÁÔÅ ÕÎÄÅÒ ÔÈÅ ÎÁÍÅ ÏÆ Ȭ"ÏÒÄÅÎ )ÃÅ #ÒÅÁÍ #ÏÍÐÁÎÙȢȬ /Î *ÕÌÙ σρȟ ρωρρȟ ÔÈÅ 

ÁÐÐÅÌÌÅÅ ÎÏÔÉÆÉÅÄ ÔÈÅ ÉÎÄÉÖÉÄÕÁÌ ÁÐÐÅÌÌÁÎÔÓ ÔÈÁÔ ÔÈÅ ÔÅÒÍ Ȭ"ÏÒÄÅÎȬ ÈÁÄ ÂÅÃÏÍÅ ÓÏ 

firmly established in connection with the products of the appellee the use of that 

word in connection with any company dealing in milk products would lead to the 

presumption that they were the products of the appellee, and demanded that the 

×ÏÒÄ Ȭ"ÏÒÄÅÎȬ ÂÅ ÅÌÉÍÉÎÁÔÅÄ from appellants' company name.  

[9] On the same day appellee protested to the Secretary of State of the state of 

)ÌÌÉÎÏÉÓ ÁÇÁÉÎÓÔ ÔÈÅ ÉÓÓÕÁÎÃÅ ÏÆ ÁÎÙ ÃÈÁÒÔÅÒ ÕÎÄÅÒ ÔÈÅ ÎÁÍÅ ÏÆ Ȭ"ÏÒÄÅÎ )ÃÅ #ÒÅÁÍ 

CompaÎÙȟȬ ÂÕÔ ÏÎ ÔÈÅ ρφÔÈ ÏÆ !ÕÇÕÓÔȟ ρωρρȟ Á ÃÈÁÒÔÅÒ ×ÁÓ ÄÕÌÙ ÉÓÓÕÅÄ ÔÏ ÔÈÅ Ȭ"ÏÒÄÅÎ 

)ÃÅ #ÒÅÁÍ #ÏÍÐÁÎÙȟȬ ÂÙ ×ÈÉÃÈ ÉÔ ×ÁÓ ÁÕÔÈÏÒÉÚÅÄ ȬÔÏ ÍÁÎÕÆÁÃÔÕÒÅ ÁÎÄ ÓÅÌÌ ÉÃÅ ÃÒÅÁÍȟ 

ÉÃÅÓ ÁÎÄ ÓÉÍÉÌÁÒ ÐÒÏÄÕÃÔÓȢȬ  

[10] The appellant Charles F. Borden had never before been engaged in the ice 

cream business, or in buying or selling milk or milk products, or in any similar 

business, and is not the principal person connected with the appellant Borden Ice 

Cream Company. The appellant Lawler is an ice cream manufacturer, and has 

subscribed to 47 out of a total of 50 shares of stock of the Borden Ice Cream 

Company. Charles F. Borden has subscribed to one share of stock, and has not paid 

for that.  

[11] The bill charges, upon information and belief, that it is the intention of 

appelÌÁÎÔ "ÏÒÄÅÎ )ÃÅ #ÒÅÁÍ #ÏÍÐÁÎÙ ÔÏ ÕÓÅ ÔÈÅ ×ÏÒÄ Ȭ"ÏÒÄÅÎȬ ÆÏÒ ÔÈÅ ÐÕÒÐÏÓÅ ÏÆ 

trading upon the reputation of appellee's goods and products, and for the purpose of 

deceiving and defrauding the public into the belief that such product is the product 

ÏÆ ÔÈÅ ÁÐÐÅÌÌÅÅȠ ÔÈÁÔ ÓÕÃÈ ȬÉÍÐÒÏÐÅÒȟ ÄÅÃÅÉÔÆÕÌ ÁÎÄ ÆÒÁÕÄÕÌÅÎÔ ÕÓÅ ÏÆ ÔÈÅ ÎÁÍÅ 

ͻ"ÏÒÄÅÎȭ ×ÉÌÌ ÂÅ Á ÇÒÅÁÔ ÁÎÄ ÉÒÒÅÐÁÒÁÂÌÅ ÉÎÊÕÒÙ ÔÏ ÔÈÅ ÃÏÍÐÌÁÉÎÁÎÔͻÓ ɉÁÐÐÅÌÌÅÅͻÓɊ 

property right in its trade -name; and that the reputation of the products of 

complainant (appellee) will be greatly injured thereby; and that the business of 

ÃÏÍÐÌÁÉÎÁÎÔ ɉÁÐÐÅÌÌÅÅɊ ×ÉÌÌ ÂÅ ÉÎÊÕÒÅÄȠȬ ÁÎÄ ÔÈÁÔ ÔÈÅÒÅ ×ÉÌÌ ÂÅ ÇÒÅÁÔ ÃÏÎÆÕÓÉÏÎ ÉÎ ÔÈÅ 

business carried on by the original company because of such improper use; and that 

it will be impossible for present and prospective customers to know that the 

product of the Borden Ice Cream Company is not the product of Borden's Condensed 

Milk Company.  

[12] The bill and the affidavits on file do not show any facts tending to sustain 

the allegation of irreparable injury to the old company or its business, or showing or 

tending to show that the old company has been or will be injured in any way in the 

business which it is now engaged in. Moreover, it does not appear that the malted 

milk ice cream manufactured by the old company will in any way come into 

competition with the commercial ice cream proposed to be put on the market by the 

new company.  



 

Beebe - Trademark Law: An Open-Source Casebook 

 

Part II    32 
 

 

This work is licensed under the Creative Commons Attribution-NonCommercial-ShareAlike 4.0 International License. 

 To view a copy of this license, visit http://creativecommons.org/li censes/by-nc-sa/4.0/ .  V2.0/ 2015-07-20 

[13] The bill was filed before the defendant had started to do any business. The 

answer admits most of the material allegations, but denies all fraudulent purpose.  

 

CARPENTER, District Judge (after stating the facts as above). 

[14]  ! ÐÅÒÓÏÎÁÌ ÎÁÍÅȟ ÓÕÃÈ ÁÓ Ȭ"ÏÒÄÅÎȟȬ ÉÓ ÎÏÔ ÓÕÓÃÅÐÔÉÂÌÅ ÏÆ ÅØÃÌÕÓÉÖÅ 

appropriation, and even its registration in the Patent Office cannot make it a valid 

trade-mark. Howe Scale Co. v. Wyckoff, 198 U.S. 134,; Elgin Natl. Watch Co. v. Illinois 

Watch Case Co., 179 U.S. 665; Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169; Brown 

Chemical Co. v. Meyer, 139 U.S. 540. 

[15] There is no charge made in the bill that the appellants are infringing, or 

propose to infringe, upon any technical trade-mark of the appellee, so we may 

dismiss any claim for relief upon that score. 

[16]  The only theory upon which the injunction in this case can be sustained is 

upon that known as unfair competition. Relief against unfair competition is granted 

solely upon the ground that one who has built up a good will and reputation for his 

goods or business is entitled to all of the resultant benefits. Good will or business 

popularity is property, and, like other property, will be protected against fraudulent 

invasion. 

[17] The question to be determined in every case of unfair competition is 

whether or not, as a matter of fact, the name used by the defendant had come 

previously to indicate and designate the complainant's goods. Or, to put it in another 

way, whether the defendant, as a matter of fact, is, by his conduct, passing off his 

goods as the complainant's goods, or his business as the complainant's business. 

[18] It has been said that the universal test question in cases of this class is 

whether the public is likely to be deceived as to the maker or seller of the goods. 

This, in our opinion, is not the fundamental question. The deception of the public 

naturally tends to injure the proprietor of a business by diverting his customers and 

depriving him of sales which otherwise he might have made. This, rather than the 

protection of the public against imposition, is the sound and true basis for the 

private remedy. That the public is deceived may be evidence of the fact that the 

original proprietor's rights are being invaded. If, however, the rights of the original 

proprietor are in no wise interfered with, the deception of the public is no concern 

of a court of chancery. American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281. 

[19] Doubtless it is morally wrong for a person to proclaim, or even intimate, 

that his goods are manufactured by some other and well-known concern; but this 

does not give rise to a private right of action, unless the property rights of that 

ÃÏÎÃÅÒÎ ÁÒÅ ÉÎÔÅÒÆÅÒÅÄ ×ÉÔÈȢ 4ÈÅ ÕÓÅ ÂÙ ÔÈÅ ÎÅ× ÃÏÍÐÁÎÙ ÏÆ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ ÍÁÙ 

have been with fraudulent intent; and, even assuming that it was, the trial court had 
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no right to interfere, unless the property rights of the old company were 

jeopardized. Nothing else being shown, a court of equity cannot punish an 

unorthodox or immoral, or even dishonest, trader; it cannot enforce as such the 

police power of the state. 

[20] In the case now under our consideration the old company (the appellee) 

never has manufactured what is known as commercial ice cream. The new company 

(the appellant) was incorporated for the sole purpose of manufacturing and putting 

on the market such an article. 

[21] Nonexclusive trade-names are public property in their primary sense, but 

they may in their secondary sense come to be understood as indicating the goods or 

business of a particular trader. Such trade-names are acquired by adoption and user, 

and belong to the one who first used them and gave them value in a specific line of 

business. It is true that the name of a person may become so associated with his 

goods or business that another person of the same or a similar name engaging in the 

same business will not be allowed to use even his own name, without affirmatively 

distinguishing his goods or business. 

[22] The secondary meaning of a name, however, has no legal significance, 

unless the two persons make or deal in the same kind of goods. Clearly the 

ÁÐÐÅÌÌÁÎÔÓ ÈÅÒÅ ÃÏÕÌÄ ÍÁËÅ ÇÌÏÖÅÓȟ ÏÒ ÐÌÏ×Óȟ ÏÒ ÃÕÔÌÅÒÙȟ ÕÎÄÅÒ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ 

without infringing upon any property right of the old company. If that is true, they 

ÃÁÎ ÍÁËÅ ÁÎÙÔÈÉÎÇ ÕÎÄÅÒ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ ×ÈÉÃÈ ÔÈÅ ÁÐÐÅÌÌÅÅ ÈÁÓ ÎÏÔ ÁÌÒÅÁÄÙ 

made and offered to the public. George v. Smith (C.C.) 52 Fed. 830. 

[23] 4ÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȟȬ ÕÎÔÉÌ ÁÐÐÅÌÌÁÎÔÓ ÃÁÍÅ ÉÎÔÏ ÔÈÅ ÆÉÅÌÄȟ ÎÅÖÅÒ ÈÁÄ ÂÅÅÎ 

associated with commercial ice cream. By making commercial ice cream the 

appellants do not come into competition with the appellee. In the absence of 

competition, the old company cannot assert the rights accruing from what has been 

ÄÅÓÉÇÎÁÔÅÄ ÁÓ ÔÈÅ ÓÅÃÏÎÄÁÒÙ ÍÅÁÎÉÎÇ ÏÆ ÔÈÅ ×ÏÒÄ Ȭ"ÏÒÄÅÎȢȬ 4ÈÅ ÐÈÒÁÓÅ ȬÕÎÆÁÉÒ 

ÃÏÍÐÅÔÉÔÉÏÎȬ ÐÒÅÓÕpposes competition of some sort. In the absence of competition 

the doctrine cannot be invoked. 

[24] There being no competition between the appellants and appellee, we are 

confronted with the proposition that the appellee, in order to succeed on this 

appeal, has and can enforce a proprietary right to thÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ ÉÎ ÁÎÙ ËÉÎÄ ÏÆ 

business, to the exclusion of all the world. 

[25] It is urged that appellee has power, under its charter, to make commercial 

ice cream, and that it intends some day to do so. If such intention can be protected at 

this time, it might well be that appellee, having enjoined appellants from making 

commercial ice cream, would rest content with selling its evaporated milk to ice 



 

Beebe - Trademark Law: An Open-Source Casebook 

 

Part II    34 
 

 

This work is licensed under the Creative Commons Attribution-NonCommercial-ShareAlike 4.0 International License. 

 To view a copy of this license, visit http://creativecommons.org/li censes/by-nc-sa/4.0/ .  V2.0/ 2015-07-20 

cream dealers, and never itself manufacture the finished product. But, as was well 

stated by Judge Coxe, in George v. Smith, supra: 

Ȭ)Ô ÉÓ ÔÈÅ ÐÁÒÔÙ ×ÈÏ ÕÓÅÓ ÉÔ ÆÉÒÓÔ ÁÓ Á ÂÒÁÎÄ ÆÏÒ ÈÉÓ ÇÏÏÄÓȟ ÁÎÄ ÂÕÉÌÄÓ ÕÐ Á 

business under it, who is entitled to protection, and not the one who 

first thought of using it on similar goods, but did not use it. The law 

ÄÅÁÌÓ ×ÉÔÈ ÁÃÔÓ ÁÎÄ ÎÏÔ ÉÎÔÅÎÔÉÏÎÓȢȬ 

[26] Appellee also urges that it makes and sells large quantities of evaporated 

or condensed milk to manufacturers of ice cream, and that if the appellants are 

permitÔÅÄ ÔÏ ÕÓÅ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ ÉÎ ÔÈÅ ÉÃÅ ÃÒÅÁÍ ÂÕÓÉÎÅÓÓ ÄÅÁÌÅÒÓ ÐÒÏÂÁÂÌÙ ×ÉÌÌ 

believe that its ice cream is made by appellee, and will in consequence buy the 

finished product rather than the component parts, and that appellee's sales of 

evaporated or condensed milk will fall off, to its manifest damage. Such result would 

be too speculative and remote to form the basis of an order restraining men from 

using in their business any personal name, especially their own. 

[27] Appellee is in this position: If it bases its right to an injunction upon the 

doctrine of unfair competition, no competition of any kind has been shown by the 

record. If it relies upon some supposed damage which may result from appellants' 

ÕÓÅ ÏÆ ÔÈÅ ÎÁÍÅ Ȭ"ÏÒÄÅÎȬ ÉÎ ÃÏÎÎÅÃÔÉÏÎ ×ÉÔÈ ÉÎÆÅÒÉÏÒ ÇÏÏÄÓȟ ÔÈÅ ÁÃÔÉÏÎ ÉÓ ÐÒÅÍÁÔÕÒÅȟ 

because the appellants, as yet, have neither sold nor made anything. 

[28] The order of the District Court must be reversed; and it is so ordered. 

 

b. The Development of the  Modern  Multifactor Test  

 

The idiosyncrasies of tradition rather than of reason governed the development 

of the multifactor tests across the circuits.  %ÁÃÈ ÏÆ ÔÈÅ ÃÉÒÃÕÉÔÓȭ ÃÕÒÒÅÎÔ ÍÕÌÔÉÆÁÃÔÏÒ 

tests originated either directly or indirectly from the 1938 Restatement (First) of the 

Law of Torts.  The Restatement (First) failed to set forth a single, unified multifactor 

test for trademark infringement.  Instead, it proposed four factors that courts should 

consider in all cases and nine more factors that courts should additionally consider 

only when the parties goods were noncompetitive with each other, i.e., not 

substitutable for each other.  Section 729 of the Restatement (First) set out the four 

factors courts should always consider: 

In determining whether the actor's designation is confusingly similar to 

the other's trade-mark or trade name, the following factors are 

important:  

(a) the degree of similarity between the designation and the trade-

mark or trade name in 

(i) appearance; 
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(ii) pronunciation of the words used; 

(iii) verbal translation of the pictures or designs involved; 

(iv) suggestion; 

(b) the intent of the actor in adopting the designation; 

(c) the relation in use and manner of marketing between the goods 

or services marketed by the actor and those marketed by the other; 

(d) the degree of care likely to be exercised by purchasers. 

RESTATEMENT FIRST OF TORTS § 729 (1939).  Section 731 set out the additional nine 

factors that courts should additionally  consider only in cases involving 

noncompetitive goods: 

In determining whether one's interest in a trade-mark or trade name is 

protected, under the rules stated in § §  717 and 730, with reference to 

the goods, services or business in connection with which the actor uses 

his designation, the following factors are important: 

(a) the likelihood that the actor's goods, services or business will 

be mistaken for those of the other; 

(b) the likelihood that the other may expand his business so as to 

compete with the actor; 

(c) the extent to which the goods or services of the actor and those 

of the other have common purchasers or users; 

(d) the extent to which the goods or services of the actor and those 

of the other are marketed through the same channels; 

(e) the relation between the functions of the goods or services of 

the actor and those of the other; 

(f) the degree of distinctiveness of the trademark or trade name; 

(g) the degree of attention usually given to trade symbols in the 

purchase of goods or services of the actor and those of the other; 

(h) the length of time during which the actor has used the 

designation; 

(i) the intent of the actor in adopting and using the designation. 

Id. at § 731. 

Through the course of the mid-twentieth century, the federal courts lost track 

of the distinction between the two sets of factors, and the circuits each began to use 

Á ÓÉÎÇÌÅȟ ÕÎÉÆÉÅÄ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÒÅÇÁÒÄÌÅÓÓ ÏÆ ×ÈÅÔÈÅÒ ÔÈÅ ÐÁÒÔÉÅÓȭ ÇÏÏÄÓ ×ÅÒÅ 

competitive or not.  Each circuit developed its own test, and for the most part, the 

ÐÅÃÕÌÉÁÒÉÔÉÅÓ ÏÆ ÔÈÅ ÐÁÒÔÉÃÕÌÁÒ ÃÁÓÅÓ ÉÎ ×ÈÉÃÈ ÔÈÅ ÃÉÒÃÕÉÔȭÓ ÍÕÌÔÉÆÁÃÔÏÒ ÔÅÓÔ ÆÉÒÓÔ 

coalesced determined which factors are still considered in that circuit today.  A good 

example of this is found in the following opinion, Polaroid Corp. v. Polarad 
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Electronics Corp., 287 F.2d 402 (2d Cir. 1961), which is the origin of the Second 

#ÉÒÃÕÉÔȭÓ ȰPolaroid &ÁÃÔÏÒÓȢȱ  $ÅÓÐÉÔÅ *ÕÄÇÅ &ÒÉÅÎÄÌÙȭÓ ÃÌÅÁÒ ÓÔÁÔÅÍÅÎÔ ÔÈÁÔ ÈÉÓ ÔÅÓÔ 

×ÁÓ ÍÅÁÎÔ ÆÏÒ ÓÉÔÕÁÔÉÏÎÓ Ȱɍ×ɎÈÅÒÅ ÔÈÅ ÐÒÏÄÕÃÔÓ ÁÒÅ ÄÉÆÆÅÒÅÎÔȟȱ id. at 495, Second 

Circuit courts routinely apply the Polaroid factors in competing goods cases.  The 

opinion is presented here primarily for its historical significance as one of the most 

influential opinions in U.S. trademark law, but also to show, in the final paragraph of 

the opinion excerpt, how much trademark infringement doctrine had evolved since 

"ÏÒÄÅÎȭÓ )ÃÅ #ÒÅÁÍ. 

 

Polaroid Corp. v. Polarad Electronics Corp. 

287 F.2d 492 (2d Cir. 1961)  

 

FRIENDLY, Circuit Judge. 

[1] Plaintiff, Polaroid Corporation, a Delaware corporation, owner of the 

trademark Polaroid and holder of 22 United States registrations thereof granted 

between 1936 and 1956 and of a New York registration granted in 1950, brought 

this action in the Eastern District of New York, alleging that defendant's use of the 

name Polarad as a trademark and as part of defendant's corporate title infringed 

plaintiff's Federal and state trademarks and constituted unfair competition. It 

sought a broad injunction and an accounting. Defendant's answer, in addition to 

denying the allegations of the complaint, sought a declaratory judgment establishing 

defendant's right to use Polarad in the business in which defendant was engaged, an 

injunction against plaintiff's use of Polaroid in the television and electronics fields, 

and other relief. Judge Rayfiel, in an opinion reported in D.C.1960, 182 F.Supp. 350, 

dismissed both the claim and the counterclaims, concluding that neither plaintiff nor 

defendant had made an adequate showing with respect to confusion and that both 

had been guilty of laches. Both parties appealed but defendant has withdrawn its 

cross-appeal. We find it unnecessary to pass upon Judge Rayfiel's conclusion that 

defendant's use of Polarad does not violate any of plaintiff's rights. For we agree that 

plaintiff's delay in proceeding against defendant bars plaintiff from relief so long as 

defendant's use of Polarad remains as far removed from plaintiff's primary fields of 

activity as it has been and still is. 

[2] The name Polaroid was first adopted by plaintiff's predecessor in 1935. It 

has been held to be a valid trademark as a coined or invented symbol and not to 

have lost its right to protection by becoming generic or descriptive, Marks v. 

Polaroid Corp., D.C.D.Mass.1955, 129 F.Supp. 243. Polaroid had become a well 

known name as applied to sheet polarizing material and products made therefrom, 

as well as to optical desk lamps, stereoscopic viewers, etc., long before defendant 
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was organized in 1944. During World War II, plaintiff's business greatly expanded, 

from $1,032,000 of gross sales in 1941 to $16,752,000 in 1945, due in large part to 

government contracts. Included in this government business were three sorts on 

which plaintiff particularly relies, the sale of Schmidt corrector plates, an optical 

lens used in television; research and development contracts for guided missiles and 

a machine gun trainer, both involving the application of electronics; and other 

ÒÅÓÅÁÒÃÈ ÁÎÄ ÄÅÖÅÌÏÐÍÅÎÔ ÃÏÎÔÒÁÃÔÓ ÆÏÒ ×ÈÁÔ ÐÌÁÉÎÔÉÆÆ ÃÈÁÒÁÃÔÅÒÉÚÅÓ ÁÓ ȬÅÌÅÃÔÒÏ-

optical devices employing electronic circuitry in combination with optical 

appaÒÁÔÕÓȢȭ )Î ρωτχ ÁÎÄ ρωτψ ÐÌÁÉÎÔÉÆÆͻÓ ÓÁÌÅs declined to little more than their pre-

war level; the tremendous expansion of plaintiff's business, reaching sales of 

$65,271,000 in 1958, came after the development of the Land camera in 1948. 

[3] Defendant was organized in December, 1944. Originally a partnership called 

Polarad Electronics Co., it was converted in 1948 into a New York corporation 

bearing the name Polarad Television Corp., which was changed a year later to 

Polarad Electronics Corp. Its principal business has been the sale of microwave 

generating, receiving and measuring devices and of television studio equipment. 

Defendant claimed it had arrived at the name Polarad by taking the first letters of 

the first and last names of its founder, Paul Odessey, and the first two letters of the 

first name of his friend and anticipated partner, Larry Jaffe, and adding the suffix 

ȬÒÁÄȟȭ ÉÎÔÅÎÄÅÄ ÔÏ ÓÉÇÎÉÆÙ ÒÁÄÉÏȠ ÈÏ×ÅÖÅÒȟ /ÄÅÓÓÅÙ ÁÄÍÉÔÔÅÄ ÔÈÁÔ ÁÔ ÔÈÅ ÔÉÍÅ ÈÅ ÈÁÄ 

ȬÓÏÍÅ ËÎÏ×ÌÅÄÇÅȭ ÏÆ ÐÌÁÉÎÔÉÆÆͻÓ ÕÓÅ Ïf the name Polaroid, although only as applied to 

glasses and polarizing filters and not as to electronics. As early as November, 1945, 

plaintiff learned of defendant; it drew a credit report and had one of its attorneys 

visit defendant's quarters, then two small rooms; plaintiff made no protest. By June, 

ρωτφȟ ÄÅÆÅÎÄÁÎÔ ×ÁÓ ÁÄÖÅÒÔÉÓÉÎÇ ÔÅÌÅÖÉÓÉÏÎ ÅÑÕÉÐÍÅÎÔ ÉÎ Ȭ%ÌÅÃÔÒÏÎÉÃÓͻɂa trade 

journal. These advertisements and other notices with respect to defendant came to 

the attention of plaintiff's officers; still plaintiff did nothing. In 1950, a New York 

Attorney who represented plaintiff in foreign patent matters came upon a trade 

show display of defendant's television products under the name Polarad and 

informed plaintiff's house counsel; the latter advised plaintiff's president, Dr. Land, 

ÔÈÁÔ ȬÔÈÅ ÔÉÍÅ ÈÁÄ ÃÏÍÅ ×ÈÅÎ ÈÅ ÔÈÏÕÇÈÔ ×Å ÏÕÇÈÔ ÔÏ ÔÈÉÎË ÓÅÒÉÏÕÓÌÙ ÁÂÏÕÔ ÔÈÅ 

ÐÒÏÂÌÅÍȢȭ (Ï×ÅÖÅÒȟ ÎÏÔÈÉÎÇ ×ÁÓ ÄÏÎÅ ÓÁÖÅ ÔÏ ÄÒÁ× Á ÆÕÒÔÈÅÒ ÃÒÅÄÉÔ ÒÅÐÏÒÔ ÏÎ 

defendant, although defendant's sales had grown from a nominal amount to a rate of 

several hundred thousand dollars a year, and the report related, as had the previous 

ÏÎÅȟ ÔÈÁÔ ÄÅÆÅÎÄÁÎÔ ×ÁÓ ÅÎÇÁÇÅÄ ȬÉÎ ÄÅÖÅÌÏÐÉÎÇ ÁÎÄ ÍÁÎÕÆÁÃÔÕÒÉÎÇ ÅÑÕÉÐÍÅÎÔ ÆÏÒ 

radio, teleÖÉÓÉÏÎ ÁÎÄ ÅÌÅÃÔÒÏÎÉÃ ÍÁÎÕÆÁÃÔÕÒÅÒÓ ÔÈÒÏÕÇÈÏÕÔ ÔÈÅ 5ÎÉÔÅÄ 3ÔÁÔÅÓȢȭ )Î 

October, 1951, defendant, under its letterhead, forwarded to plaintiff a letter 

adÄÒÅÓÓÅÄ ÔÏ Ȭ0ÏÌÁÒÁÄ %ÌÅÃÔÒÏÎÉÃÓ #ÏÒÐȢȭ ÁÔ ÄÅÆÅÎÄÁÎÔͻÓ "ÒÏÏËÌÙÎ ÁÄÄÒÅÓÓȟ ÉÎÑÕÉÒÉÎÇ 
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ÉÎ ÒÅÇÁÒÄ ÔÏ ȬÐÏÌÁÒÏÉÄ ÍÁÔÅÒÉÁÌ ÄÅÓÉÇÎÅÄ ÆÏÒ ÎÉÇÈÔ ÄÒÉÖÉÎÇȭȠ ÔÈÅÒÅ ×ÁÓ ÎÏ ÐÒÏÔÅÓÔ ÂÙ 

plaintiff . In 1953, defendant applied to the United States Patent Office for 

registration of its trademark Polarad for radio and television units and other 

electronic devices; in August, 1955, when this application was published in the 

Official Gazette of the Patent Office, plaintiff for the first time took action by filing a 

notice of opposition, which was overruled by the Examiner in April, 1957. Still 

plaintiff delayed bringing suit until late 1956. Through all this period defendant was 

expending considerable sums for advertising and its business was growingɂ

employees increasing from eight in the calendar year 1945 to 530 in the year ended 

June 30, 1956, fixed assets from $2,300 to $371,800, inventories from $3,000 to 

$1,547,400, and sales from $12,000 to $6,048,000. 

[4] Conceding that the bulk of its business is in optics and photography, lines 

not pursued by defendant, plaintiff nevertheless claims to be entitled to protection 

of its distinctive mark in at least certain portions of the large field of electronics. 

Plaintiff relies on its sales of Schmidt corrector plates, used in certain types of 

television systems, first under government contracts beginning in 1943 and to 

industry commencing in 1945; on its sale, since 1946, of polarizing television filters, 

which serve the same function as the color filters that defendant supplies as a part 

of the television apparatus sold by it; and, particularly, on the research and 

development contracts with the government referred to above. Plaintiff relies also 

on certain instances of confusion, predominantly communications intended for 

defendant but directed to plaintiff. Against this, defendant asserts that its business is 

the sale of complex electronics equipment to a relatively few customers; that this 

does not compete in any significant way with plaintiff's business, the bulk of which 

is now in articles destined for the ultimate consumer; that plaintiff's excursions into 

electronics are insignificant in the light of the size of the field; that the instances of 

confusion are minimal; that there is no evidence that plaintiff has suffered either 

through loss of customers or injury to reputation, since defendant has conducted its 

business with high standards; and that the very nature of defendant's business, sales 

to experienced industrial users and the government, precludes any substantial 

possibility of confusion. Defendant also asserts plaintiff's laches to be a bar. 

[5] The problem of determining how far a valid trademark shall be protected 

with respect to goods other than those to which its owner has applied it, has long 

been vexing and does not become easier of solution with the years. Neither of our 

recent decisions so heavily relied upon by the parties, Harold F. Ritchie, Inc. v. 

Chesebrough-Pond's, Inc., 2 Cir., 1960, 281 F.2d 755, by plaintiff, and Avon Shoe Co., 

Inc. v. David Crystal, Inc., 2 Cir., 1960, 279 F.2d 607 by defendant, affords much 

assistance, since in the Ritchie case there was confusion as to the identical product 
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ÁÎÄ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÉÎ ÔÈÅ !ÖÏÎ ÃÁÓÅ ÈÁÄ ÁÄÏÐÔÅÄ ÉÔÓ ÍÁÒË Ȭ×ÉÔÈÏÕÔ ËÎÏ×ÌÅÄÇÅ ÏÆ ÔÈÅ 

ÐÌÁÉÎÔÉÆÆÓͻ ÐÒÉÏÒ ÕÓÅȟȭ ÁÔ ÐÁÇÅ φρρȢ 7ÈÅÒÅ ÔÈÅ ÐÒÏÄÕÃÔÓ ÁÒÅ ÄÉÆÆÅÒÅÎÔȟ ÔÈÅ ÐÒÉÏÒ 

owner's chance of success is a function of many variables: the strength of his mark, 

the degree of similarity between the two marks, the proximity of the products, the 

likelihood that the prior owner will bridge the gap, actual confusion, and the 

reciprocal of defendant's good faith in adopting its own mark, the quality of 

defendant's product, and the sophistication of the buyers. Even this extensive 

catalogue does not exhaust the possibilitiesɂthe court may have to take still other 

variables into account. American Law Institute, Restatement of Torts, §§ 729, 730, 

731. Here plaintiff's mark is a strong one and the similarity between the two names 

is great, but the evidence of actual confusion, when analyzed, is not impressive. The 

filter seems to be the only case where defendant has sold, but not manufactured, a 

product serving a function similar to any of plaintiff's, and plaintiff's sales of this 

item have been highly irregular, varying, e.g., from $2,300 in 1953 to $303,000 in 

1955, and $48,000 in 1956. 

[6] If defendant's sole business were the manufacture and sale of microwave 

equipment, we should have little difficulty in approving the District Court's 

conclusion that there was no such likelihood of confusion as to bring into play either 

the Lanham Act, 15 U.S.C.A. § 1114(1), or New York General Business Law, § 368-b, 

or to make out a case of unfair competition under New York decisional law, see Avon 

Shoe Co. v. David Crystal, Inc., supra, at page 614, footnote 11. What gives us some 

pause is defendant's heavy involvement in a phase of electronics that lies closer to 

plaintiff's business, namely, television. Defendant makes much of the testimony of 

ÐÌÁÉÎÔÉÆÆͻÓ ÅØÅÃÕÔÉÖÅ ÖÉÃÅ ÐÒÅÓÉÄÅÎÔ ÔÈÁÔ ÐÌÁÉÎÔÉÆÆͻÓ ÎÏÒÍÁÌ ÂÕÓÉÎÅÓÓ ÉÓ ȬÔÈÅ interaction 

ÏÆ ÌÉÇÈÔ ÁÎÄ ÍÁÔÔÅÒȢȭ 9ÅÔȟ ÁÌÔÈÏÕÇÈ ÔÅÌÅÖÉÓÉÏÎ ÌÉÅÓ ÐÒÅÄÏÍÉÎÁÎÔÌÙ ÉÎ ÔÈÅ ÁÒÅÁ ÏÆ 

electronics, it begins and ends with light waves. The record tells us that certain 

television uses were among the factors that first stimulated Dr. Land's interest in 

polarization, see Marks v. Polaroid Corporation, supra, 129 F.Supp. at page 246, 

plaintiff has manufactured and sold at least two products for use in television 

systems, and defendant's second counterclaim itself asserts likelihood of confusion 

in the television field. We are thus by no means sure that, under the views with 

respect to trademark protection announced by this Court in such cases as Yale 

Electric Corp. v. Robertson, 2 Cir., 1928, 26 F.2d 972 (locks vs. flashlights [finding 

confusion]); L. E. Waterman Co. v. Gordon, 2 Cir., 1934, 72 F.2d 272 (mechanical pens 

and pencils vs. razor blades [finding confusion]); Triangle Publications, Inc. v. 

Rohrlich, 2 Cir., 1948, 167 F.2d 969, 972 (magazines vs. girdles [finding confusion]); 

and Admiral Corp. v. Penco, Inc., 2 Cir., 1953, 203 F.2d 517 (radios, electric ranges 

and refrigerators vs. sewing machines and vacuum cleaners [finding confusion]), 
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plaintiff would not have been entitled to at least some injunctive relief if it had 

moved with reasonable promptness. However, we are not required to decide this 

since we uphold the District Court's conclusion with respect to laches. 

[4ÈÅ ÃÏÕÒÔ ÇÏÅÓ ÏÎ ÔÏ ÒÅÊÅÃÔ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÁÔÔÅÍÐÔÓ ÔÏ ÏÖÅÒÃÏÍÅ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ 

defense of laches.] 

 

Questions and Comments 

 

1. Ȱ(ÉÓ -ÁÒË ÉÓ (ÉÓ !ÕÔÈÅÎÔÉÃ 3ÅÁÌȢȱ  In Yale Elec. Corp. v. Robertson, 26 F.2d 972 

(2d Cir. 1928), which Judge Friendly cites in the final paragraph of Polaroid, Judge 

Hand set forth his oft-ÑÕÏÔÅÄ ÄÅÓÃÒÉÐÔÉÏÎ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÉÎÔÅÒÅÓÔ ÉÎ ÐÒÅÖÅÎÔÉÎÇ ÔÈÅ 

use of its mark on noncompeting goods: 

However, it has of recent years been recognized that a merchant may 

have a sufficient economic interest in the use of his mark outside the 

field of his own exploitation to justify interposition by a court. His mark 

is his authentic seal; by it he vouches for the goods which bear it; it 

carries his name for good or ill. If another uses it, he borrows the 

owner's reputation, whose quality no longer lies within his own control. 

This is an injury, even though the borrower does not tarnish it, or divert 

any sales by its use; for a reputation, like a face, is the symbol of its 

possessor and creator, and another can use it only as a mask. And so it 

has come to be recognized that, unless the borrower's use is so foreign 

to the owner's as to insure against any identification of the two, it is 

unlawful. 

IdȢ ÁÔ ωχτȢ  )Æ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÃÏÎÄÕÃÔ ȰÄÏÅÓ ÎÏÔ ÔÁÒÎÉÓÈ ɍÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÒÅÐÕÔÁÔÉÏÎɎȟ ÏÒ 

ÄÉÖÅÒÔ ÁÎÙ ÓÁÌÅÓ ÂÙ ÉÔÓ ÕÓÅȟȱ ÔÈÅÎ ×ÈÁÔ ÅØÁÃÔÌÙ ÉÓ ÔÈÅ ÈÁÒÍ ÔÏ ÔÈÅ ÐÌÁÉÎÔÉÆÆȩ 

 

2. Contemporary Applications of the Multifactor Test for the Likelihood of 

Confusion 

 

Each circuit has developed its own formulation of the multifactor test for the 

likelihood of consumer confusion.  NeverthelÅÓÓȟ ÁÓ ÔÈÅ ÃÈÁÒÔ ÅÎÔÉÔÌÅÄ Ȱ&ÁÃÔÏÒÓ 

#ÏÎÓÉÄÅÒÅÄ ÂÙ #ÉÒÃÕÉÔȱ ÓÕÇÇÅÓÔÓȟ ÔÈÅ ÃÉÒÃÕÉÔÓȭ ÖÁÒÉÏÕÓ ÔÅÓÔÓ ÁÒÅ ÒÏÕÇÈÌÙ ÓÉÍÉÌÁÒȢ  

.ÏÔÁÂÌÙ ÁÂÓÅÎÔ ÆÒÏÍ ÔÈÅ &ÏÕÒÔÈȟ &ÉÆÔÈȟ ÁÎÄ %ÌÅÖÅÎÔÈ #ÉÒÃÕÉÔȭÓ ÔÅÓÔÓȟ ÈÏ×ÅÖÅÒȟ ÉÓ ÁÎÙ 

explicit call to consider the sophistication of the relevant consumers. 

In Virgin Enterprises Ltd. v. Nawab, 335 F.3d 141 (2d Cir. 2003), the Second 

Circuit applied its Polaroid test to determine if consumers would likely mistake the 

goods and services of the defendant, operating under the mark VIRGIN WIRELESS, for 
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the those of the plaintiff, the owner of the VIRGIN mark for a wide variety of goods 

and services.  The opinion is exceptional for its thorough analysis of the factors.  In 

reading through Virgin Enterprises, consider the following questions: 

¶ Which of the Polaroid factors are likely the most important to ÃÏÕÒÔÓȭ 

adjudication of the likelihood of confusion question? 

¶ )Î ÐÒÁÃÔÉÃÅȟ ÉÓ ÉÎÔÅÎÔ ÌÉËÅÌÙ ÁÓ ÕÎÉÍÐÏÒÔÁÎÔ ÔÏ ÃÏÕÒÔÓȭ ÄÅÔÅÒÍÉÎÁÔÉÏÎÓ ÁÓ ÔÈÅ 

Virgin Enterprises opinion suggests? 

¶ Why should strong marks receive a wider scope of protection than weak 

marks? 

¶ Why should inherent strength be more important to the multifactor inquiry 

than acquired strength?  Relatedly, why should fanciful marks receive a 

wider scope of protection that arbitrary or suggestive marks? 

¶ Does the court make any mistakes in its discussion of the Abercrombie 

spectrum? 
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Virgin Enterprises Ltd. v. Nawab  

335 F.3d 141 (2d Cir. 2003)  

 

LEVAL, Circuit Judge. 

[1] 0ÌÁÉÎÔÉÆÆ 6ÉÒÇÉÎ %ÎÔÅÒÐÒÉÓÅÓ ,ÉÍÉÔÅÄ ɉȰ6%,ȱ ÏÒ ȰÐÌÁÉÎÔÉÆÆȱ) appeals from the 

denial of its motion for a preliminary injunction. This suit, brought under § 32 of the 

Lanham Act, 15 U.S.C. § 1114(1), alleges that defendants infringed plaintiff's rights 

in the registered mark VIRGIN by operating retail stores selling wireless telephones 

and related accessories and services under the trade name VIRGIN WIRELESS. The 

United States District Court for the Eastern District of New York (Sifton, J.) denied 

plaintiff's motion for a preliminary injunction, based upon its finding that plaintiff's 

registration did not cover the retail sale of wireless telephones and related products, 

and that plaintiff failed to show a likelihood of consumer confusion. 

 

BACKGROUND 

[2] Plaintiff VEL, a corporation with its principal place of business in London, 

Ï×ÎÓ 5Ȣ3Ȣ 2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψυρȟψρχ ɉȰÔÈÅ ψρχ 2ÅÇÉÓÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ -ÁÙ υȟ ρωωρȟ 

ÁÎÄ ÒÅÇÉÓÔÅÒÅÄ ÏÎ !ÕÇÕÓÔ σπȟ ρωωτȟ ÆÏÒ ÔÈÅ 6)2'). ÍÁÒË ÁÓ ÁÐÐÌÉÅÄ ÔÏ Ȱretail store 

services in the fields of ... computers and electronic apparatus ȱ ɉÅÍÐÈÁÓÉÓ ÁÄÄÅÄɊȢȢȢ 

0ÌÁÉÎÔÉÆÆ ÁÌÓÏ Ï×ÎÓ 5Ȣ3Ȣ 2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψυςȟχχφ ɉȰÔÈÅ χχφ 2ÅÇÉÓÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ 

May 9, 1991, and registered on September 6, 1994, for a stylized version of the 

VIRGIN mark for use in connecÔÉÏÎ ×ÉÔÈ ȰÒÅÔÁÉÌ ÓÔÏÒÅ ÓÅÒÖÉÃÅÓ ÉÎ ÔÈÅ ÆÉÅÌÄÓ ÏÆ ȢȢȢ 

comÐÕÔÅÒÓ ÁÎÄ ÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȟȱ ÁÎÄ 5Ȣ3Ȣ 2ÅÇÉÓÔÒÁÔÉÏÎ .ÏȢ ρȟψφσȟσυσ ɉȰÔÈÅ συσ 

RegisÔÒÁÔÉÏÎȱɊȟ ÆÉÌÅÄ ÏÎ -ÁÙ ρωȟ ρωωςȟ ÁÎÄ ÒÅÇÉÓÔÅÒÅÄ ÏÎ .ÏÖÅÍÂÅÒ ρυȟ ρωωτȟ ÆÏÒ ÔÈÅ 

VIRGIN MEGASTORE mark. It is undisputed that these three registrations have 

become incontestable pursuant to 15 U.S.C. § 1065. 

[3] VEL, either directly or through corporate affiliates, operates various 

businesses worldwide under the trade name VIRGIN, including an airline, large-

scale record stores called Virgin Megastores, and an internet information service. 

Plaintiff or its affiliates also market a variety of goods branded with the VIRGIN 

name, including music recordings, computer games, books, and luggage. Three of 

plaintiff's megastores are located in the New York area. According to an affidavit 

submitted to the district court in support of plaintiff's application for preliminary 

injunction, Virgin Megastores sell a variety of electronic apparatus, including video 

game systems, portable CD players, disposable cameras, and DVD players. These 

stores advertise in a variety of media, including radio. 
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[4] Defendants Simon Blitz and Daniel Gazal are the sole shareholders of 

defendants Cel-.ÅÔ #ÏÍÍÕÎÉÃÁÔÉÏÎÓȟ )ÎÃȢ ɉȰ#ÅÌ-.ÅÔȱɊȠ 4ÈÅ #ÅÌÌÕÌÁÒ .ÅÔ×ÏÒË 

CommunicaÔÉÏÎÓȟ )ÎÃȢȟ ÄÏÉÎÇ ÂÕÓÉÎÅÓÓ ÁÓ #.#' ɉȰ#.#'ȱɊȠ ÁÎÄ 3$ 

4ÅÌÅÃÏÍÍÕÎÉÃÁÔÉÏÎÓȟ )ÎÃȢ ɉȰ3$ 4ÅÌÅÃÏÍȱɊȢ "ÌÉÔÚ ÁÎÄ 'ÁÚÁÌ ÆÏÒÍÅÄ #ÅÌ-Net in 1993 to 

sell retail wireless telephones and services in the New York area. Later, they formed 

CNCG to sell wireless phones and services on the wholesale level. CNCG now sells 

wireless phones and services to more than 400 independent wireless retailers. In 

1998, Cel-Net received permission from New York State regulators to resell 

telephone services within the state. 

[5] Around 1999, Andrew Kastein, a vice-president of CNCG, began to develop a 

Cel-Net brand of wireless telecommunications products. In early 1999, Cel-Net 

entered into negotiations with the Sprint PCS network to provide 

telecommunications services for resale by Cel-Net. In August 1999, Cel-Net retained 

the law firm Pennie & Edmonds to determine the availability of possible service 

marks for Cel-Net. Pennie & Edmonds associate Elizabeth Langston researched for 

Kastein a list of possible service marks; among the marks Cel-Net asked to have 

researched was VIRGIN. Defendants claim that Langston told Cel-Net officer Simon 

Corney that VIRGIN was available for use in the telecommunications field. Plaintiff 

disputed this, offering an affidavit from Langston that she informed defendants that 

she would not search the VIRGIN mark because her firm represented plaintiff. 

[6] According to defendants, in December 1999, Cel-Net retained Corporate 

Solutions, LLC and its principals Nathan Erlich and Tahir Nawab as joint venture 

partners to help raise capital to launch Cel-Net's wireless telephone service. On 

December 2, 1999, Erlich and Nawab filed four intent-to-use applications with the 

U.S. PaÔÅÎÔ ÁÎÄ 4ÒÁÄÅÍÁÒË /ÆÆÉÃÅ ɉȰ04/ȱɊ ÔÏ ÒÅÇÉÓÔÅÒ ÔÈÅ ÍÁÒËÓ 6)2'). 7)2%,%33ȟ 

VIRGIN MOBILE, VIRGIN COMMUNICATIONS, and VIRGIN NET in the field of 

telecommunications services, class 38. On December 24, 1999, Corporate Solutions 

ÉÎÃÏÒÐÏÒÁÔÅÄ ÄÅÆÅÎÄÁÎÔ 6ÉÒÇÉÎ 7ÉÒÅÌÅÓÓȟ )ÎÃȢ ɉȰ67)ȱɊ ÁÎÄ ÌÉÃÅÎÓÅÄ ÔÏ 67) ÔÈÅ ÒÉÇÈÔ 

to use the marks VIRGIN WIRELESS and VIRGIN MOBILE. Meanwhile, one of 

plaintiff's affil iates had begun to offer wireless telecommunication services bearing 

the VIRGIN mark in the United Kingdom. A press release dated November 19, 1999, 

found on plaintiff's website, stated that its Virgin Mobile wireless services were 

operable in the United States. 

[7] On June 23, 2000, defendant Blitz signed a lease under the name Virgin 

Wireless for a kiosk location in South Shore Mall in Long Island from which to re-sell 

AT & T wireless services, telephones, and accessories under the retail name Virgin 

Wireless. Defendants Cel-Net and VWI later expanded their telecommunications re-

sale operations to include two retail stores and four additional retail kiosks in malls 
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in the New York area and in Pennsylvania. All of these stores have been run by VWI 

under the trade name VIRGIN WIRELESS. VWI also has leases and bank accounts in 

its name, and has shown evidence of actual retail transactions and newspaper 

advertisements. 

[8] In August 2000, plaintiff licensed Virgin Mobile USA, LLC, to use the VIRGIN 

mark for wireless telecommunications services in the United States. On August 10, 

2000, plaintiff filed an intent-to-use application with the PTO for use of the VIRGIN 

mark in the United States on telecommunications services and mobile telephones. 

On October 11, 2001, the PTO suspended this mark's registration in international 

class 9, which covers wireless telephones, and class 38, which covers 

telecommunications services, because the VIRGIN mark was already reserved by a 

prior filing, presumably defendants'. On August 16, 2001, plaintiff filed another 

intent -to-use application for the mark VIRGIN MOBILE to brand telecommunications 

services. The PTO issued a non-final action letter for both of plaintiff's pending new 

registrations on October 31, 2001, which stated that defendant Corporation 

Solutions' pending applications for similar marks in the same class could give rise to 

ȰÁ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȢȱ 4ÈÅ 04/ ÓÕÓÐÅÎÄÅÄ ÁÃÔÉÏÎ ÏÎ ÐÌÁÉÎÔÉÆÆͻÓ ÁÐÐÌÉÃation 

pending the processing of Corporation Solutions' applications. 

[9] In October 2001, plaintiff issued a press release announcing that it was 

offering wireless telecommunications services and mobile telephones in the United 

States. 

[10] Plaintiff became aware of Corporation Solutions' application for 

registration of the VIRGIN WIRELESS and VIRGIN MOBILE marks by May 2000. In 

October 2001 and December 2001, defendant VWI filed suits against plaintiff in the 

federal district courts in Arizona and Delaware, alleging that plaintiff was using 

VWI's mark. Plaintiff maintains (and the district court found) that it learned in 

January 2002 that VWI and Cel-Net were operating kiosks under the VIRGIN 

WIRELESS name and two days later filed the present suit seeking to enjoin 

defendants from selling mobile phones in VIRGIN-branded retail stores. 

[11] On May 2, 2002, the district court considered plaintiff's application for a 

preliminary injunction. It found that no essential facts were in dispute, and 

therefore no evidentiary hearing was required. It was uncontested (and the district 

court accordÉÎÇÌÙ ÆÏÕÎÄɊ ÔÈÁÔ ÐÌÁÉÎÔÉÆÆ ÓÏÌÄ ȰÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȱ ÉÎ ÉÔÓ ÓÔÏÒÅÓȟ 

ÉÎÃÌÕÄÉÎÇ ȰÖÁÒÉÏÕÓ ÖÉÄÅÏ ÇÁÍÅ ÓÙÓÔÅÍÓȟ ÐÏÒÔÁÂÌÅ ÃÁÓÓÅÔÔÅ ÔÁÐÅȟ ÃÏÍÐÁÃÔ ÄÉÓÃȟ ÍÐσȟ 

and mini disc playÅÒÓȟ ÐÏÒÔÁÂÌÅ ÒÁÄÉÏÓȟ ÁÎÄ ÄÉÓÐÏÓÁÂÌÅ ÃÁÍÅÒÁÓȟȱ ÂÕÔ ÎÏÔ ÉÎÃÌÕÄÉÎÇ 

telephones or telephone service, and that the only products the defendants sold in 

their stores were wireless telephones, telephone accessories, and wireless 

telephone servicesȣȢ 
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[12] Arguing against plaintiff's likelihood of success, the court noted that 

plaintiff's rÅÇÉÓÔÒÁÔÉÏÎÓ ÄÉÄ ÎÏÔ ÃÌÁÉÍ ÕÓÅ ÏÆ ÔÈÅ 6)2'). ÍÁÒË ȰÉÎ 

telecommunications services or in the associated retail sale of wireless telephones 

ÁÎÄ ÁÃÃÅÓÓÏÒÉÅÓȢȱ 7ÈÉÌÅ ÐÌÁÉntiff's 817 and 776 Registrations covered the retail sale 

ÏÆ ȰÃÏÍÐÕÔÅÒÓ ÁÎÄ ÅÌÅÃÔÒÏÎÉÃ ÁÐÐÁÒÁÔÕÓȟȱ ÔÈÅÙ ÄÉÄ ÎÏÔ ÅØÔÅÎÄ ÔÏ ÔÅÌÅÃÏÍÍÕÎÉÃÁÔÉÏÎÓ 

services and wireless phones. 

[13] The court noted that the defendants were the first to use the VIRGIN mark 

in telecommunications, and the first to attempt to register VIRGIN for 

telecommunications and retail telephone sales.... 

 

DISCUSSION 

.... 

 

II. 

[14] A claim of trademark infringement, whether brought under 15 U.S.C. § 

1114(1) (for infringement of a registered mark) or 15 U.S.C. § 1125(a) (for 

infringement of rights in a mark acquired by use), is analyzed under the familiar 

two-prong test described in Gruner + Jahr USA Publ'g v. Meredith Corp., 991 F.2d 

1072 (2d Cir.1993). See Time, Inc. v. Petersen Publ'g Co. L.L.C., 173 F.3d 113, 117 (2d 

Cir.1999) (noting that Gruner test is applicable to claims brought under § 1114(1) 

and § 1125(a)). The test looks first to whether the plaintiff's mark is entitled to 

protection, and second to whether defendant's use of the mark is likely to cause 

consumers confusion as to the origin or sponsorship of the defendant's goods. 

Gruner, 991 F.2d at 1074. Examining the question as the test dictates, we have no 

doubt that plaintiff was entitled to a preliminary injunction. 

[15] We believe the district court accorded plaintiff too narrow a scope of 

protection for its famous, arbitrary, and distinctive mark. There could be no dispute 

that plaintiff prevailed as to the first prong of the testɂprior use and ownership. 

For years, plaintiff had used the VIRGIN mark on huge, famous stores selling, in 

addition to music recordings, a variety of consumer electronic equipment. At the 

time the defendants began using VIRGIN, plaintiff owned rights in the mark. The 

focus of inquiry thus turns to the second prong of the testɂwhether defendants' use 

of VIRGIN as a mark for stores selling wireless telephone services and phones was 

likely to cause confusion. There can be little doubt that such confusion was likely. 

[16] The landmark case of Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 

492 (2d Cir.1961) (Friendly, J.), outlined a series of nonexclusive factors likely to be 

pertinent in addressing the issue of likelihood of confusion, which are routinely 

followed in such cases...  
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[17] Six of the Polaroid factors relate directly to the likelihood of consumer 

confusion. These are the strength of the plaintiff's mark; the similarity of 

defendants' mark to plaintiff's; the proximity of the products sold under defendants' 

mark to those sold under plaintiff's; where the products are different, the likelihood 

that plaintiff willbridge the gap by selling the products being sold by defendants; the 

existence of actual confusion among consumers; and the sophistication of 

consumers. Of these six, all but the last (which was found by the district court to be 

neutral) strongly favor the plaintiff. The remaining two Polaroid factors, defendants' 

good or bad faith and the quality of defendants' products, are more pertinent to 

issues other than likelihood of confusion, such as harm to plaintiff's reputation and 

choice of remedy. We conclude that the Polaroid factors powerfully support 

plaintiff's position. 

[18] Strength of the mark. The strength of a trademark encompasses two 

different concepts, both of which relate significantly to likelihood of consumer 

confusion. The first and most importÁÎÔ ÉÓ ÉÎÈÅÒÅÎÔ ÓÔÒÅÎÇÔÈȟ ÁÌÓÏ ÃÁÌÌÅÄ ȰÉÎÈÅÒÅÎÔ 

ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȢȱ 4ÈÉÓ ÉÎÑÕÉÒÙ ÄÉÓÔÉÎÇÕÉÓÈÅÓ ÂÅÔ×ÅÅÎȟ ÏÎ ÔÈÅ ÏÎÅ ÈÁÎÄȟ ÉÎÈÅÒÅÎÔÌÙ 

distinctive marksɂmarks that are arbitrary or fanciful in relation to the products 

(or services) on which they are usedɂand, on the other hand, marks that are 

generic, descriptive or suggestive as to those goods. The former are the strong 

marks. Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 9 (2d Cir.1976). 

The second sense of the conÃÅÐÔ ÏÆ ÓÔÒÅÎÇÔÈ ÏÆ Á ÍÁÒË ÉÓ ȰÁÃÑÕÉÒÅÄ ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȟȱ 

i.e., fame, or the extent to which prominent use of the mark in commerce has 

resulted in a high degree of consumer recognition. See TCPIP Holding Co. v. Haar 

Communications Inc., 244 F.3d 88, 100 (2d Cir.2001) (describing these two concepts 

of strength). 

[19] Considering first inherent distinctiveness, the law accords broad, muscular 

protection to marks that are arbitrary or fanciful in relation to the products on 

which they are used, and lesser protection, or no protection at all, to marks 

consisting of words that identify or describe the goods or their attributes. The 

reasons for the distinction arise from two aspects of market efficiency. The 

paramount objective of the trademark law is to avoid confusion in the marketplace. 

The purpose for which the trademark law accords merchants the exclusive right to 

the use of a name or symbol in their area or commerce is identification, so that the 

merchants can establish goodwill for their goods based on past satisfactory 

performance, and the consuming public can rely on a mark as a guarantee that the 

goods or services so marked come from the merchant who has been found to be 

satisfactory in the past. See Estee Lauder Inc. v. The Gap, Inc., 108 F.3d 1503, 1510 

(2d Cir.1997) (quoting Restatement (Third) of Unfair Competition § 21 comment i 
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(1995)); Power Test Petroleum Distribs., Inc. v. Calcu Gas, Inc., 754 F.2d 91, 97 (2d 

Cir.1985); McGregor-Doniger Inc. v. Drizzle Inc., 599 F.2d 1126, 1131 (2d Cir.1979). 

At the same time, efficiency and the public interest require that every merchant 

trading in a class of goods be permitted to refer to the goods by their name, and to 

make claims about their quality. Thus, a merchant who sells pencils under the 

trademark Pencil or Clear Mark, for example, and seeks to exclude other sellers of 

pencils from using those words in their trade, is seeking an advantage the 

trademark law does not intend to offer. To grant such exclusivity would deprive the 

consuming public of the useful market information it receives where every seller of 

pencils is free to call them pencils. Abercrombie, 537 F.2d at 9; CES Publ'g Corp. v. St. 

Regis Publ'ns, Inc., 531 F.2d 11, 13 (2d Cir.1975). The trademark right does not 

protect the exclusive right to an advertising messageɂonly the exclusive right to an 

identifier, to protect against confusion in the marketplace. Thus, as a matter of 

policy, the trademark law accords broader protection to marks that serve 

exclusively as identifiers and lesser protection where a grant of exclusiveness would 

tend to diminish the access of others to the full range of discourse relating to their 

goods. See TCPIP, 244 F.3d at 100; Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 215 

(2d Cir.1999); Otokoyama Co. Ltd. v. Wine of Japan Import, Inc., 175 F.3d 266, 270 

(2d Cir.1999). 

[20] The second aspect of efficiency that justifies according broader protection 

to marks that are inherently distinctive relates directly to the likelihood of 

confusion. If a mark is arbitrary or fanciful, and makes no reference to the nature of 

the goods it designates, consumers who see the mark on different objects offered in 

the marketplace will be likely to assume, because of the arbitrariness of the choice 

of mark, that they all come from the same source. For example, if consumers become 

familiar with a toothpaste sold under an unusual, arbitrary brand name, such as 

ZzaaqQ, and later see that same inherently distinctive brand name appearing on a 

different product, they are likely to assume, notwithstanding the product difference, 

that the second product comes from the same producer as the first. The more 

unusual, arbitrary, and fanciful a trade name, the more unlikely it is that two 

independent entities would have chosen it. In contrast, every seller of foods has an 

ÉÎÔÅÒÅÓÔ ÉÎ ÃÁÌÌÉÎÇ ÉÔÓ ÐÒÏÄÕÃÔ ȰÄÅÌÉÃÉÏÕÓȢȱ #ÏÎÓÕÍÅÒÓ ×ÈÏ ÓÅÅ ÔÈÅ ×ÏÒÄ delicious 

used on two or more different food products are less likely to draw the inference 

that they must all come from the same producer. Cf. Streetwise Maps, 159 F.3d at 

χττ ɉÎÏÔÉÎÇ ÔÈÁÔ ÓÅÖÅÒÁÌ ÍÁÐ ÐÒÏÄÕÃÅÒÓ ÕÓÅ ȰÓÔÒÅÅÔȱ ÉÎ ÐÒÏÄÕÃÔ ÎÁÍÅÓȠ ÔÈÕÓ 

ÐÌÁÉÎÔÉÆÆͻÓ ÍÁÒË ÕÓÉÎÇ ȰÓÔÒÅÅÔȱ ×ÁÓ ÎÏÔ ÐÁÒÔÉÃÕÌÁÒÌÙ ÄÉÓÔÉÎÃÔÉÖÅɊȠ W. Publ'g, 910 F.2d 

at 61 (noting numerous regisÔÒÁÔÉÏÎÓ ÏÆ ÍÁÒËÓ ÕÓÉÎÇ ×ÏÒÄ ȰÇÏÌÄÅÎȱɊȢ )Î ÓÈÏÒÔȟ ÔÈÅ 

more distinctive the mark, the greater the likelihood that the public, seeing it used a 
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second time, will assume that the second use comes from the same source as the 

first. The goal of avoiding consumer confusion thus dictates that the inherently 

distinctive, arbitrary, or fanciful marks, i.e., strong marks, receive broader 

protection than weak marks, those that are descriptive or suggestive of the products 

on which they are used. See Abercrombie, 537 F.2d at 9-11; TCPIP, 244 F.3d at 100-

01. 

[21] 4ÈÅ ÓÅÃÏÎÄ ÓÅÎÓÅ ÏÆ ÔÒÁÄÅÍÁÒË ÓÔÒÅÎÇÔÈȟ ÆÁÍÅȟ ÏÒ ȰÁÃÑÕÉÒÅÄ 

ÄÉÓÔÉÎÃÔÉÖÅÎÅÓÓȟȱ Álso bears on consumer confusion. See TCPIP, 244 F.3d at 100-01; 

Streetwise Maps, 159 F.3d at 744. If a mark has been long, prominently and 

notoriously used in commerce, there is a high likelihood that consumers will 

recognize it from its prior use. Widespread consumer recognition of a mark 

previously used in commerce increases the likelihood that consumers will assume it 

identifies the previously familiar user, and therefore increases the likelihood of 

consumer confusion if the new user is in fact not related to the first. See Nabisco, 191 

F.3d at 216-17. A mark's fame also gives unscrupulous traders an incentive to seek 

to create consumer confusion by associating themselves in consumers' minds with a 

famous mark. The added likelihood of consumer confusion resulting from a second 

user's use of a famous mark gives reason for according such a famous mark a 

broader scope of protection, at least when it is also inherently distinctive. See 

McGregor, 599 F.2d at 1132 (noting that secondary meaning may further enlarge the 

scope of protection accorded to inherently distinctive marks). 

[22] Plaintiff's VIRGIN mark undoubtedly scored high on both concepts of 

strength. In relation to the sale of consumer electronic equipment, the VIRGIN mark 

is inherently distinctive, in that it is arbitrary and fanciful; the wÏÒÄ ȰÖÉÒÇÉÎȱ ÈÁÓ ÎÏ 

intrinsic relationship whatsoever to selling such equipment. Because there is no 

ÉÎÔÒÉÎÓÉÃ ÒÅÁÓÏÎ ÆÏÒ Á ÍÅÒÃÈÁÎÔ ÔÏ ÕÓÅ ÔÈÅ ×ÏÒÄ ȰÖÉÒÇÉÎȱ ÉÎ ÔÈÅ ÓÁÌÅ ÏÆ ÃÏÎÓÕÍÅÒ 

electronic equipment, a consumer seeing VIRGIN used in two different stores selling 

such equipment will likely assume that the stores are related. 

[23] Plaintiff's VIRGIN mark was also famous. The mark had been employed 

with world -wide recognition as the mark of an airline and as the mark for 

megastores selling music recordings and consumer electronic equipment. The fame 

of the mark increased the likelihood that consumers seeing defendants' shops 

selling telephones under the mark VIRGIN would assume incorrectly that 

defendants' shops were a part of plaintiff's organization. See Lois Sportswear, U.S.A., 

Inc. v. Levi Strauss & Co., 799 F.2d 867, 873 (2d Cir.1986). 

[24] There can be no doubt that plaintiff's VIRGIN mark, as used on consumer 

electronic equipment, is a strong mark, as the district court found. It is entitled as 

such to a broad scope of protection, precisely because the use of the mark by others 
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in connection with stores selling reasonably closely related merchandise would 

inevitably have a high likelihood of causing consumer confusion. 

[25] Similarity of marks. When the secondary user's mark is not identical but 

merely similar to the plaintiff's mark, it is important to assess the degree of 

similarity b etween them in assessing the likelihood that consumers will be 

confused. See McGregor, 599 F.2d at 1133. Plaintiff's and defendants' marks were 

not merely similar; they were identical to the extent that both consisted of the same 

×ÏÒÄȟ ȰÖÉÒÇÉÎȢȱ 

[26] The district court believed this factor did not favor plaintiff because it 

found some differences in appearance. Defendants' logo used a different typeface 

and different colors from plaintiff's. While those are indeed differences, they are 

quite minor in relation to the fact that the name being used as a trademark was the 

same in each case. 

[27] Advertisement and consumer experience of a mark do not necessarily 

transmit all of the mark's features. Plaintiff, for example, advertised its Virgin 

Megastores on the radio. A consumer who heard those advertisements and then saw 

the defendants' installation using the name VIRGIN would have no way of knowing 

that the two trademarks looked different. See Sports Auth., Inc. v. Prime Hospitality 

Corp., 89 F.3d 955, 962 (2d Cir.1996). A consumer who had visited one of plaintiff's 

Virgin Megastores and remembered the name would not necessarily remember the 

typeface and color of plaintiff's mark. The reputation of a mark also spreads by word 

of mouth among consumers. One consumer who hears from others about their 

experience with Virgin stores and then encounters defendants' Virgin store will 

have no way knowing of the differences in typeface. See Hills Bros. Coffee, Inc. v. Hills 

Supermarkets, Inc., 428 F.2d 379, 381 (2d Cir.1970) (per curiam ). 

[28] In view of the fact that defendants used the same name as plaintiff, we 

conclude the defendants' mark was sufficiently similar to plaintiff's to increase the 

likelihood of confusion. This factor favored the plaintiff as a matter of law. We 

conclude that the district court erred in concluding otherwise on the basis of 

comparatively trivial and often irrelevant differences. 

[29] Proximity of the products and likelihood of bridging the gap. The next factor 

is the proximity of the products being sold by plaintiff and defendant under identical 

(or similar) marks. See Arrow Fastener, 59 F.3d at 396. This factor has an obvious 

bearing on the likelihood of confusion. When the two users of a mark are operating 

in completely different areas of commerce, consumers are less likely to assume that 

their  similarly branded products come from the same source. In contrast, the closer 

the secondary user's goods are to those the consumer has seen marketed under the 

prior user's brand, the more likely that the consumer will mistakenly assume a 
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common source. See Cadbury Beverages, Inc. v. Cott Corp., 73 F.3d 474, 480-81 (2d 

Cir.1996). 

[30] While plaintiff had not sold telephones or telephone service prior to 

defendant's registration evincing intent to sell those items, plaintiff had sold quite 

similar items of consumer electronic equipment. These included computer video 

game systems, portable cassette-tape players, compact disc players, MP3 players, 

mini -disc players, and disposable cameras. Like telephones, many of these are small 

consumer electronic gadgets making use of computerized audio communication. 

They are sold in the same channels of commerce. Consumers would have a high 

expectation of finding telephones, portable CD players, and computerized video 

game systems in the same stores. We think the proximity in commerce of telephones 

to CD players substantially advanced the risk that consumer confusion would occur 

when both were sold by different merchants under the same trade name, VIRGIN. 

[31] Our classic Polaroid test further protects a trademark owner by examining 

the likelihood that, even if the plaintiff's products were not so close to the 

defendants' when the defendant began to market them, there was already a 

likelihood that plaintiff would in the reasonably near future begin selling those 

products. See Cadbury Beverages, 73 F.3d at 482. VEL's claim of proximity was 

further strengthened in this regard because, as the district court expressly found, 

ȰÐÌÁÎÓ ÈÁÄ ÂÅÅÎ formulated [for VEL] to enter [the market for telecommunications 

ÐÒÏÄÕÃÔÓ ÁÎÄ ÓÅÒÖÉÃÅÓɎ ÓÈÏÒÔÌÙ ÉÎ ÔÈÅ ÆÕÔÕÒÅȢȱ 6%, ÈÁÄ ÁÌÒÅÁÄÙ ÂÅÇÕÎ ÍÁÒËÅÔÉÎÇ 

telephone service in England which would operate in the United States, and, as the 

district court found, had made plans to sell telephones and wireless telephone 

service under the VIRGIN name from its retail stores. 

[32] The district court, nonetheless, found in favor of the defendants with 

respect to the proximity of products and services. We would ordinarily give 

considerable deference to a factual finding on this issue. Here, however, we cannot 

do so because it appears the district court applied the wrong test. The court did not 

assess the proximity  of defendants' VIRGIN-branded retail stores selling telephone 

products to plaintiff's VIRGIN-branded retail stores selling other consumer 

electronic products. It simply concluded that, because defendants were selling 

exclusively telephone products and services, and plaintiff's electronic products did 

not include telephones or related services, the defendants must prevail as to the 

proximity factor. 

[33] This represents a considerable misunderstanding of the Polaroid test. The 

famous list of factors of likely pertinence in assessing likelihood of confusion in 

Polaroid was specially designed for a case like this one, in which the secondary user 

is not in direct competition with the prior user, but is selling a somewhat different 



 

Beebe - Trademark Law: An Open-Source Casebook 

 

Part II    52 
 

 

This work is licensed under the Creative Commons Attribution-NonCommercial-ShareAlike 4.0 International License. 

 To view a copy of this license, visit http://creativecommons.org/li censes/by-nc-sa/4.0/ .  V2.0/ 2015-07-20 

product or service. In Polaroid, the plaintiff sold optical and camera equipment, 

while the defendant sold electronic apparatus. The test the court discussed was 

ÅØÐÒÅÓÓÌÙ ÁÄÄÒÅÓÓÅÄ ÔÏ ÔÈÅ ÐÒÏÂÌÅÍ ȰÈÏ× ÆÁÒ Á ÖÁÌÉÄ ÔÒÁÄÅÍÁÒË ÓÈÁÌÌ ÂÅ ÐÒÏÔÅÃÔÅÄ 

with r espect to goods other than those to which its owner has applied it.ȱ ςψχ &ȢςÄ ÁÔ 

495 (emphasis added); see also Arrow Fastener, 59 F.3d at 396 (noting that products 

need not actually compete with each other). The very fact that the test includes the 

ȰÐÒÏØÉÍiÔÙȱ ÂÅÔ×een the defendant's products and the plaintiff's and the likelihood 

ÔÈÁÔ ÔÈÅ ÐÌÁÉÎÔÉÆÆ ×ÉÌÌ ȰÂÒÉÄÇÅ ÔÈÅ ÇÁÐȱ ÍÁËÅÓ ÃÌÅÁÒ ÔÈÁÔ ÔÈÅ ÔÒÁÄÅÍÁÒË Ï×ÎÅÒ ÄÏÅÓ 

not lose, as the district court concluded, merely because it has not previously sold 

the precise good or service sold by the secondary user. 

[34] In our view, had the district court employed the proper test of proximity, it 

could not have failed to find a high degree of proximity as between plaintiff VEL's 

prior sales of consumer electronic audio equipment and defendants' subsequent 

sales of telephones and telephone services, which proximity would certainly 

contribute to likelihood of consumer confusion. And plaintiff was all the more 

entitled to a finding in its favor in respect of these matters by virtue of the fact, 

which the district court did find, that at the time defendants began using the VIRGIN 

mark in the retail sale of telephones and telephone services, plaintiff already had 

plans to bridge the gap by expanding its sales of consumer electronic equipment to 

include sales of those very goods and services in the near future. Consumer 

confusion was more than likely; it was virtually inevitable. 

[35] Actual confusion. It is self-evident that the existence of actual consumer 

confusion indicates a likelihood of consumer confusion. Nabisco, 191 F.3d at 228. 

7Å ÈÁÖÅ ÔÈÅÒÅÆÏÒÅ ÄÅÅÍÅÄ ÅÖÉÄÅÎÃÅ ÏÆ ÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎ ȰÐÁÒÔÉÃÕÌÁÒÌÙ ÒÅÌÅÖÁÎÔȱ ÔÏ 

the inquiry. Streetwise Maps, 159 F.3d at 745. 

[36] Plaintiff submitted to the district court an affidavit of a former employee of 

defendant Cel-Net, who worked at a mall kiosk branded as Virgin Wireless, which 

stated that individuals used to ask him if the kiosk was affiliated with plaintiff's 

VIRGIN stores. The district court correctly concluded that this evidence weighed in 

plaintiff's favor. 

[37] Sophistication of consumers. The degree of sophistication of consumers can 

have an important bearing on likelihood of confusion. Where the purchasers of a 

products are highly trained professionals, they know the market and are less likely 

than untrained consumers to be misled or confused by the similarity of different 

ÍÁÒËÓȢ 4ÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÒÅÃÏÇÎÉÚÅÄ ÔÈÁÔ ȰɍÒɎÅÔÁÉÌ ÃÕÓÔÏÍÅÒÓȟ ÓÕÃÈ ÁÓ ÔÈÅ ÏÎÅÓ 

catered to by both the defendants and [plaintiff], are not expected to exercise the 

same degree of care as professional buyers, who are expected to have greater 

powers of discriminaÔÉÏÎȢȱ /Î ÔÈÅ ÏÔÈÅÒ ÈÁÎÄȟ ÉÔ ÏÂÓÅÒÖÅÄ ÔÈÁÔ ÐÕÒÃÈÁÓÅÒÓ ÏÆ ÃÅÌÌÕÌÁÒ 
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telephones and the service plans were likely to give greater care than self-service 

customers in a supermarket. Noting that neither side had submitted evidence on the 

sophistication of consumers, the court made no finding favoring either side. We 

agree that the sophistication factor is neutral in this case. 

[38] Bad faith and the quality of the defendants' services or products. Two factors 

remain of the conventional Polaroid test: the existence of bad faith on the part of the 

secondary user and the quality of the secondary user's products or services. 

Polaroid, 287 F.2d at 495. Neither factor is of high relevance to the issue of 

likel ihood of confusion. A finding that a party acted in bad faith can affect the court's 

choice of remedy or can tip the balance where questions are close. It does not bear 

directly on whether consumers are likely to be confused. See TCPIP, 244 F.3d at 102. 

The district court noted some evidence of bad faith on the defendants' part, but 

because the evidence on the issue was scant and equivocal, the court concluded that 

such a findÉÎÇ ȰÁÔ ÔÈÉÓ ÓÔÁÇÅ ɍ×ÏÕÌÄ ÂÅɎ ÓÐÅÃÕÌÁÔÉÖÅȢȱ 4ÈÅ ÃÏÕÒÔ ÔÈÅÒÅÆÏÒÅ ÆÏÕÎÄ ÔÈÁÔ 

this factor favored neither party. 

[39] The issue of the quality of the secondary user's product goes more to the 

harm that confusion can cause the plaintiff's mark and reputation than to the 

likelihood of confusion. See Arrow Fastener, 59 F.3d at 398 (noting that first user's 

reputation may be harmed if secondary user's goods are of poor quality). In any 

ÅÖÅÎÔȟ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÆÏÕÎÄ ÔÈÉÓ ÆÁÃÔÏÒ ÔÏ ÂÅ ȰÎÅÕÔÒÁÌȱ ×ÉÔÈ ÒÅÓÐÅÃÔ ÔÏ ÌÉËÅÌÉÈÏÏÄ ÏÆ 

confusion. 

 * * * * * * 

[40] In summary we conclude that of the six Polaroid factors that pertain 

directly to the likelihood of consumer confusion, all but one favor the plaintiff, and 

that oneɂsophistication of consumersɂis neutral. The plaintiff is strongly favored 

by the strength of its mark, both inherent and acquired; the similarity of the marks; 

the proximity of the products and services; the likelihood that plaintiff would bridge 

the gap; and the existence of actual confusion. None of the factors favors the 

defendant. The remaining factors were found to be neutral. Although we do not 

suggest that likelihood of confusion may be properly determined simply by the 

number of factors in one party's favor, the overall assessment in this case in our 

view admits only of a finding in plaintiff's favor that defendants' sale of telephones 

and telephone-related services under the VIRGIN mark was likely to cause 

substantial consumer confusion. 

[41] One issue remains. Defendants argue that plaintiff should be barred by 

laches from seeking injunctive relief. They contend that because of plaintiff's delay 

after learning of the defendants' applications to register the VIRGIN marks, they 

expended considerable sums and developed goodwill in their use of the VIRGIN 
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marks before plaintiff brought suit. Because the district court ruled in the 

defendants' favor it made no express finding on the issue of laches. But the district 

court explicitly found that plaintiff first learned of defendants' use of the name 

VIRGIN in commerce only two days before plaintiff instituted this suit. Given that 

finding, plaintiff could not be chargeable with laches. 

[42] We conclude that, as a matter of law, plaintiff demonstrated irreparable 

harm and likelihood of success on the merits and was entitled to a preliminary 

injunction. 

 

CONCLUSION 

REVERSED and REMANDED. 

 

Questions and Comments 

 

1.  The Abercrombie Spectrum. In its discussion of inherent distinctiveness, the 

court divides the Abercrombie spectrum into inherently and non-inherently 

ÄÉÓÔÉÎÃÔÉÖÅ ÍÁÒËÓȡ ȰThis inquiry distinguishes between, on the one hand, inherently 

distinctive marksɂmarks that are arbitrary or fanciful in relation to the products 

(or services) on which they are usedɂand, on the other hand, marks that are 

ÇÅÎÅÒÉÃȟ ÄÅÓÃÒÉÐÔÉÖÅ ÏÒ ÓÕÇÇÅÓÔÉÖÅ ÁÓ ÔÏ ÔÈÏÓÅ ÇÏÏÄÓȢȱ $Ï ÙÏÕ ÄÅÔÅÃÔ ÁÎ ÅÒÒÏÒ ÉÎ ÔÈÉÓ 

division? 

Later in the opinion, the court refers to the Virgin mark as ȰÁÒÂÉÔÒÁÒÙ ÁÎÄ 

ÆÁÎÃÉÆÕÌȢȱ 3ÈÏÕÌÄ ×Å ÔÒÅÁÔ ÔÈÅÓÅ Ô×Ï Abercrombie categories as indistinguishable for 

purposes of the inherent distinctiveness analysis? Why might we seek to accord a 

greater scope of protection to fanciful marks than to arbitrary marks? 

2.  Are All Factors Equally Important?  In order to prevail in the overall likelihood 

of confusion multifactor test, must a plaintiff win all of the factors, a majority of 

them, some of them? Is the outcome of any particular factor necessary or sufficient 

to trigger a particular overall test outcome? 

Empirical work offers some insight into these questions. See Barton Beebe, An 

Empirical Study of the Multifactor Tests for Trademark Infringement, 94 CALIF. L. REV. 

ρυψρ ɉςππφɊȢ 4ÈÅ ÁÕÔÈÏÒȭÓ ÅÖÉÄÅÎÃÅ suggests that the plaintiff must win the 

similarity factor in order to win the overall test. Of the 192 preliminary injunction 

and bench trial opinions studied, 65 opinions found that the marks were not similar, 

and each of these 65 opinions found in favor of the defendant in the overall 

likelihood of confusion test. Notwithstanding the Virgin ÃÏÕÒÔȭÓ ÁÓÓÅÒÔÉÏÎ ÔÈÁÔ ÔÈÅ 

ÉÎÔÅÎÔ ÆÁÃÔÏÒ ÉÓ ÎÏÔ ȰÏÆ ÈÉÇÈ ÒÅÌÅÖÁÎÃÅȱ ÁÎÄ ÍÁÙ ÏÎÌÙ ȰÔÉÐ ÔÈÅ ÂÁÌÁÎÃÅ ×ÈÅÒÅ ÔÈÅ 

ÑÕÅÓÔÉÏÎÓ ÁÒÅ ÃÌÏÓÅȟȱ ÔÈÅ ÓÔÕÄÙ ÁÌÓÏ ÓÕÇÇÅÓÔÓ ÔÈÁÔ ÔÈÅ ÏÕÔÃÏÍÅ ÏÆ ÔÈÅ ÉÎtent factor 
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correlates very strongly with the outcome of the overall test. Sixty-seven of the 192 

preliminary injunction and bench trial opinions found that the intent factor favored 

the plaintiff. Of these 67 opinions, 65 found in favor of the plaintiff in the overall test 

(and in the two outlying opinions, the court found that the similarity factor favored 

the defendant). Overall, across the circuits, five core factors appear to drive the 

outcome of the likelihood of confusion test. In order of importance, these factors are 

ÔÈÅ ÓÉÍÉÌÁÒÉÔÙ ÏÆ ÔÈÅ ÍÁÒËÓȟ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÉÎÔÅÎÔȟ ÔÈÅ ÐÒÏØÉÍÉÔÙ ÏÆ ÔÈÅ ÇÏÏÄÓȟ 

ÅÖÉÄÅÎÃÅ ÏÆ ÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎȟ ÁÎÄ ÔÈÅ ÓÔÒÅÎÇÔÈ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒËȢ 4ÈÅ ÒÅÍÁÉÎÉÎÇ 

factors appear, in practice, to be largely irrelevant to the outcome of the test. 

3.  Why Should Strong Marks Receive More Protection? The conventional 

rationale for according a greater scope of protection to strong marks is that, due to 

their notoriety, they are more easily called to mind by similar marks. See Jacob 

Jacoby, The Psychological Foundations of Trademark Law: Secondary Meaning, 

Genericism, Fame, Confusion and Dilution, 91 TRADEMARK REP. 1013, 1038-42 (2001). 

"ÕÔ ÓÈÏÕÌÄÎȭÔ ÓÔÒÏÎÇ ÍÁÒËÓ ÁÃÔÕÁÌÌÙ ÒÅÑÕÉÒÅ ÌÅÓÓ ÐÒÏÔÅÃÔÉÏÎȩ #ÏÎÓÉÄÅÒ ÔÈÅ ÅØÁÍÐÌÅ 

of COKE. Having been exposed to the  COKE mark countless times throughout their 

lives, are American consumers more or less likely to detect slight differences 

between the COKE mark and other similar marks?  Some foreign courts have had the 

temerity to suggest that exceptionally strong marks are less likely to be confused 

with other marks.  See, e.g., Baywatch Production Co. Inc. v The Home Video Channel, 

High Court of Justice, Chancery Division, 31 July 1996 (Crystal J.) (citing BASF Plc v 

CEP (UK) Plc (Knox J.), 16 October 1995)); Uprise Product Yugen Kaisha v. 

Commissioner of Japan Patent Office, Heisei 22 (gyo-ke) 10274 Intellectual Property 

High Court of Japan (2010). 

4. Sophistication of the Relevant Consumers.  Courts assess the likelihood of 

ÃÏÎÆÕÓÉÏÎ ÂÙ ÔÈÅ ȰÒÅÁÓÏÎÁÂÌÙ ÐÒÕÄÅÎÔȱ ÃÏÎÓÕÍÅÒ ÏÆ ÔÈÅ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓ ÁÔ ÉÓÓÕÅȢ  

Consumers of more expensive or more technically sophisticated goods are 

understood to exercise greater care in their purchasing decisions, and thus to be 

comparatively less likely to be confused.  See, e.g., Heartsprings, Inc. v. Heartspring, 

Inc., 143 F.3d 550, 557 (10th Cir. 1998) (finding that consumers would not likely 

ÃÏÎÆÕÓÅ ÄÅÆÅÎÄÁÎÔȭÓ ÍÁÒË HEARTSPRING for a residential school for physically 

ÄÉÓÁÂÌÅÄ ÃÈÉÌÄÒÅÎ ×ÉÔÈ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË HEARTSPRINGS for pr inted materials teaching 

children to resolve conflicts non-ÖÉÏÌÅÎÔÌÙ ×ÈÅÒÅ ÔÕÉÔÉÏÎ ÆÏÒ ÄÅÆÅÎÄÁÎÔȭÓ ÓÃÈÏÏÌ 

ranged from $90,000 to $150,000 per year). 

A recent Canadian case captured this aspect of consumer sophistication doctrine 

quite memorably. In Atomic Energy of Canada Limited v. Areva NP Canada Ltd., 2009 

&# ωψπ ɉςππωɊȟ ÔÈÅ ÐÌÁÉÎÔÉÆÆ ÕÓÅÄ Á ÓÔÙÌÉÚÅÄ Ȱ!ȱ (shown below on the right) as its 

trademark for services relating to the design and construction of nuclear reactors 
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while the defendant also used a styÌÉÚÅÄ Ȱ!ȱ (shown below on the left) in connection 

×ÉÔÈ ÔÈÅ ÓÁÌÅ ÏÆ ÎÕÃÌÅÁÒ ÒÅÁÃÔÏÒ ÐÁÒÔÓ ÁÎÄ ÃÏÍÐÏÎÅÎÔÓȢ 4ÈÅ ÃÏÕÒÔ ÎÏÔÅÄȡ Ȱ!ÌÌ ÏÆ ɍÔÈÅ 

ÐÌÁÉÎÔÉÆÆȭÓɎ ÅØÐÅÒÔÓ ÁÃËÎÏ×ÌÅÄÇÅÄ ÉÎ ÃÒÏÓÓ-examination that the relevant consumers 

would not be confused into purchasing ÔÈÅ ×ÒÏÎÇ ÎÕÃÌÅÁÒ ÒÅÁÃÔÏÒȢȱ Id. at ¶19. Citing 

%ÎÇÌÉÓÈ ÃÁÓÅ ÌÁ×ȟ ÔÈÅ ÃÏÕÒÔ ÒÅÃÏÇÎÉÚÅÄ ÔÈÁÔ Ȱɍ)ɎÔ ÉÓ ÎÏÔ ÓÕÆÆÉÃÉÅÎÔ ÔÈÁÔ ÔÈÅ ÏÎÌÙ 

confusion would be to a very small, unobservant section of society; or as Foster J. 

put it recently, if the only person who wouÌÄ ÂÅ ÍÉÓÌÅÄ ×ÁÓ Á ȬÍÏÒÏÎ ÉÎ Á ÈÕÒÒÙȢȭȱ Id. 

ÁÔ əςψȢ -ÒȢ *ÕÓÔÉÃÅ :ÉÎÎ ÁÄÄÅÄȡ Ȱ)Î ÔÈÉÓ ÉÎÄÕÓÔÒÙȟ ÔÈÅ ÆÁÃÔ ÔÈÁÔ (ÏÍÅÒ 3ÉÍÐÓÏÎ ÍÁÙ ÂÅ 

ÃÏÎÆÕÓÅÄ ÉÓ ÉÎÓÕÆÆÉÃÉÅÎÔ ÔÏ ÆÉÎÄ ÃÏÎÆÕÓÉÏÎȢȱ Id. 

  
 

Are relatively poor individuals less sophisticated consumers and thus more 

easily confused?  One S.D.N.Y. judge seemed to think so.  See Schieffelin & Co. v. The 

Jack Co., 1994 WL 144884 at *55 (S.D.N.Y. 1994) ɉȰEven if some of the prospective 

purchasers of Dom Perignon are from low income groups, and are therefore less 

sophisticated shoppers than wealthier purchasers, . . ȢȱɊȢ  ! ÌÁÔÅÒ ÃÏÕÒÔ ÔÏÏË 

exception to the Shieffelin #ÏÕÒÔȭÓ ÁÓÓÕÍÐÔÉÏÎȢ 3ee Reebok Intern. Ltd. v. K-Mart 

Corp., 849 F.Supp. 252,  268 (S.D.N.Y. 1994) ɉȰɍ4Ɏhe court expressly disagrees with 

this statement's implication that there is a direct relationship between income and 

consumer intelligence.  Careless shopping habits are not a necessary by-product of a 

low income.ȱɊȢ 

5.  What About the Interests of Consumers Who Are Not Confused? In Michael 

Grynberg, Trademark Litigation as Consumer Conflict, 83 N.Y.U. L. REV. 60 (2008), 

Grynberg argues: 

Trademark litigation typically unfolds as a battle between competing 

sellers who argue over whether the defendant's conduct is likely to 

confuse consumers. This is an unfair fight. In the traditional narrative, 

the plaintiff defends her trademark while simultaneously protecting 

consumers at risk for confusion. The defendant, relatively speaking, 

ÓÔÁÎÄÓ ÁÌÏÎÅȢ 4ÈÅ ÒÅÓÕÌÔÉÎÇ ȰÔ×Ï-against-ÏÎÅȱ ÓÔÏÒÙÌÉÎÅ ÇÉÖÅÓ ÓÈÏÒÔ 

shrift to the interests of nonconfused consumers who may have a stake 

in the defendant's conduct. As a result, courts are too receptive to 

nontraditional trademark claims where the case for consumer harm is 

questionable. Better outcomes are available by appreciating trademark 
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litigation's parallel status as a conflict between consumers. This view 

treats junior and senior trademark users as proxies for different 

consumer classes and recognizes that remedying likely confusion 

among one group of consumers may cause harm to others. Focusing on 

the interests of benefited and harmed consumers also minimizes the 

excessive weight given to moral rhetoric in adjudicating trademark 

cases. Consideration of trademark's consumer-conflict dimension is 

therefore a useful device for critiquing trademark's expansion and 

assessing future doctrinal developments. 

Id. at 60.  Should courts be more solicitous of the interests of sophisticated 

consumers who are in fact not confused and may benefit from the information 

provided by the defendantȭÓ ÃÏÎÄÕÃÔȩ 

6.  Is It Necessary for Courts Explicitly to Consider Each Factor? District courts 

ÁÒÅ ÇÅÎÅÒÁÌÌÙ ÒÅÑÕÉÒÅÄ ÅØÐÌÉÃÉÔÌÙ ÔÏ ÁÄÄÒÅÓÓ ÅÁÃÈ ÏÆ ÔÈÅ ÆÁÃÔÏÒÓ ÌÉÓÔÅÄ ÉÎ ÔÈÅÉÒ ÃÉÒÃÕÉÔȭÓ 

multifactor test. If a factor is irrelevant, the court must explain why. Failure to do so 

can result in remand. See, for example, Sabinsa Corp. v. Creative Compounds, 609 

F.3d 175 (3d Cir. 2010), which reviewed a district court opinion that addressed only 

three of the ten Lapp factors used by the Third Circuit. The Third Circuit explained: 

Ȱɍ7ɎÈÉÌÅ ÉÔ ÉÓ ÔÒÕÅ ÔÈÁÔ Á ÄÉÓÔÒÉÃÔ ÃÏÕÒÔ ÍÁÙ ÆÉÎÄ ÔÈÁÔ ÃÅÒÔÁÉÎ ÏÆ ÔÈÅ Lapp factors are 

inapplicable or unhelpful in a particular case, the court must still explain its choice 

not to employ those factors. Here, the District Court failed to explain whether it 

viewed these remaining factors as neutral or irrelevant or how it weighed and 

ÂÁÌÁÎÃÅÄ ÔÈÅ ÃÏÍÂÉÎÅÄ ÆÁÃÔÏÒÓȢȱ IdȢ ÁÔ ρψσȢ &ÉÎÄÉÎÇ ÔÈÁÔ ÔÈÅ ÆÁÃÔÓ ×ÅÒÅ ȰÌÁÒÇÅÌÙ 

ÕÎÄÉÓÐÕÔÅÄȟȱ id., the Third Circuit declined to remand. Instead, it considered each of 

the ten Lapp factors and reversed. 

7.  A Two-Dimensional Model of Trademark Scope.  Trademark lawyers typically 

ÓÐÅÁË ÏÆ ÔÒÁÄÅÍÁÒËÓ ÉÎ Ô×Ï ÄÉÍÅÎÓÉÏÎÓȟ ÁÓ ÉÎ ÔÈÅ ÔÒÁÄÅÍÁÒË ȰFORD ÆÏÒ ÃÁÒÓȱ ÏÒ ÔÈÅ 

ÔÒÁÄÅÍÁÒË ȰACE for hardware, but not for bandagesȢȱ   From this we can derive a 

simple two-dimensional model of trademark infringement, as in the figure below.  

See Barton Beebe, The Semiotic Analysis of Trademark Law, 51 UCLA L. REV. 621, 

654-655 (2004)   This model conceives of any given trademark as forming a point in 

a two-dimensional features space consisting of a trademark dimension and a 

goods/services dimension.  The trademark dimension consists of a collapsed, one-

dimensional continuum of all possible marks arranged according to similarities of 

ȰÓÏÕÎÄȟ ÓÉÇÈÔȟ ÁÎÄ ÍÅÁÎÉÎÇȢȱ  4ÈÅ ÇÏÏÄÓȾÓÅÒÖÉÃÅÓ ÄÉÍÅÎÓÉÏÎ ÓÉÍÉÌÁÒÌÙ ÃÏÎÓÉÓÔÓ ÏÆ Á 

one-dimensional continuum of all possible goods and services arranged according to 

their degree of similarity. 
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Distance in this features space is a measure of two concepts.  First, distance is a 

measure of difference.  The distance between any two points represents the degree 

of difference between them.  Second, and related, distance is a measure of the 

likelihood of consumer confusion.  The closer two points are in features space, the 

greater the proportion of consumers in the relevant consumer population who will 

likely confuse them. 

As we have seen, in order to prevent consumer confusion as to source, 

trademark law invests a trademark-product combination with some broader scope 

of protection extending out from the point the combination forms in this features 

space.  Otherwise, a competitor could come very near to that point, as in (stout, BASS) 

or (ale, BOSS) in the above figure and, by confusing some proportion of consumers as 

to source, unfairly appropriate as to those consumers the goodwill of the BASS ale 

brand. 4ÈÅ ÃÌÏÓÅÒ Á ÊÕÎÉÏÒ ÕÓÅÒȭÓ trademark-product combination comes to the 

trademark-product combination of a senior user, the greater the proportion of 

consumers who wiÌÌ ÃÏÎÆÕÓÅ ÔÈÅ ÊÕÎÉÏÒȭÓ ×ÉÔÈ ÔÈÅ ÓÅÎÉÏÒȭÓ ÕÓÅȢ  !Ô ÓÏÍÅ ÐÒÏØÉÍÉÔÙ ÔÏ 

ÔÈÅ ÓÅÎÉÏÒȭÓ ÕÓÅȟ ÔÒÁÄÅÍÁÒË ÌÁ× ÄÅÃÌÁÒÅÓ ÔÈÁÔ ÔÏÏ ÈÉÇÈ Á ÐÒÏÐÏÒÔÉÏÎ ÏÆ ÃÏÎÓÕÍÅÒÓ ÁÒÅ 

or will be confused, and establishes a border, a property line, inside of which no 

competitor may come.  This border, enveloping any given trademark, describes the 

ÓÃÏÐÅ ÏÆ ÔÈÁÔ ÔÒÁÄÅÍÁÒËȭÓ ÐÒÏÔÅÃÔÉÏÎ ÁÎÄ ÔÈÅ ÅØÔÅÎÔ ÏÆ ÔÈÅ ÐÒÏÄÕÃÅÒȭÓ ÐÒÏÐÅÒÔÙ ÒÉÇÈÔȢ 

For exceptionally well-ËÎÏ×Î ÍÁÒËÓȟ ×ÈÁÔ ÍÉÇÈÔ ÂÅ ÔÈÅ ÓÈÁÐÅ ÏÆ ÔÈÅ ÍÁÒËȭÓ 

scope in this features space?  Would it matter where the mark falls on the 

Abercrombie spectrum?  What would be the shape of the scope of protection for 
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COCA-COLA?  Can any other firm reasonably use that mark on any other good or 

service?  What would be the shape of the scope of FORD for automobiles or APPLE for 

high technology goods and services? 

 

3. Survey Evidence and the Likelihood of Confusion  

 

It is often said that survey evidence is routinely submitted in trademark 

litigation, particularly on the issue of consumer confusion.  In a statement before 

Congress, the American Bar Association offered a typical expression of this view: 

ȰÓÕÒÖÅÙ ÅÖÉÄÅÎÃÅ ÉÓ ÔÒÁÄÉÔÉÏÎÁÌÌÙ ÏÎÅ ÏÆ ÔÈÅ ÍÏÓÔ ÃÌÁÓÓÉÃ ÁÎÄ ÍÏÓÔ ÐÅÒÓÕÁÓÉÖÅ ÁÎÄ 

most informative forms of trial evidence that trademark lawyers utilize in both 

ÐÒÏÓÅÃÕÔÉÎÇ ÁÎÄ ÄÅÆÅÎÄÉÎÇ ÁÇÁÉÎÓÔ ÔÒÁÄÅÍÁÒË ÃÌÁÉÍÓ ÏÆ ÖÁÒÉÏÕÓ ÓÏÒÔÓȢȱ Committee 

Print to Amend the Federal Trademark Dilution Act: Hearing Before the Subcomm. on 

Courts, the Internet, and Intellectual Property of the Comm. on the Judiciary, 108th 

Cong. 14 (2004) (statement of Robert W. Sacoff, Chair, Section of Intellectual 

Property Law, American Bar Association). In fact, empirical work suggests that 

survey evidence plays a surprisingly small role in deciding most trademark cases. 

See Barton Beebe, An Empirical Study of the Multifactor Tests for Trademark 

Infringement, 94 CALIF. L. REV. 1581, 1641-42 (2006). The author studied all federal 

court opinions applying a likelihood of confusion multifactor test over a five-year 

period from 2000 to 2004 and found that only 65 (20%) of the 331 opinions 

addressed survey evidence, 34 (10%) credited the survey evidence, and 24 (7%) 

ultimately ruled in favor of the outcome that the credited survey evidence itself 

favored. Eleven (24%) of the 46 bench trial opinions addressed survey evidence 

(with eight crediting it), while 24 (16%) of the 146 preliminary injunction opinions 

addressed survey evidence (with 12 crediting it). Id.  See also Robert C. Bird & Joel H. 

Steckel, The Role of Consumer Surveys in Trademark Infringement: Empirical 

Evidence from the Federal Courts, 14 PENN. J. BUS. L. 1013 (2012) (finding that survey 

ÅÖÉÄÅÎÃÅ ÉÓ ÉÎÆÒÅÑÕÅÎÔÌÙ ÕÓÅÄ ÉÎ ÔÒÁÄÅÍÁÒË ÌÉÔÉÇÁÔÉÏÎ ÁÎÄ ÓÕÇÇÅÓÔÉÎÇ ÔÈÁÔ ȰÔÈÅ ÍÅÒÅ 

submission of a survey by a defendant appears to help its case, while a plaintiff-

ÓÕÂÍÉÔÔÅÄ ÓÕÒÖÅÙ ÃÁÎ ÐÏÔÅÎÔÉÁÌÌÙ ÈÕÒÔ ÉÔÓ ÃÁÓÅ ÉÆ ÔÈÅ ÃÏÕÒÔ ÄÅÅÍÓ ÉÔ ÆÌÁ×ÅÄȱɊȢ  But see 

Dan Sarel & Howard Marmorstein, The Effect of Consumer Surveys and Actual  

Confusion Evidence in Trademark Litigation: An Empirical Assessment, 99 TRADEMARK  

REP. 1416 (2009) (finding survey evidence presented in one-third of the opinions 

studied and that survey evidence had a substantial impact in cases involving 

dissimilar goods). Cf. Shari Seidman Diamond & David Franklyn, Trademark Surveys: 

An Undulating Path, 92 TEXAS L. REV. __ (forthcoming 2014) (concluding based on a 
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survey of trademark practitioners that surveys can perform a significant role in 

settlement negotiations). 

Nevertheless, in the small subset of trademark cases involving high-stakes 

liti gation or one or more well-funded parties, survey evidence is customary, so 

ÍÕÃÈ ÓÏ ÔÈÁÔ ÃÏÕÒÔÓ ×ÉÌÌ ÓÏÍÅÔÉÍÅÓ ÄÒÁ× ÁÎ ȰÁÄÖÅÒÓÅ ÉÎÆÅÒÅÎÃÅȱ ÁÇÁÉÎÓÔ Á ÐÁÒÔÙ ÆÏÒ 

failing to present it. See, e.g., Eagle Snacks, Inc. v. Nabisco Brands, Inc., 625 F. Supp. 

571, 5ψσ ɉ$Ȣ.Ȣ*Ȣ ρωψυɊ ɉȰ&ÁÉÌÕÒÅ ÏÆ Á ÔÒÁÄÅÍÁÒË Ï×ÎÅÒ ÔÏ ÒÕÎ Á ÓÕÒÖÅÙ ÔÏ ÓÕÐÐÏÒÔ ÉÔÓ 

claims of brand significance and/or likelihood of confusion, where it has the 

financial means of doing so, may give rise to the inference that the contents of the 

survey would bÅ ÕÎÆÁÖÏÒÁÂÌÅȟ ÁÎÄ ÍÁÙ ÒÅÓÕÌÔ ÉÎ ÔÈÅ ÃÏÕÒÔ ÄÅÎÙÉÎÇ ÒÅÌÉÅÆȢȱɊȠ but see, 

e.g., Tools USA and Equipment Co. v. Champ Frame Straightening Equipment Inc., 87 

&ȢσÄ φυτȟ φφρ ɉτÔÈ #ÉÒȢ ρωωφɊ ɉȰ!ÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎ ÃÁÎ ÂÅ ÄÅÍÏÎÓÔÒÁÔÅÄ ÂÙ ÓÕÒÖÅÙ 

evidence, but contrary tÏ ɍÄÅÆÅÎÄÁÎÔȭÓɎ ÓÕÇÇÅÓÔÉÏÎȟ ÓÕÒÖÅÙ ÅÖÉÄÅÎÃÅ ÉÓ ÎÏÔ 

necessarily the best evidence of actual confusion and surveys are not required to 

ÐÒÏÖÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȢȱɊȢ  

7ÈÅÎ ÌÉÔÉÇÁÎÔÓ ÄÏ ÐÒÅÓÅÎÔ ÓÕÒÖÅÙ ÅÖÉÄÅÎÃÅȟ ÃÏÕÒÔÓȭ ÁÎÁÌÙÓÉÓ ÏÆ ÔÈÉÓ ÅÖÉÄÅÎÃÅ ÃÁÎ 

be painstaking, especially when the litigants present dueling survey experts.  In the 

following opinion, Smith v. Wal-Mart Stores, Inc., 537 F.Supp.2d 1302 (N.D.Ga. 2008), 

the declaratory plaintiff Charles Smith sought to criticize Wal--ÁÒÔȭÓ ÅÆÆÅÃÔ ÏÎ 

American communities and workers by likening the retailer to the Nazi regime and, 

after Wal-Mart sent Smith two cease and desist letters, to Al Qaeda. In particular, 

Smith created and sold online through CafePress.com t-shirts and other 

merchandise incorporating the ÔÅÒÍ Ȱ7ÁÌÏÃÁÕÓÔȱ ÁÎÄ ÖÁÒÉÏÕÓ .ÁÚÉ ÉÎÓÉÇÎÉÁ (shown 

below) ÏÒ ÔÈÅ ÔÅÒÍ Ȱ7ÁÌ-1ÁÅÄÁȱ ÁÎÄ ÖÁÒÉous slogans and images (shown below).  

Wal-Mart produced survey evidence to support the proposition that American 

consumers would believe that Wal-Mart was selling the t-shirts or had otherwise 

ÁÕÔÈÏÒÉÚÅÄ ÔÈÅÉÒ ÓÁÌÅȟ ÏÒ ÔÈÁÔ ÉÎ ÁÎÙ ÃÁÓÅȟ 3ÍÉÔÈȭÓ ÃÏÎÄÕÃÔ ÔÁÒÎÉÓÈÅÄ 7ÁÌ--ÁÒÔȭÓ 

ÔÒÁÄÅÍÁÒËȢ  %ØÃÅÒÐÔÅÄ ÂÅÌÏ× ÉÓ *ÕÄÇÅ 4ÉÍÏÔÈÙ "ÁÔÔÅÎȟ 3ÒȢȭÓ ÅØÔÒÁÏÒÄÉÎÁÒÉÌÙ ÆÉÎÅ 

ÁÎÁÌÙÓÉÓ ÏÆ ÔÈÅ ÓÕÒÖÅÙÓ ÂÅÆÏÒÅ ÈÉÍȟ ×ÈÉÃÈ ÈÅ ÃÏÎÄÕÃÔÅÄ ÕÎÄÅÒ ÔÈÅ ȰÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎȱ 

factor of the multifactor test for the likelihood of consumer confusion.  The analysis 

is lengthy and very detailed, but it is one with which a serious student of trademark 

litigation should be familiar. 

A few additional preliminary comments.  First, the surveys at issue are modified 

forms of the ȰEveready ÆÏÒÍÁÔȱ ÆÏÒ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ÓÕÒÖÅÙÓȟ ÂÁÓÅÄ ÏÎ ÔÈÅ ÃÁÓÅ 

Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366 (7th Cir. 1976), in which the 

Seventh Circuit credited two surveys as strong evidence of the likelihood of 

confusion.  ɉ.ÏÔ×ÉÔÈÓÔÁÎÄÉÎÇ ÔÈÅ ÓÐÅÌÌÉÎÇ ÏÆ Ȱ%ÖÅÒ-2ÅÁÄÙȱ ÉÎ ÔÈÅ ÃÁÐÔÉÏÎ ÏÆ ÔÈÅ ÃÁÓÅȟ 

ÍÏÓÔ ÃÏÍÍÅÎÔÁÔÏÒÓȟ ÉÎÃÌÕÄÉÎÇ -Ã#ÁÒÔÈÙȟ ÒÅÆÅÒ ÔÏ ÔÈÅ ÓÕÒÖÅÙ ÆÏÒÍÁÔ ÁÓ ÔÈÅ ȰEveready 
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ÆÏÒÍÁÔȢȱɊ  The surveys presented their respondents ×ÉÔÈ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÐÒÏÄÕÃÔÓ 

ÁÎÄ ÁÓËÅÄȟ ÉÎ ÅÓÓÅÎÃÅȟ Ȱ7ÈÏ ÄÏ ÙÏÕ ÔÈÉÎË ÐÕÔÓ ÏÕÔ ɍÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÐÒÏÄÕÃÔɎȩȱ; 

Ȱ7ÈÁÔ ÍÁËÅÓ ÙÏÕ ÔÈÉÎË ÓÏȩȱȠ Ȱ0ÌÅÁÓÅ ÎÁÍÅ ÁÎÙ ÏÔÈÅÒ ÐÒÏÄÕÃÔÓ ÐÕÔ ÏÕÔ ÂÙ ÔÈÅ ÓÁÍÅ 

ÃÏÎÃÅÒÎ ×ÈÉÃÈ ÐÕÔÓ ÏÕÔ ÔÈÅ ɍÄÅÆÅÎÄÁÎÔȭÓ ÐÒÏÄÕÃÔɎ ÓÈÏ×Î ÈÅÒÅȢȱ Id. at 386.  Second, 

the excerpt below addresses, in addition to the likelihood of confusion issue, a cause 

of action for dilution by tarnishment of Wal--ÁÒÔȭÓ ÍÁÒËȢ  7Å ×ÉÌÌ ÁÄÄÒÅÓÓ ÄÉÌÕÔÉÏÎ 

more fully in Part II.C.  

In reading through the excerpt, consider the following question: 

¶ Do you find the Eveready format persuasive?  How else might you design a 

likelihood of confusion survey? 

¶ 4ÈÅ ȰÔÈÉÒÄ ÓÅÔ ÏÆ ÑÕÅÓÔÉÏÎÓȱ ÉÎ ÔÈÅ ÓÕÒÖÅÙÓȟ ȰÁÉÍÅÄ ÁÔ ÔÅÓÔÉÎÇ ÆÏÒ ÃÏÎÆÕÓÉÏÎ 

as to authorization or sponsorship, asked whether tÈÅ ÃÏÍÐÁÎÙ ÔÈÁÔ ȬÐÕÔ 

ÏÕÔȭ ÔÈÅ ÓÈÉÒÔ ÎÅÅÄÅÄ ÐÅÒÍÉÓÓÉÏÎ ÆÒÏÍ ÁÎÏÔÈÅÒ ÃÏÍÐÁÎÙ ÔÏ ÄÏ ÓÏȟ ÁÎÄ ÉÆ ÓÏȟ 

×ÈÉÃÈ ÃÏÍÐÁÎÙȢȱ  )Ó ÔÈÉÓ ÁÎ ÁÐÐÒÏÐÒÉÁÔÅ ÓÕÒÖÅÙ ÑÕÅÓÔÉÏÎ ÔÏ ÁÓË ÃÏÎÓÕÍÅÒÓȩ 
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Smith v. Wal-Mart Stores, Inc. 

537 F.Supp.2d 1302 (N.D.Ga. 2008) 

 

Timothy C. Batten, Sr., District Judge: 

ȣ 

II.  Analysis 

 

C.  Trademark Infringement, Unfair Competition, Cybersquatting and Deceptive 

Trade Practices Claims 

 

1. Actual Confusion 

[1] Proof of actual confusion is considered the best evidence of likelihood of 

confusion. Rotoɀ2ÏÏÔÅÒ #ÏÒÐȢ ÖȢ /ȭ.ÅÁÌȟ 513 F.2d 44, 45ɀ46 (5th Cir.1975). A 

claimant may present anecdotal evidence of marketplace confusion, and surveys, 

when appropriately and accurately conducted and reported, are also widely and 

routinely accepted as probative of actual confusion. See, e.g., AmBrit, Inc. v. Kraft, 

Inc., 812 F.2d 1531, 1544 (11th Cir.1986) (considering the proffered survey but 

giving it little weight); SunAmerica Corp. v. Sun Life Assurance Co. of Canada, 890 

F.Supp. 1559, 1576 (N.D.Ga.1994) (viewing the proffered survey as confirmation of 

consistent anecdotal evidence). 

[2] WalɀMart concedes that it has no marketplace evidence of actual consumer 

confusion. Instead, it presents two consumer research studies conducted by Dr. 

Jacob Jacoby that purport to prove that consumer confusion and damage to Walɀ

-ÁÒÔȭÓ ÒÅÐÕÔÁÔÉÏÎ ÁÒÅ ÌÉËÅÌÙȢ 

 

a. The Jacoby Report 

[3] Jacoby developed two surveys for WalɀMart that both purported to measure 

consumer confusion and dilution by tarnishment. Specifically, the stated objectives 

ÏÆ ÔÈÅ ÒÅÓÅÁÒÃÈ ×ÅÒÅ ɉρɊ Ȱ4Ï ÄÅÔÅÒÍÉÎÅ ×ÈÅÔÈÅÒ ɉÁÎÄ ÉÆ ÓÏȟ ÔÏ ×ÈÁÔ ÅØÔÅÎÔɊȟ ×ÈÅÎ 

ÃÏÎÆÒÏÎÔÅÄ ×ÉÔÈ ÍÅÒÃÈÁÎÄÉÓÅ ÂÅÁÒÉÎÇ -ÒȢ 3ÍÉÔÈȭÓ ÄÅÓÉÇÎÓ ÅÉÔÈÅÒ ÉÎ ÐÅÒÓon or via the 

Internet, prospective consumers would be confused into believing that these items 

either came from WalɀMart, came from a firm affiliated with WalɀMart, or had been 

authorized by Walɀ-ÁÒÔȟȱ ÁÎÄ ɉςɊ Ȱ4Ï ÄÅÔÅÒÍÉÎÅ ×ÈÅÔÈÅÒ ɉÁÎÄ ÉÆ ÓÏȟ ÔÏ ×ÈÁÔ ÅØÔent) 

ÅØÐÏÓÕÒÅ ÔÏ -ÒȢ 3ÍÉÔÈȭÓ ÄÅÓÉÇÎÓ ×ÏÕÌÄ ÇÅÎÅÒÁÔÅ ÄÉÌÕÔÉÏÎ ÖÉÁ ÔÁÒÎÉÓÈÍÅÎÔȢȱ 

[4] $ÅÅÍÉÎÇ ÉÔ ÉÍÐÒÁÃÔÉÃÁÌ ÔÏ ÔÅÓÔ ÁÌÌ ÏÆ 3ÍÉÔÈȭÓ ÄÅÓÉÇÎÓȟ *ÁÃÏÂÙ ÃÈÏÓÅ ÉÎÓÔÅÁÄ ÔÏ 

test two products as representative of ÁÌÌ ÏÆ 3ÍÉÔÈȭÓ ÁÌÌÅÇÅÄÌÙ ÉÎÆÒÉÎÇÉÎÇ ÐÒÏÄÕÃÔÓɂ

the white t-ÓÈÉÒÔ ×ÉÔÈ ÔÈÅ ×ÏÒÄ Ȱ7!,ɕ/#!534ȱ ÉÎ ÂÌÕÅ ÆÏÎÔ ÏÖÅÒ ÔÈÅ .ÁÚÉ ÅÁÇÌÅ 

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1975110198&pubNum=350&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_350_45
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1987035516&pubNum=350&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_350_1544
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1987035516&pubNum=350&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_350_1544
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1995139072&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_1576
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1995139072&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_1576
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clutching a yellow smiley face, and another white t-shirt that depicted the word 

Ȱ7!,ɀ1!%$!ȱ ÉÎ Á ÂÌÕÅ ÆÏÎÔ ÁÓ ÐÁÒÔ ÏÆ ÔÈÅ ÐÈÒÁÓÅ Ȱ3UPPORT OUR TROOPS. 

BOYCOTT WALɀ1!%$!Ȣȱ 

[5] (Å ÁÌÓÏ ÔÅÓÔÅÄ ÃÏÎÓÕÍÅÒ ÒÅÁÃÔÉÏÎÓ ÔÏ ȰÃÏÎÔÒÏÌȱ ÄÅÓÉÇÎÓȟ ×ÈÉÃÈ ÈÅ ÃÏÍÐÁÒÅÄ 

to consumer responses to the Walocaust and WalɀQaeda designs. To develop the 

control for the Walocaust design, Jacoby replaced the star with a hyphen and 

removed the smiley face from the yellow circle, and for both the Walocaust and 

Walɀ1ÁÅÄÁ ÃÏÎÔÒÏÌÓȟ ÈÅ ÓÕÂÓÔÉÔÕÔÅÄ Ȱ:ȱ ÆÏÒ Ȱ7Ȣȱ 4ÈÅÓÅ ÓÕÂÓÔÉÔÕÔÉÏÎÓ ÒÅÓÕÌÔÅÄ ÉÎ 

control concepts entitled Ȱ:ÁÌ-ÏÃÁÕÓÔȱ ÁÎÄ Ȱ:ÁÌɀ1ÁÅÄÁȢȱ 

[6] Jacoby engaged a market research firm to test each of the t-shirt designs in 

ɉρɊ Á ȰÐÒÏÄÕÃÔȱ ÓÔÕÄÙ ÉÎÔÅÎÄÅÄ ÔÏ ÔÅÓÔ ÆÏÒ ÐÏÓÔ-purchase confusion and tarnishment, 

and (ςɊ Á Ȱ×ÅÂÓÉÔÅȱ ÓÔÕÄÙ ÉÎÔÅÎÄÅÄ ÔÏ ÔÅÓÔ ÆÏÒ ÐÏÉÎÔ-of-sale confusion and 

tarnishment.1  

[7] The market research company conducted the studies in a mall-intercept 

ÆÏÒÍÁÔȢ 4ÈÅ ÃÏÍÐÁÎÙȭÓ ÒÅÓÅÁÒÃÈÅÒÓ ×ÏÕÌÄ Ápproach people who appeared to be 

thirteen years old or older and ask a series of screening questions.2 To qualify for 

either survey, the respondent was required to be at least thirteen years old3 and 

must have in the past year bought, or would in the coming year consider buying, 

bumper stickers, t-shirts or coffee mugs with words, symbols or designs on them. To 

ÑÕÁÌÉÆÙ ÆÏÒ ÔÈÅ Ȱ×ÅÂÓÉÔÅȱ ÓÔÕÄÙȟ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÍÕÓÔ ÁÌÓÏ ÈÁÖÅ ɉρɊ ÕÓÅÄ ÔÈÅ )ÎÔÅÒÎÅÔ 

in the past month to search for information about products or services and (2) 

either (a) in the past year used the Internet to buy or to search for information 

about bumper stickers, t-shirts or coffee mugs with words, symbols or designs on 

them, or (b) in the coming year would consider buying over the Internet bumper 

                                                             
1 This resulted in eight test cells: 

 
2 The research company conducted the surveys in malls in Trumbull, 

Connecticut; Philadelphia, Pennsylvania; Youngstown, Ohio; Chicago Ridge, Illinois; 

Louisville, Kentucky; San Antonio, Texas; Colorado Springs, Colorado; and 

Northridge, California. The website survey was also conducted in Portland, Oregon. 
3 Because CafePress allowed only consumers over the age of thirteen to 

purchase from its site, Jacoby similarly limited his universe of respondents. 
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stickers, t-shirts or coffee mugs with words, symbols or designs on them.4 If the 

respondent met the qualifications, he or she was asked to go with the researcher to 

ÔÈÅ ÍÁÌÌȭÓ ÅÎÃÌÏÓÅÄ ÉÎÔÅÒÖÉÅ×ÉÎÇ ÆÁÃÉÌÉÔÙ ÆÏÒ Á ÆÉÖÅ-minute interview.5  

[8] &ÏÒ ÔÈÅ ȰÐÒÏÄÕÃÔȱ ÓÔÕÄÙȟ ÔÈÅ ÉÎÔÅÒÖÉÅ×ÅÒÓ ÐÒÅÓÅÎÔÅÄ ÔÏ ÅÁÃÈ ÒÅÓÐÏÎÄÅÎÔ ÏÎÅ 

of the four t-shirts described above and asked the respondent to imagine seeing 

someone wearing the shirt. The interviewer then asked a series of questions. 

[9] The first three sets of questions were designed to test for consumer 

ÃÏÎÆÕÓÉÏÎȢ 4ÈÅ ÉÎÔÅÒÖÉÅ×ÅÒÓ ×ÅÒÅ ÄÉÒÅÃÔÅÄ ÔÏ ÁÓË ÅÁÃÈ ÏÆ ÔÈÅ ȰÌÉËÅÌÉÈÏÏÄ ÏÆ 

ÃÏÎÆÕÓÉÏÎȱ ÑÕÅÓÔÉÏÎÓ ÓÅÑÕÅÎÔÉÁÌÌÙ ÕÎÌÅÓÓ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÁÎÓ×ÅÒÅÄ Ȱ3ÅÁÒÓȟȱ Ȱ7ÁÌɀ

-ÁÒÔȟȱ Ȱ9ÏÕÎÇÂÌÏÏÄȭÓȱ ÏÒ Ȱ+ɀ-ÁÒÔȟȱ ÉÎ ×ÈÉÃÈ ÃÁÓÅ ÔÈÅ ÉÎÔÅÒÖÉÅ×ÅÒ ×ÁÓ ÔÏ ÒÅÃÏÒÄ ÔÈÅ 

answer, skip the remaining confusion questions, and go directly to the tarnishment 

questions. 

[10] In the consumer confusion series, the first set of questions tested for 

ÃÏÎÆÕÓÉÏÎ ÁÓ ÔÏ ÓÏÕÒÃÅȢ 4ÈÅ ÉÎÔÅÒÖÉÅ×ÅÒ ×ÏÕÌÄ ÁÓË Ȱ×ÈÉÃÈ ÃÏÍÐÁÎÙ ÏÒ ÓÔÏÒÅȱ ÔÈÅ 

ÒÅÓÐÏÎÄÅÎÔ ÔÈÏÕÇÈÔ ȰÐÕÔ ÏÕÔȱ ÔÈÅ ÓÈÉÒÔȟ ÁÎÄ ÉÆ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÎÁÍÅÄ Á ÃÏÍpany or 

store, the interviewer then asked what about the shirt made the respondent think 

ÔÈÅ ÓÈÉÒÔ ×ÁÓ ȰÐÕÔ ÏÕÔȱ ÂÙ ÔÈÁÔ ÃÏÍÐÁÎÙ ÏÒ ÓÔÏÒÅȢ 4ÈÅ ÓÅÃÏÎÄ ÓÅÔ ÏÆ ÑÕÅÓÔÉÏÎÓȟ ×ÈÉÃÈ 

dealt with confusion as to connection or relationship, asked the respondent whether 

ÔÈÅ ÃÏÍÐÁÎÙ ÏÒ ÓÔÏÒÅ ÔÈÁÔ ȰÐÕÔ ÏÕÔȱ ÔÈÅ ÓÈÉÒÔ ÈÁÄ ÓÏÍÅ ȰÂÕÓÉÎÅÓÓ ÃÏÎÎÅÃÔÉÏÎ ÏÒ 

ÒÅÌÁÔÉÏÎÓÈÉÐ ×ÉÔÈ ÁÎÏÔÈÅÒ ÃÏÍÐÁÎÙȱ ÁÎÄ ÉÆ ÓÏȟ ×ÉÔÈ ×ÈÁÔ ÃÏÍÐÁÎÙȢ 4ÈÅ ÒÅÓÐÏÎÄÅÎÔ 

was then asked why he or she believed the companies had a business connection or 

relationship. A third set of questions, aimed at testing for confusion as to 

ÁÕÔÈÏÒÉÚÁÔÉÏÎ ÏÒ ÓÐÏÎÓÏÒÓÈÉÐȟ ÁÓËÅÄ ×ÈÅÔÈÅÒ ÔÈÅ ÃÏÍÐÁÎÙ ÔÈÁÔ ȰÐÕÔ ÏÕÔȱ ÔÈÅ ÓÈÉÒÔ 

needed permission from another company to do so, and if so, which company. 

[11] &ÉÎÁÌÌÙȟ ÉÆ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÈÁÄ ÎÏÔ ÙÅÔ ÁÎÓ×ÅÒÅÄ Ȱ3ÅÁÒÓȟȱ Ȱ7ÁÌɀ-ÁÒÔȟȱ 

Ȱ9ÏÕÎÇÂÌÏÏÄȭÓȱ ÏÒ Ȱ+ɀ-ÁÒÔȱ ÔÏ ÁÎÙ ÏÆ ÔÈÅ ÆÉÒÓÔ ÔÈÒÅÅ ÓÅÔÓ ÏÆ ÑÕÅÓÔÉÏÎÓȟ ÈÅ ÏÒ ÓÈÅ ×ÁÓ 

ÔÈÅÎ ÁÓËÅÄ ×ÈÁÔ ÔÈÅ ÓÈÉÒÔ ÍÁÄÅ ÈÉÍ ÏÒ ÈÅÒ ȰÔÈÉÎË ÏÆȱ ÁÎÄ ÔÈÅÎ Ȱ×ÈÉÃÈ ÃÏÍÐÁÎÙ or 

ÓÔÏÒÅȱ ÔÈÅ ÓÈÉÒÔ ÂÒÏÕÇÈÔ ÔÏ ÍÉÎÄȢ 

                                                             
4 Respondents who worked at an advertising agency, a market research firm or 

a business located in the mall (or had an immediate family member who did) were 

excluded, as were people who normally wore eyeglasses or contact lenses but were 

not wearing them at the time of the screening. 
5 The screening questionnaire provided to the Court indicates that the 

respondents who then participated in the surveys were given a monetary reward. 

.ÅÉÔÈÅÒ *ÁÃÏÂÙȭÓ report nor any of the supporting survey documents disclosed the 

amount of the reward. 
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[12] The fifth set of questions, which tested for dilution by tarnishment, were 

asked in reference to any company or store the respondent mentioned in his or her 

answers to the first four sets of questions. The first question asked whether seeing 

the shirt made the respondent more or less likely to shop at the store he or she had 

named, and the second question asked whether the perceived association with the 

store made the respondent more or less likely to buy the shirt. 

[13] The interviews for the website study were much like those for the product 

study, except that instead of being shown the actual shirts, the respondents were 

ÅØÐÏÓÅÄ ÔÏ Á ÓÉÍÕÌÁÔÉÏÎ ÏÆ 3ÍÉÔÈȭÓ 7ÁÌÏÃÁÕÓÔ #ÁÆÅ0ÒÅÓÓ ÈÏÍÅÐÁÇÅȟ ÈÉÓ 7ÁÌɀQaeda 

CafePress homepage or the associated control homepage.6 In each of the 

simulations, all of the hyperlinks were removed from the homepages except for the 

one hyperlink associated with the t-shirt that Jacoby had decided to test. 

[14] Jacoby directed the interviewers to begin each website interview by 

providing a URL to the respondent and asking the respondent to imagine that the 

URL was a search term the respondent had heard or seen somewhere and wanted to 

look up on the Internet. The interviewer would then have the respondent sit at a 

computer and type the URL into the browser. The URL would take the respondent to 

the simulated home page for testing.  

[15] The interviewer would then direct the respondent to look at the screen 

ÁÎÄ ÓÃÒÏÌÌ ÄÏ×Î ÔÈÅ ÐÁÇÅ ȰÁÓ ɍÈÅ ÏÒ ÓÈÅɎ ÎÏÒÍÁÌÌÙ ×ÏÕÌÄȱ ÁÎÄ ÃÌÉÃË ÔÈÒÏÕÇÈ ÔÏ Ôhe 

first t -ÓÈÉÒÔ ÏÎ ÔÈÅ ÓÃÒÅÅÎȢ 4ÈÅ ÒÅÓÐÏÎÄÅÎÔ ×ÁÓ ÔÈÅÎ ÄÉÒÅÃÔÅÄ ÔÏ ÃÌÉÃË ÏÎ ÔÈÅ ȰÖÉÅ× 

ÌÁÒÇÅÒȱ ÂÏØ ÁÎÄ ÌÏÏË ÁÔ ÔÈÅ ÓÈÉÒÔ ÁÓ ÔÈÏÕÇÈ ÈÅ ÏÒ ÓÈÅ ȰÆÏÕÎÄ ÉÔ ÉÎÔÅÒÅÓÔÉÎÇ ÁÎÄ ɍ×ÁÓɎ 

ÃÏÎÓÉÄÅÒÉÎÇ ×ÈÅÔÈÅÒ ÏÒ ÎÏÔ ÔÏ ÏÒÄÅÒ ÉÔȢȢȢȢȱ 4ÈÅ ÉÎÔÅÒÖÉÅ×ÅÒ ×ÏÕÌÄ ÔÈÅÎ ÁÓË ÔÈÅ 

respondent exactly the same series of questions posed in the product study, 

including the same skip pattern to be applied in the event that the respondent 

mentioned Sears, Walɀ-ÁÒÔȟ 9ÏÕÎÇÂÌÏÏÄȭÓ ÏÒ +ɀMart in response to any of the 

consumer confusion questions. 

[16] )Î ÏÒÄÅÒ ÔÏ ÂÅ ÔÁÌÌÉÅÄ ÁÓ ȰÃÏÎÆÕÓÅÄȟȱ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÈÁÄ ÔÏ ÍÅÅÔ Ô×Ï ÔÅÓÔÓȢ 

First, the respondent had to indicate either that the shirt came from WalɀMart (first 

confusion series), came from a company that had some business connection or 

relationship with WalɀMart (second confusion series), or came from a source that 

required or obtained permission from WalɀMart (third confusion series). Second, 

the respondent had to indicate that his or her reason for that understanding was 

ÅÉÔÈÅÒ ÂÅÃÁÕÓÅ ÏÆ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȟȱ ÔÈÅ ÎÁÍÅ ɉÏÒ ÅÑÕÉÖÁÌÅÎÔɊȟ ÔÈÅ ÓÍÉÌÅÙ ÆÁÃÅȟ ÏÒ ÔÈÅ 

ÓÔÁÒ ÁÆÔÅÒ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȢȱ 4ÈÕÓȟ Á ÒÅÓÐÏÎÄÅÎÔ ×ÈÏ ÂÅÌÉÅÖÅÄ ÔÈÁÔ ÔÈÅÒÅ ×ÁÓ Á 

                                                             
6 The simulations were reproduced on a compact disc; the respondents did not 

ÖÉÅ× 3ÍÉÔÈȭÓ ÁÃÔÕÁÌ ×ÅÂ ÐÁÇÅÓ ÏÎ ÔÈÅ )ÎÔÅÒÎÅÔȢ 
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connection between WalɀMart and the t-shirt that he or she was shown but who did 

ÎÏÔ ÍÅÎÔÉÏÎ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȟȱ ÔÈÅ ÎÁÍÅ ɉÏÒ ÅÑÕÉÖÁÌÅÎÔɊȟ ÔÈÅ ÓÍÉÌÅÙ ÆÁÃÅȟ ÏÒ ÔÈÅ ÓÔÁÒȟ 

×ÏÕÌÄ ÎÏÔ ÂÅ ÃÏÕÎÔÅÄ ÁÓ ȰÃÏÎÆÕÓÅÄȢȱ 

[17] Any respondent who perceived an association between WalɀMart and the 

t-shirt that he or she was shown and reported that the perceived association either 

made the respondent less likely to shop at WalɀMart or more likely to buy that t-

shirt was deemed to satisfy the requirement for dilution. 

[18] The field interviewers returned 322 completed interviews for the product 

study and 335 for the website study. Three responses were eliminated from the 

sample after the research company conducted a review to ensure that each 

respondent was qualified to participate in the study and that the questionnaires had 

been completed properly. The research company then sent the name and phone 

number of each of the interview respondents to an independent telephone 

interviewing service for validation, which consisted of calling each mall-intercept 

respondent to ensure that the respondent had actually participated in the study and 

that his or her answers were accurately recorded. 

[19] In the product study, 181 respondents (fifty-six percent of the usable 

sample) were positively validated, and sixteen respondents (about five percent) 

reported either different answers to the survey questions or claimed not to have 

participated in the study. The remainder either could not be reached during the 

twenty days Jacoby allocated for the validation or refused to respond to the 

validation survey. 

[20] Jacoby reported the results of those respondents who were positively 

validated plus the results from the respondents who could not be reached or would 

not respond to the validation survey, and he eliminated the results of the 

respondents who provided non-affirming answers during the validation process. 

This resulted in 305 reported responses to the product study: seventy-three for the 

Wal*ocaust concept, seventy-six for the WalɀQaeda concept, seventy-nine for the 

Zal-ocaust concept, and seventy-seven for the ZalɀQaeda concept. 

[21] In the website study, 169 respondents (fifty-one percent of the usable 

sample) were positively validated, and forty-six respondents (about fourteen 

percent) reported either different answers to the survey questions or claimed not to 

have participated in the study. The remainder either could not be reached during 

the twenty days Jacoby allocated for the validation or refused to respond to the 

validation survey. 

[22] As he did in the product study, Jacoby reported the results of those 

respondents who were positively validated plus the results from the respondents 

who could not be reached or would not respond to the validation survey, and he 
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eliminated the results of the respondents who provided non-affirming answers 

during the validation process. This resulted in 287 reported responses to the 

product study: seventy for the Wal*ocaust concept, seventy-eight for the WalɀQaeda 

concept, sixty-nine for the Zal-ocaust concept, and seventy for the ZalɀQaeda 

concept. 

[23] Jacoby reported that the survey reflected high levels of consumer 

confusion and dilution by tarnishment. He claimed that the post-purchase confusion 

ȰÐÒÏÄÕÃÔ ÓÔÕÄÙȱ ÉÎÄÉÃÁÔÅÄ Á ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ÉÎ ÎÅÁÒÌÙ ÆÏÒÔÙ-eight percent of 

the respondents and that the point-of-ÓÁÌÅ ÃÏÎÆÕÓÉÏÎ Ȱ×ÅÂÓÉÔÅȱ ÓÔÕÄÙ ÉÎÄÉÃÁÔÅÄ Á 

likelihood of confusion in almost forty-one percent of the respondents.7 Jacoby also 

ÃÌÁÉÍÅÄ ÔÈÁÔ ÔÈÅ ȰÄÉÌÕÔÉÏÎȱ ÓÔÕÄÙ ÉÎÄÉÃÁÔÅÄ ÔÈÁÔ ÁÌÍÏÓÔ Ô×ÅÌÖÅ ÐÅÒÃÅÎÔ ÏÆ ÔÈÅ 

respondents were less likely to shop at Walɀ-ÁÒÔ ÁÆÔÅÒ ÓÅÅÉÎÇ 3ÍÉÔÈȭÓ ÄÅÓÉÇÎÓȢ 

 

b. Evidentiary Objections 

[24] Smith moves to exclude Walɀ-ÁÒÔȭÓ ÅØÐÅÒÔ ÒÅÐÏÒÔȢ (Å ÃÌÁÉÍÓ ÔÈÁÔ *ÁÃÏÂÙ 

did not have the requisite Internet expertise to conduct the web-ÂÁÓÅÄ ȰÐÏÉÎÔ-of-

ÓÁÌÅȱ ÐÏÒÔÉÏÎ ÏÆ ÔÈÉÓ ÐÁÒÔÉÃÕÌÁÒ ÓÔÕÄÙ ÁÎÄ ÔÈÁÔ ÓÅÖÅÒÁÌ ÁÓÐÅÃÔÓ ÏÆ *ÁÃÏÂÙȭÓ 

methodology affecting both portions of the study were faulty; thus, he contends, 

*ÁÃÏÂÙȭÓ ÓÔÕÄÙ ÉÓ ȰÔÏÏ ÄÅÅÐÌÙ ÆÌÁ×ÅÄ ÔÏ ÂÅ ÃÏÎÓÉÄÅÒÅÄȢȢȢȢȱ 

[25] WalɀMart argues that the Jacoby test was performed by a competent 

expert according to industry standards and therefore is valid. WalɀMart further 

contends that the expert witnesses Smith presents in rebuttal are not experts in the 

area of consumer-ÇÏÏÄÓ ȰÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȱ ÔÒÁÄÅÍÁÒË ÓÔÕÄÉÅÓȟ ÁÎÄ ÔÈÅÒÅÆÏÒÅ 

their testimony is irrelevant and should be excluded. 

[26] Whether a given survey constitutes acceptable evidence depends on the 

ÓÕÒÖÅÙȭÓ ÁÂÉÌÉÔÙ ÔÏ ÓÁÔÉÓÆÙ ÔÈÅ ÄÅÍÁÎÄÓ ÏÆ Federal Rule of Evidence 703, which 

requires ÃÏÎÓÉÄÅÒÁÔÉÏÎ ÏÆ ÔÈÅ ȰÖÁÌÉÄÉÔÙ ÏÆ ÔÈÅ ÔÅÃÈÎÉÑÕÅÓ ÅÍÐÌÏÙÅÄȢȱ ςσσɀ34 FED. 

JUD. CTR., REFERENCE MANUAL ON SCI. EVIDENCEE (2d ed.2002) (explaining that 

ÉÎ ÔÈÅ ÃÏÎÔÅØÔ ÏÆ ÓÕÒÖÅÙÓ ÆÏÒ ÌÉÔÉÇÁÔÉÏÎ ÐÕÒÐÏÓÅÓȟ ȰɍÔɎÈÅ ÉÎÑÕÉÒÙ ÕÎÄÅÒ Rule 703[, 

which] ÆÏÃÕÓÅÓ ÏÎ ×ÈÅÔÈÅÒ ÆÁÃÔÓ ÏÒ ÄÁÔÁ ÁÒÅ ȬÏÆ Á ÔÙÐÅ ÒÅÁÓÏÎÁÂÌÙ ÒÅÌÉÅÄ ÕÐÏÎ ÂÙ 

ÅØÐÅÒÔÓ ÉÎ ÔÈÅ ÐÁÒÔÉÃÕÌÁÒ ÆÉÅÌÄ ÉÎ ÆÏÒÍÉÎÇ ÏÐÉÎÉÏÎÓ ÏÒ ÉÎÆÅÒÅÎÃÅÓ ÕÐÏÎ ÔÈÅ ÓÕÂÊÅÃÔȭ ȢȢȢ 

ÂÅÃÏÍÅÓȟ Ȭ7ÁÓ ÔÈÅ ȢȢȢ ÓÕÒÖÅÙ ÃÏÎÄÕÃÔÅÄ ÉÎ ÁÃÃÏÒÄÁÎÃÅ ×ÉÔÈ ÇÅÎÅÒÁÌÌÙ ÁÃÃÅÐÔÅÄ 

survey principlesȟ ÁÎÄ ×ÅÒÅ ÔÈÅ ÒÅÓÕÌÔÓ ÕÓÅÄ ÉÎ Á ÓÔÁÔÉÓÔÉÃÁÌÌÙ ÃÏÒÒÅÃÔ ×ÁÙȩȭ ȱɊȢ See 

also BFI Waste Sys. of N. Am. v. Dekalb County, 303 F.Supp.2d 1335,1346 

(N.D.Ga.2004) (noting that the opposing party could have challenged an expert 

                                                             
7 Jacoby arrived at these numbers by averaging the net survey results for the 

Walocaust and WalɀQaeda t-shirts. 
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×ÉÔÎÅÓÓȭÓ ÒÅÆÅÒÅÎÃÅ ÔÏ Á ÒÅÃÅÎÔ ÓÕÒÖÅÙ ÂÙ ÑÕÅÓÔÉÏÎÉÎÇ ×ÈÅÔÈÅr the survey 

methodology satisfied Rule 703). 

[27] The Eleventh Circuit has held that alleged technical deficiencies in a survey 

presented in a Lanham Act action affect the weight to be accorded to the survey and 

not its admissibility. Jellibeans, Inc. v. Skating Clubs of Ga., Inc., 716 F.2d 833, 844 

(11th Cir.1983). Other courts have held that a significantly flawed survey may be 

excludable as evidence under either Rule 403 (the rule barring evidence that is 

more prejudicial than probative) or Rule 702 (the rule barring unreliable expert 

testimony). #ÉÔÉÚÅÎÓ &ÉÎȢ 'ÒÏÕÐȟ )ÎÃȢ ÖȢ #ÉÔÉÚÅÎÓ .ÁÔȭÌ "ÁÎËȟ 383 F.3d 110, 188ɀ21 (3d 

Cir.2004) (finding that the district court properly excluded survey evidence under 

Rules 702 and 403 where the survey contained flaws that were not merely technical, 

ÂÕÔ ×ÅÒÅ ÓÏ ÄÁÍÁÇÉÎÇ ÔÏ ÔÈÅ ÒÅÌÉÁÂÉÌÉÔÙ ÏÆ ÔÈÅ ÒÅÓÕÌÔÓ ÁÓ ÔÏ ÂÅ ȰÆÁÔÁÌȱȡ ÔÈÅ ÓÕÒÖÅÙ 

relied on an improper universe and its questions were imprecise); Malletier v. 

Dooney & Bourke, Inc., 525 F.Supp.2d 558, 562ɀ63 (S.D.N.Y.2007). Even when a 

party presents an admissible survey purporting to show consumer confusion, 

ÈÏ×ÅÖÅÒȟ ÔÈÅ ÓÕÒÖÅÙ ȰÄÏÅÓ ÎÏÔ ÉÔÓÅÌÆ ÃÒÅÁÔÅ Á ÔÒÉÁÂÌÅ ÉÓÓÕÅ ÏÆ ÆÁÃÔȢȱ Mattel, Inc. v. MCA 

Records, Inc., 28 F.Supp.2d 1120, 1133 (C.D.Cal.1998) (citing Universal City Studios, 

Inc. v. Nintendo Co., 746 F.2d 112, 118 (2d Cir.1984)ȟ ×ÈÉÃÈ ÆÏÕÎÄ Á ÓÕÒÖÅÙ ȰÓÏ ÂÁÄÌÙ 

flawed that it cannot be used to demonstrate the existence of a question of fact of 

ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎȱɊȢ Accord Leelanau Wine Cellars, Ltd. v. Black & 

Red, Inc., 502 F.3d 504, 518 (6th Cir.2007); Scott Fetzer Co. v. House of Vacuums, Inc., 

381 F.3d 477, 488 (5th Cir.2004) (holding that a court may disregard survey 

evidence if the survey contains such serious flaws that any reliance on its results 

would be unreasonable). 

[28] To ground a survey as trustworthy, its proponent must establish 

foundation evidence showing that 

ɉρɊ ÔÈÅ ȬÕÎÉÖÅÒÓÅȭ ×ÁÓ ÐÒÏÐÅÒÌÙ ÄÅÆÉÎÅÄȟ ɉςɊ Á ÒÅÐÒÅÓÅÎÔÁÔÉÖÅ ÓÁÍÐÌÅ ÏÆ 

that universe was selected, (3) the questions to be asked of 

interviewees were framed in a clear, precise and non-leading manner, 

(4) sound interview procedures were followed by competent 

interviewers who had no knowledge of the litigation or the purpose for 

which the survey was conducted, (5) the data gathered was accurately 

reported, (6) the data was analyzed in accordance with accepted 

statistical principles and (7) objectivity of the entire process was 

assured.  

Toys R Us, Inc. v. Canarsie Kiddie Shop, 559 F.Supp. 1189, 1205 (D.C.N.Y.1983) (citing 

MANUAL FOR COMPLEX LITIG., 116 (5th ed.1981), 4 LOUISELL & MUELLER, FED. 

EVIDENCE § 472 (1979), and J. THOMAS MCCARTHY, TRADEMARKS & UNFAIR 
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COMPETITION § 32:53 (1973)); accord Rush Indus., Inc. v. Garnier LLC, 496 

F.Supp.2d 220, 227 (E.D.N.Y.2007). Failure to satisfy any of the listed criteria may 

ÓÅÒÉÏÕÓÌÙ ÃÏÍÐÒÏÍÉÓÅ ÔÈÅ ÓÕÒÖÅÙȭÓ ÉÍÐÁÃÔ ÏÎ Á ÃÏÕÒÔȭÓ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ 

evaluation. Id. 

[29] Smith cites several grounds for excluding the Jacoby survey. He argues that 

the survey is inadmissible because it (1) failed to identify the relevant consumer 

universe or used a consumer universe that was substantially overbroad; (2) failed to 

replicate shopping conditions as consumers would encounter them in the 

marketplace; (3) was improperly leading; (4) violated the survey structure protocol 

necessary to comply with double-blind standards; and (5) failed to establish a 

relevant factual basis for Walɀ-ÁÒÔȭÓ ÄÉÌÕÔÉÏÎ ÂÙ ÔÁÒÎÉÓÈÍÅÎÔ ÃÌÁÉÍÓȢ 3ÍÉÔÈ ÆÕÒÔÈÅÒ 

argues that even if the Court admits the survey, its consideration should be limited 

ÔÏ ÏÎÌÙ ÔÈÅ Ô×Ï ÔÅÓÔÅÄ ÄÅÓÉÇÎÓȟ ÄÅÓÐÉÔÅ *ÁÃÏÂÙȭÓ ÃÌÁÉÍ ÔÈÁÔ ÔÈÅÙ ÁÒÅ representative of 

all the designs WalɀMart seeks to enjoin. 

[30] As an initial matter, the Court observes that Smith does not take issue with 

*ÁÃÏÂÙȭÓ ÑÕÁÌÉÆÉÃÁÔÉÏÎÓ ÔÏ ÄÅÓÉÇÎ ÁÎÄ ÃÏÎÄÕÃÔ Á ÃÏÎÓÕÍÅÒ confusion survey and to 

analyze its results. It is undisputed that Jacoby is a nationally renowned trademark 

survey expert who has testified hundreds of times. Smith contends, however, that 

Jacoby was unqualified to conduct this particular survey because hÅ ȰÌÁÃËÓ 

ËÎÏ×ÌÅÄÇÅȟ ÅØÐÅÒÉÅÎÃÅȟ ɍÁÎÄɎ ÓÏÐÈÉÓÔÉÃÁÔÉÏÎȱ ×ÉÔÈ ÒÅÇÁÒÄ ÔÏ ÐÒÏÄÕÃÔÓ ÍÁÒËÅÔÅÄ 

ÅØÃÌÕÓÉÖÅÌÙ ÏÖÅÒ ÔÈÅ )ÎÔÅÒÎÅÔ ÁÎÄ ÔÈÁÔ ÁÓ Á ÒÅÓÕÌÔ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÐÒÏÔÏÃÏÌ ÃÏÎÔÁÉÎÅÄ 

significant flaws. 

[31] BasÅÄ ÕÐÏÎ ÉÔÓ Ï×Î ÒÅÖÉÅ× ÏÆ *ÁÃÏÂÙȭÓ ÅÄÕÃÁÔÉÏÎ ÁÎÄ ÅØÐÅÒÉÅÎÃÅȟ ÔÈÅ #ÏÕÒÔ 

concludes that Jacoby is qualified to design and conduct a consumer survey and to 

ÔÅÓÔÉÆÙ ÁÂÏÕÔ ÉÔÓ ÒÅÓÕÌÔÓȢ 4Ï ÔÈÅ ÅØÔÅÎÔ ÔÈÁÔ *ÁÃÏÂÙȭÓ ÐÕÒÐÏÒÔÅÄ ÌÁÃË ÏÆ ÅØÐÅÒÉÅÎÃÅ 

with surveys concerning goods sold exclusively online may have led him to test the 

wrong universe or to fail to replicate the shopping experience, as Smith has alleged, 

these factors will be examined when the Court evaluates the trustworthiness of the 

survey. 

 

i. WebɀRelated Challenges 

[32] In undertaking to demonstrate likelihood of confusion in a trademark 

ÉÎÆÒÉÎÇÅÍÅÎÔ ÃÁÓÅ ÂÙ ÕÓÅ ÏÆ ÓÕÒÖÅÙ ÅÖÉÄÅÎÃÅȟ ÔÈÅ ȰÁÐÐÒÏÐÒÉÁÔÅ ÕÎÉÖÅÒÓÅ ÓÈÏÕÌÄ 

include a fair sampling of those purchasers most likely to partake of the alleged 

ÉÎÆÒÉÎÇÅÒȭÓ ÇÏÏÄÓ ÏÒ ÓÅÒÖÉÃÅÓȢȱ !ÍÓÔÁÒ #ÏÒÐȢ ÖȢ $ÏÍÉÎÏȭÓ 0ÉÚÚÁȟ )ÎÃȢȟ 615 F.2d 252, 264 

(5th Cir.1980). Selection of the proper universe is one of the most important factors 

in assessing the validity of a survey and the weight that it should receive because 

ȰÔÈÅ ÐÅÒÓÏÎÓ ÉÎÔÅÒÖÉÅ×ÅÄ ÍÕÓÔ ÁÄÅÑÕÁÔÅÌÙ ÒÅÐÒÅÓÅÎÔ ÔÈÅ ÏÐÉÎÉÏÎÓ ×ÈÉÃÈ ÁÒÅ 
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ÒÅÌÅÖÁÎÔ ÔÏ ÔÈÅ ÌÉÔÉÇÁÔÉÏÎȢȱ Id. Ȱ3ÅÌÅÃÔÉÏÎ ÏÆ Á ÐÒÏÐÅÒ ÕÎÉÖÅÒÓÅ ÉÓ ÓÏ ÃÒÉÔÉÃÁÌ ÔÈÁÔ ȬÅÖÅÎ 

if the proper questions are asked in a proper manner, if the wrong persons are 

asked, the results are likely to be irrelevaÎÔȢȭ ȱ Wells Fargo & Co. v. WhenU.com, Inc., 

293 F.Supp.2d 734, 767 (E.D.Mich.2003) (quoting 5 MCCARTHY, § 32:159ɊȢ Ȱ! 

ÓÕÒÖÅÙ ÍÕÓÔ ÕÓÅ ÒÅÓÐÏÎÄÅÎÔÓ ÆÒÏÍ ÔÈÅ ÁÐÐÒÏÐÒÉÁÔÅ ÕÎÉÖÅÒÓÅ ÂÅÃÁÕÓÅ ȬÔÈÅÒÅ ÍÁÙ ÂÅ 

systemic differences in the responses given ... by persons [with a particular] 

characteristic or preference and the responses given to those same questions ... by 

ÐÅÒÓÏÎÓ ×ÈÏ ÄÏ ÎÏÔ ÈÁÖÅ ÔÈÁÔ ȢȢȢ ÃÈÁÒÁÃÔÅÒÉÓÔÉÃ ÏÒ ÐÒÅÆÅÒÅÎÃÅȢȭ ȱ Id. (quoting FED. 

EVIDENCE PRACTICE GUIDE (Matthew Bender 2003) § [4][6][i] ). 

[33] SÉÍÉÌÁÒÌÙȟ ȰɍÁɎ ÓÕÒÖÅÙ ÔÈÁÔ ÆÁÉÌÓ ÔÏ ÁÄÅÑÕÁÔÅÌÙ ÒÅÐÌÉÃÁÔÅ ÍÁÒket conditions is 

ÅÎÔÉÔÌÅÄ ÔÏ ÌÉÔÔÌÅ ×ÅÉÇÈÔȟ ÉÆ ÁÎÙȢȱ Leelanau Wine Cellars, Ltd. v. Black & Red, Inc., 452 

F.Supp.2d 772, 783 (W.D.Mich.2006), ÁÆÆȭÄȟ 502 F.3d 504 (6th Cir.2007) (quoting 

Wells Fargo & Co., 293 F.Supp.2d at 766). !ÌÔÈÏÕÇÈ ȰɍÎɎÏ ÓÕÒÖÅÙ ÍÏÄÅÌ ÉÓ ÓÕÉÔÁÂÌÅ ÆÏÒ 

every case ... a survey to test likelihood of confusion must attempt to replicate the 

thought processes of consumers encountering the disputed mark or marks as they 

×ÏÕÌÄ ÉÎ ÔÈÅ ÍÁÒËÅÔÐÌÁÃÅȢȱ Simon Prop. Group L.P. v. mySimon, Inc., 104 F.Supp.2d 

1033, 1038 (S.D.Ind.2000) (citing MCCARTHY ON TRADEMARKS § 32:163 (4th 

ed.1999) ÆÏÒ ÔÈÅ ÐÒÉÎÃÉÐÌÅ ÔÈÁÔ ȰÔÈÅ ÃÌÏÓÅÒ ÔÈÅ ÓÕÒÖÅÙ ÍÅÔÈÏÄÓ ÍÉÒÒÏÒ ÔÈÅ situation 

in which the ordinary person would encounter the trademark, the greater the 

ÅÖÉÄÅÎÔÉÁÒÙ ×ÅÉÇÈÔ ÏÆ ÔÈÅ ÓÕÒÖÅÙ ÒÅÓÕÌÔÓȱɊȢ 

[34] Smith hired Dr. Alan Jay Rosenblatt as a rebuttal witness to point out 

Internet -ÒÅÌÁÔÅÄ ÄÅÆÉÃÉÅÎÃÉÅÓ ÉÎ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÍÅÔÈÏÄÏÌÏÇÙɂparticularly 

deficiencies in universe selection and replication of marketplace conditionsɂthat 

he claims resulted fÒÏÍ *ÁÃÏÂÙȭÓ ÅÒÒÏÎÅÏÕÓ ÁÓÓÕÍÐÔÉÏÎÓ ÁÂÏÕÔ ÈÏ× ÐÅÏÐÌÅ ÒÅÁÃÈ 

and interact wiÔÈ ×ÅÂÓÉÔÅÓȢ 3ÍÉÔÈ ÕÓÅÓ 2ÏÓÅÎÂÌÁÔÔȭÓ ÅØÐÅÒÔÉÓÅ ÏÎ )ÎÔÅÒÎÅÔ ÕÓÅÒ 

experience and navigation to support his Daubert argument that because Jacoby 

surveyed an improperly broad universe and his survey design did not approximate 

the actual consumer marketplace experience, the Jacoby studies are legally 

insufficient to prove consumer confusion or trademark dilution. Thus, Smith argues, 

the studies should be afforded little, if any, evidentiary value. 

[35] Coming from an academic background in political science and survey 

methodologyɂsubjects he taught at the university level for ten yearsɂRosenblatt is 

a professional in the area of Internet advocacy (the use of online tools to promote a 

cause). His experience includes helping organizations bring people to their websites, 

induce the visitors to read the portion of the website that contains the call to action, 

and encourage the visitors to take the suggested action. He also helps the 

organizations track visitor behavior in order to increase website effectiveness. 

ȣ 

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1980106721&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2003878228&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_767
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2003878228&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_767
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=0295706588&pubNum=0119215&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2003878228&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_783
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_783
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2013221558&pubNum=506&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2003878228&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_766
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2000392436&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_1038
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[36] It is true that Rosenblatt has no experience evaluating the merits of 

trademark infringement or dilution claims and that only one of the surveys he has 

designed involved a consumer product. The Court finds, however, that his extensive 

experience studying Internet user behavior and designing social science surveys 

qualifies him to provide testimony about (1) how Internet users interact with 

websiÔÅÓ ÁÎÄ ÈÏ× ÔÈÅÙ ÓÅÁÒÃÈ ÆÏÒ ÃÏÎÔÅÎÔ ÏÎÌÉÎÅȟ ɉςɊ ×ÈÅÔÈÅÒ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ 

ÍÅÔÈÏÄÏÌÏÇÙ ÃÏÍÐÏÒÔÅÄ ×ÉÔÈ ÔÈÏÓÅ ÔÅÎÄÅÎÃÉÅÓȟ ÁÎÄ ɉσɊ ÈÏ× *ÁÃÏÂÙȭÓ ÁÓÓÕÍÐÔÉÏÎÓ 

about Internet user behavior impacted the accuracy of the surveyed universe and 

ÔÈÅ ÓÕÒÖÅÙȭÓ ÒÅÐÌÉÃÁÔÉÏÎ Ïf the online shopping experience. The Court finds 

2ÏÓÅÎÂÌÁÔÔȭÓ ÔÅÓÔÉÍÏÎÙ ÅÖÁÌÕÁÔÉÎÇ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÐÒÏÔÏÃÏÌ ÔÏ ÂÅ ÂÏÔÈ ÒÅÌÅÖÁÎÔ ÁÎÄȟ 

ÂÅÃÁÕÓÅ ÉÔ ÉÓ ÂÁÓÅÄ ÏÎ 2ÏÓÅÎÂÌÁÔÔȭÓ ÕÎÄÉÓÐÕÔÅÄ ÁÒÅÁ ÏÆ ÅØÐÅÒÔÉÓÅȟ ÒÅÌÉÁÂÌÅȢ8 

4ÈÅÒÅÆÏÒÅȟ ÔÏ ÔÈÅ ÅØÔÅÎÔ ÔÈÁÔ 2ÏÓÅÎÂÌÁÔÔȭÓ ÔÅstimony focuses on those issues, Walɀ

-ÁÒÔȭÓ ÍÏÔÉÏÎ ÔÏ ÅØÃÌÕÄÅ ÉÔ ÉÓ $%.)%$Ȣ  

  

(a) Survey Universe 

[37] ȣ Walɀ-ÁÒÔ ÍÁÉÎÔÁÉÎÓ ÔÈÁÔ *ÁÃÏÂÙȭÓ ÕÎÉÖÅÒÓÅ ÓÅÌÅÃÔÉÏÎ ×ÁÓ ÐÒÏÐÅÒȢ 3ÍÉÔÈ 

counters that it was overly broad. 

[38] !ÌÔÈÏÕÇÈ ÔÈÅ ÕÎÉÖÅÒÓÅ *ÁÃÏÂÙ ÓÅÌÅÃÔÅÄ ×ÏÕÌÄ ÉÎÃÌÕÄÅ ÐÕÒÃÈÁÓÅÒÓ ÏÆ 3ÍÉÔÈȭÓ 

Walocaust or WalɀQaeda merchandise, the Court finds that it is significantly 

ÏÖÅÒÂÒÏÁÄȢ "ÅÃÁÕÓÅ 3ÍÉÔÈȭÓ ÍÅÒÃÈÁndise was available only through his CafePress 

webstores and the links to his CafePress webstores from his Walocaust and Walɀ

Qaeda websites, it is likely that only a small percentage of the consumers in the 

universe selected by Jacoby would be potential puÒÃÈÁÓÅÒÓ ÏÆ 3ÍÉÔÈȭÓ ÐÒÏÄÕÃÔÓȢ ! 

survey respondent who purchases bumper stickers, t-shirts or coffee mugs with 

words, symbols or designs on them may buy such merchandise because the imprint 

represents his or her school, company, favorite sports team, cartoon character, 

social group, or any of hundreds of other interests or affiliations; he or she may have 

no interest at all in purchasing merchandise containing messages about WalɀMart, 

pro or con. The respondent may buy from brick-and-mortar stores or well-known 

ÒÅÔÁÉÌÅÒÓ ×ÉÔÈ )ÎÔÅÒÎÅÔ ÓÔÏÒÅÆÒÏÎÔÓ ×ÉÔÈÏÕÔ ÂÅÉÎÇ Á×ÁÒÅ ÏÆ 3ÍÉÔÈȭÓ ×ÅÂÓÉÔÅ ÏÒ 

                                                             
8 WalɀMart presents no authority supporting its argument that Rosenblatt was 

ÒÅÑÕÉÒÅÄ ÔÏ ÃÏÎÄÕÃÔ ÈÉÓ Ï×Î ÓÔÕÄÙ ÏÆ 3ÍÉÔÈȭÓ ×ÅÂÓÉÔÅÓȟ ÁÎÄ ÔÈÅ #ÏÕÒÔ ÓÅÅÓ ÎÏ ÒÅÁÓÏÎ 

why a specific study of SmitÈȭÓ ×ÅÂÓÉÔÅÓ ×ÏÕÌÄ ÂÅ ÎÅÃÅÓÓÁÒÙ ÔÏ ÍÁËÅ ÒÅÌÅÖÁÎÔ ÏÒ 

ÒÅÌÉÁÂÌÅ 2ÏÓÅÎÂÌÁÔÔȭÓ ÔÅÓÔÉÍÏÎÙ ÃÒÉÔÉÃÉÚÉÎÇ *ÁÃÏÂÙȭÓ ÁÓÓÕÍÐÔÉÏÎÓ ÁÂÏÕÔ ÈÏ× 

consumers generally navigate the Internet. 3ÅÅ (ÉÌÌȭÓ 0ÅÔ .ÕÔÒÉÔÉÏÎȟ )ÎÃȢ ÖȢ .ÕÔÒÏ 

Prods., Inc., 258 F.Supp.2d 1197, 1210 (D.Kan.2003) (rejecting a survey criticized by 

Jacoby even though Jacoby had not performed his own survey). 
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CafePress, or may have little interest in buying such merchandise over the Internet 

ÁÔ ÁÌÌȢ 4ÈÅÒÅÆÏÒÅȟ Á ÒÅÓÐÏÎÄÅÎÔ ×ÈÏ ÃÌÅÁÒÌÙ ÆÁÌÌÓ ×ÉÔÈÉÎ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÕÎÉÖÅÒÓÅ  ÍÁÙ 

nevÅÒÔÈÅÌÅÓÓ ÈÁÖÅ ÎÏ ÐÏÔÅÎÔÉÁÌ ÔÏ ÐÕÒÃÈÁÓÅ 3ÍÉÔÈȭÓ ÉÍÐÒÉÎÔÅÄ ÐÒÏÄÕÃÔÓȢ See 

Leelanau Wine Cellars, 452 F.Supp.2d at 782. 

[39] Other courts have similarly criticized surveysɂincluding surveys Jacoby 

conducted in other trademark infringement casesɂthat failed to properly screen 

the universe to ensure that it was limited to respondents who were potential 

ÐÕÒÃÈÁÓÅÒÓ ÏÆ ÔÈÅ ÁÌÌÅÇÅÄ ÉÎÆÒÉÎÇÅÒȭÓ ÐÒÏÄÕÃÔȢ 

[40] For example, in 7ÅÉÇÈÔ 7ÁÔÃÈÅÒÓ )ÎÔȭÌȟ )ÎÃȢ ÖȢ 3ÔÏÕÆÆÅÒ #ÏÒÐȢȟ 744 F.Supp. 

1259 (S.D.N.Y.1990), Weight Watchers sued Stouffer for trademark infringement 

after Stouffer launched an advertising campaign that suggested that new exchange 

ÌÉÓÔÉÎÇÓ ÏÎ 3ÔÏÕÆÆÅÒȭÓ ,ÅÁÎ #ÕÉÓÉÎÅ ÐÁÃËÁÇÅÓ ×ÏÕÌÄ ÁÌÌÏ× ÁÄÈÅÒÅÎÔÓ ÔÏ ÔÈÅ 7ÅÉÇÈÔ 

Watchers program to use Lean Cuisine entrees in their diets. Id. at 1262. 3ÔÏÕÆÆÅÒȭÓ 

likelihood of confusion survey, also conducted by Jacoby, identified the universe as 

Ȱ×ÏÍÅÎ ÂÅÔ×ÅÅÎ ÔÈÅ ÁÇÅÓ ÏÆ ρψ ÁÎÄ υυ ×ÈÏ ÈÁÖÅ ÐÕÒÃÈÁÓÅÄ ÆÒÏÚÅÎ ÆÏÏÄ ÅÎÔÒÅÅÓ ÉÎ 

the past six months and who have tried to lose weight through diet and/or exercise 

ÉÎ ÔÈÅ ÐÁÓÔ ÙÅÁÒȢȱ Id. at 1272. The court found that the universe was overbroad 

because the screener had not limited it to dieters, but also had included respondents 

who may have tried to lose weight by exercise only. The court concluded that as a 

result the survey likely included respondents who were not potential consumers, 

ÁÎÄ ÂÅÃÁÕÓÅ ȰɍÒɎÅÓÐÏÎÄÅÎÔÓ ×ÈÏ ÁÒÅ ÎÏÔ ÐÏÔÅÎÔÉÁÌ ÃÏÎÓÕÍÅÒÓ ÍÁÙ ×ÅÌÌ ÂÅ ÌÅÓÓ ÌÉËÅÌÙ 

to be aware of and to make relevant distinctions when reading ads than those who 

ÁÒÅ ÐÏÔÅÎÔÉÁÌ ÃÏÎÓÕÍÅÒÓȟȱ ÔÈÁÔ ÐÏÒÔÉÏÎ ÏÆ ÔÈÅ ÓÕÒÖÅÙ ÕÎÉÖÅrse may have failed to 

ÍÁËÅ ȰÃÒÕÃÉÁÌȱ ÄÉÓÔÉÎÃÔÉÏÎÓ ÉÎ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ÔÅÓÔÉÎÇȢ Id. at 1273. 

[41] Similarly, in Leelanau Wine Cellars, 452 F.Supp.2d 772, the court found that 

the universe in a survey designed to show a likelihood of confusion between a wine 

ÐÒÏÄÕÃÅÒȭÓ ×ÉÎÅÓ ÁÎÄ Á ÃÏÍÐÅÔÉÔÏÒȭÓ ×ÉÎÅÓ ×ÁÓ ÏÖÅÒÂÒÏÁÄȢ 4ÈÅ ÊÕÎÉÏÒ ÍÁÒË ÕÓÅÒȭÓ 

ÐÒÏÄÕÃÔȟ ÌÉËÅ 3ÍÉÔÈȭÓȟ ×ÁÓ ÄÉÓÔÒÉÂÕÔÅÄ ÔÈÒÏÕÇÈ ÌÉÍÉÔÅÄ ÃÈÁÎÎÅÌÓȠ ÔÈÅ ÃÈÁÌÌÅÎÇÅÄ 

×ÉÎÅÓ ×ÅÒÅ ÓÏÌÄ ÏÎÌÙ ÔÈÒÏÕÇÈ ÔÈÅ ÊÕÎÉÏÒ ÕÓÅÒȭÓ ÔÁÓÔÉÎÇ ÒÏÏÍ ÁÎÄ ×ÅÂÓÉÔÅȟ ×ÈÉÌÅ ÔÈÅ 

senior mark holder sold its wines through mass retail channels. The survey expert 

defined the universe as Michigan consumers over twenty-one years of age who had 

either purchased a bottle of wine in the five-to-fourteen dollar price range in the last 

three months or who expected to purchase a bottle of wine in that price range in the 

next three months. The court held that a purchaser of a wine in that price range 

×ÏÕÌÄȟ ÉÎ ÇÅÎÅÒÁÌȟ ÂÅ Á ÐÏÔÅÎÔÉÁÌ ÃÏÎÓÕÍÅÒ ÏÆ ÔÈÅ ÃÏÍÐÅÔÉÔÏÒȭÓ ×ÉÎÅ ÏÎÌÙ ÉÆ ÔÈÅ 

ÐÕÒÃÈÁÓÅÒ ÐÌÁÎÎÅÄ ÔÏ ÂÕÙ ÆÒÏÍ ÓÏÍÅ ×ÉÎÅÒÙȭÓ ÔÁÓÔÉÎÇ ÒÏÏm or website and that the 

survey universe therefore was overbroad and entitled to little weight. 
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http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
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(b) Shopping Experience 

[42] To be valid for the purposes of demonstrating actual confusion in a 

tradeÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔ ÓÕÉÔȟ ÉÔ ÉÓ ÎÅÃÅÓÓÁÒÙ ÆÏÒ Á ÓÕÒÖÅÙȭÓ ÐÒÏÔÏÃÏÌ ÔÏ ÔÁËÅ ÉÎÔÏ 

account marketplace conditions and typical consumer behavior so that the survey 

ÍÁÙ ÁÓ ÁÃÃÕÒÁÔÅÌÙ ÁÓ ÐÏÓÓÉÂÌÅ ÍÅÁÓÕÒÅ ÔÈÅ ÒÅÌÅÖÁÎÔ ȰÔÈÏÕÇÈÔ ÐÒÏÃÅÓÓÅÓ ÏÆ 

consumers encountering the ÄÉÓÐÕÔÅÄ ÍÁÒË ȢȢȢ ÁÓ ÔÈÅÙ ×ÏÕÌÄ ÉÎ ÔÈÅ ÍÁÒËÅÔÐÌÁÃÅȢȱ 

Simon Prop. Group, 104 F.Supp.2d at 1038; accord WE Media, Inc. v. Gen. Elec. Co., 

218 F.Supp.2d 463, 474 (S.D.N.Y.2002). 

[43] 3ÍÉÔÈ ÃÏÎÔÅÎÄÓ ÔÈÁÔ *ÁÃÏÂÙȭÓ ÐÏÉÎÔ-of-purchase study, which purported to 

measure consumer confusion over merchandise that Smith sold exclusively online, 

was improperly designed because it failed to take into account typical consumer 

Internet behavior. WalɀMart does not contradict the expert testimony Smith 

proffers regarding consumer Internet behavior but instead maintains that it is 

irrelevant. 

[44] *ÁÃÏÂÙȭÓ ÐÏÉÎÔ-of-purchase survey called for interviewers to provide each 

ÒÅÓÐÏÎÄÅÎÔ ×ÉÔÈ ÓÐÅÃÉÆÉÃ ȰÓÅÁÒÃÈ ÔÅÒÍÓȱ ÔÈÁÔ would take the respondent to a 

ÓÉÍÕÌÁÔÉÏÎ ÏÆ ÏÎÅ ÏÆ 3ÍÉÔÈȭÓ ×ÅÂÓÉÔÅÓȢ 4ÈÅ ÒÅÓÐÏÎÄÅÎÔ ×ÁÓ ÁÓËÅÄ ÔÏ ÐÒÅÔÅÎÄ ÔÈÁÔ ÔÈÅ 

resulting web page was of interest and to act accordingly (looking at the page and 

ÓÃÒÏÌÌÉÎÇ ÔÈÒÏÕÇÈ ÉÔ ÁÓ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ×ÏÕÌÄ ȰÎÏÒÍÁÌÌÙȱ Äo), and then was directed 

to scroll down the page, below the first screen, and click on a specific t-shirt link. 

The respondent was not asked what message he or she took from the website or 

whether the website was in fact of interest. The survey protocol also gave the 

respondent no choice but to scroll down to the next screen and click on the t-shirt 

link, the only live link in the simulation. 

[45] )Î ÐÒÅÓÅÎÔÉÎÇ 3ÍÉÔÈȭÓ ×ÅÂÓÉÔÅ ÁÎÄ ÄÉÒÅÃÔÉÎÇ ÔÈÅ ÓÕÒÖÅÙ respondents to 

click on one specific t-ÓÈÉÒÔ ÌÉÎËȟ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÄÅÓÉÇÎ ÐÒÅÓÕÍÅÄ ÔÈÁÔ ÁÌÌ ÃÏÎÓÕÍÅÒÓ 

who might be interested in a printed t-shirt, mug or bumper sticker would be 

ÅÑÕÁÌÌÙ ÌÉËÅÌÙ ÔÏ ÈÁÐÐÅÎ ÁÃÒÏÓÓ 3ÍÉÔÈȭÓ ÄÅÓÉÇÎÓȟ ÒÅÇÁÒÄÌÅÓÓ ÏÆ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔȭÓ ÌÅÖÅÌ 

ÏÆ ÉÎÔÅÒÅÓÔ ÉÎ ÔÈÅ ÍÅÓÓÁÇÅÓ ÏÎ 3ÍÉÔÈȭÓ ×ÅÂÐÁÇÅȢ 

[46] Although, as WalɀMart points out, it is possible that some consumers may 

view web pages randomly and may scroll through and clink on links on pages that 

are not of interest to them, the Court finds that the survey protocol did not 

sufficiently reflect actual marketplace conditions or typical consumer shopping 

behavior and therefore was unlikely to have elicited a shopping mindset that would 

have allowed Jacoby to accurately gauge actual consumer confusion. 

[47] "ÅÃÁÕÓÅ 3ÍÉÔÈȭÓ ÍÅÒÃÈÁÎÄÉÓÅ ×ÁÓ ÁÖÁÉÌÁÂÌÅ ÏÎÌÙ ÔÈÒÏÕÇÈ ÈÉÓ #ÁÆÅ0ÒÅÓÓ 

webstores and the links to his CafePress webstores from his Walocaust and Walɀ

1ÁÅÄÁ ×ÅÂÓÉÔÅÓȟ ÉÔ ÉÓ ÕÎÌÉËÅÌÙ ÔÈÁÔ ÍÁÎÙ ÃÏÎÓÕÍÅÒÓ ÒÁÎÄÏÍÌÙ ÈÁÐÐÅÎ ÁÃÒÏÓÓ 3ÍÉÔÈȭÓ 
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ÐÒÏÄÕÃÔÓȢ !ÃÃÏÒÄÉÎÇ ÔÏ 2ÏÓÅÎÂÌÁÔÔȭÓ ÕÎÃÏÎÔÒÏÖÅÒÔÅÄ ÔÅÓÔÉÍÏÎÙȟ ÐÅÏÐÌÅ ÄÏ ÎÏÔ ÃÏÍÅ 

to websites randomly, and they do not move within websites randomly. A great 

majority of Internet users arrive at a particular website after searching specific 

terms via an Internet search engine or by following links from another website. The 

user makes a judgment based on contextual cuesɂwhat is shown about a 

prospective website from the text of a search result or what is said about a 

prospective website in the hyperlinked words and surrounding text of the website 

currently being viewedɂin determining where to surf next. He moves from website 

to website, he moves within websites, and he performs actions such as signing a 

petitionɂor buying a productɂby making choices based on what he sees and 

whether what he sees leads him to believe that going to the next page or following a 

link to another website will bring him to something he is interested in seeing, doing 

or buying. 

[48] In the marketplace, the visitor would be presented with a screen full of 

3ÍÉÔÈȭÓ ÁÎÔÉ-Wal-Mart messages. Consumers who were interested in the messages 

ÏÎ 3ÍÉÔÈȭÓ ×ÅÂ ÐÁÇÅÓ ×ÏÕÌÄ ÂÅ ÍÏÔÉÖÁÔÅÄ ÔÏ ÃÈÏÏÓÅ ÔÈÅ ÌÉÎËÓ ÔÈÁÔ ×ÏÕÌÄ ÅÖÅÎÔÕÁÌÌÙ 

ÌÅÁÄ ÔÏ ÈÉÓ ÐÒÏÄÕÃÔÓȟ ×ÈÉÌÅ ÔÈÏÓÅ ×ÈÏ ×ÅÒÅ ÕÎÉÎÔÅÒÅÓÔÅÄ ÉÎ 3ÍÉÔÈȭÓ ÍÅÓÓÁÇÅÓ ×ÏÕÌÄ 

simply leave the page. Because the survey protocol directed the respondents to 

ȰÐÒÅÔÅÎÄȱ ÔÏ ÂÅ ÉÎÔÅÒÅÓÔÅÄ ÉÎ 3ÍÉÔÈȭÓ ÁÎÔÉ-Wal-Mart homepages and then directed 

them to click on a specific link, there is no assurance that the respondent actually 

read the homepage or would have been interested enough in it to be motivated to 

click on the t-shirt li nk. See Gen. Motors Corp. v. Cadillac Marine & Boat Co., 226 

F.Supp. 716, 737 (D.C.Mich.1964) (observing that because survey respondents had 

little interest the allegedly infringing product, it followed that their inspection of the 

advertisement shown to them as part of the survey ÐÒÏÔÏÃÏÌ ×ÁÓ ȰÃÁÓÕÁÌȟ ÃÕÒÓÏÒÙ 

ÁÎÄ ÃÁÒÅÌÅÓÓȱ ÁÎÄ ÔÈÅÒÅÆÏÒÅ ÏÆ ÌÉÔÔÌÅ ÐÒÏÂÁÔÉÖÅ ÖÁÌÕÅɊȢ 

[49] Other courts have similarly criticized surveys that failed to adequately 

replicate the shopping experience. In Gen. Motors Corp., 226 F.Supp. at 737, the court 

criticized the proffered survey because it did not take into account typical consumer 

behavior: 

Actual purchasers of a boat would not hastily read an advertisement, 

nor would a potential purchaser read it carelessly. A reasonable man, 

anticipating the purchase of a boat, would peruse the material at least 

×ÅÌÌ ÅÎÏÕÇÈ ÔÏ ÎÏÔÅ ÔÈÅ ÍÁÎÕÆÁÃÔÕÒÅÒ ÁÓ ÂÅÉÎÇ Ȱ#ÁÄÉÌÌÁÃ -ÁÒÉÎÅ Ǫ "ÏÁÔ 

#ÏÍÐÁÎÙȟ τπφ 3ÅÖÅÎÔÈ 3ÔÒÅÅÔȟ #ÁÄÉÌÌÁÃȟ -ÉÃÈÉÇÁÎȢȱ !ÌÓÏȟ ÍÏÓÔ ÂÕÙÅÒÓ 

would want to see the boat itself before making a purchase. 

 Although the purchase of a t-shirt obviously does not involve the same level of 

financial consideration a consumer typically makes when buying a boat, a consumer 
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http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1964110395&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_737
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1964110395&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_737
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is likely to consider the meaning of an imprinted t-ÓÈÉÒÔ ÓÕÃÈ ÁÓ 3ÍÉÔÈȭÓ Âefore 

wearing it in public. A reasonable person who was considering buying a t-shirt that 

references AlɀQaeda or the Holocaust would likely read the associated webpage at 

least well enough to see the harsh criticism of WalɀMart and the prominent 

disclaimer dispelling any notion of a possible association with the company. 

  

(c) Impact of Internetɀ2ÅÌÁÔÅÄ &ÌÁ×Ó ÏÎ 3ÕÒÖÅÙȭÓ %ÖÉÄÅÎÔÉÁÒÙ 6ÁÌÕÅ 

[50] For all of these reasons, the survey Jacoby conducted for WalɀMart is of 

dubious value as proof of consumer confusion both because its survey universe was 

overinclusive and because its design failed to approximate real-world marketplace 

ÃÏÎÄÉÔÉÏÎÓȢ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÉÓ ÓÕÂÊÅÃÔ ÔÏ ÔÈÅ ÓÁÍÅ ÃÒÉÔÉÃÉÓÍÓ ÁÓ ÈÉÓ Weight Watchers 

survey and the survey in Leelanau Wine Cellars: Jacoby failed to screen the 

respondents to ensure that they would likely be aware of and make relevant 

distinctions concerning the specific product. See Weight Watchers, 744 F.Supp. at 

1273; Leelanau Wine Cellars, 452 F.Supp.2d at 783. By failing to approximate actual 

ÍÁÒËÅÔ ÃÏÎÄÉÔÉÏÎÓȟ *ÁÃÏÂÙ ÆÕÒÔÈÅÒ ÅÎÓÕÒÅÄ ÔÈÁÔ ÔÈÅ ÓÕÒÖÅÙ ×ÏÕÌÄ ÎÏÔ ȰÒÅÐÌÉÃÁÔÅ ÔÈÅ 

thoughÔ ÐÒÏÃÅÓÓÅÓ ÏÆ ɍÌÉËÅÌÙɎ ÃÏÎÓÕÍÅÒÓ ɍÏÆ ÔÈÅ ÊÕÎÉÏÒ ÕÓÅÒȭÓ ÍÅÒÃÈÁÎÄÉÓÅɎ 

ÅÎÃÏÕÎÔÅÒÉÎÇ ÔÈÅ ÄÉÓÐÕÔÅÄ ÍÁÒË ȢȢȢ ÁÓ ÔÈÅÙ ×ÏÕÌÄ ÉÎ ÔÈÅ ÍÁÒËÅÔÐÌÁÃÅȢȱ See Simon 

Prop. Group, 104 F.Supp.2d at 1038; accord Gen. Motors Corp., 226 F.Supp. at 737. 

Therefore, the Court must consider these flaws in determining whether the survey is 

admissible and, if so, what evidentiary weight to afford it. 

 

ii. Structural Flaws 

[51] Smith further alleges that the Jacoby study suffers from several structural 

flaws that diminish the trustworthiness of the results of both the web-based point-

of-sale portion and the post-purchase t-shirt portion of the survey. He contends that 

(1) both the structure of the survey and the wording of several questions suggested 

the answers WalɀMart wanted, and (2) the survey results should not be presumed 

to represent consumer reaction to any of the challenged merchandise that was not 

actually tested. 

[52] Smith hired Dr. Richard Teach as a rebuttal witness to point out 

ÄÅÆÉÃÉÅÎÃÉÅÓ ÉÎ *ÁÃÏÂÙȭÓ ×ÅÂÓÉÔÅ ÓÔÕÄÙ ÓÕÒÖÅÙ ÍÅÔÈÏÄÏÌÏÇÙȢ 4ÅÁÃÈ ÉÓ ÁÎ ÅÍÅÒÉÔÕÓ 

marketing professor and former dean at the Georgia Tech School of Business who 

has designed and conducted over one hundred surveys, including about fifty buyer 

surveys, and has taught survey methodology, statistics and related courses. Teach 

ÔÅÓÔÉÆÉÅÓ ÔÈÁÔ ÈÅ ÁÇÒÅÅÓ ×ÉÔÈ 2ÏÓÅÎÂÌÁÔÔȭÓ ÔÅÓÔÉÍÏÎÙ ÁÎÄ ÁÌÓÏ ÏÆÆÅÒÓ ÃÒÉÔÉÃÉÓÍÓ ÏÆ ÈÉÓ 

Ï×ÎȢ 3ÍÉÔÈ ÕÓÅÓ 4ÅÁÃÈȭÓ ÓÕÒÖÅÙ ÅØÐÅÒÔÉÓÅ ÔÏ ÓÕÐÐÏÒÔ ÈÉÓ Daubert argument that 

because the survey protocol contains multiple technical flaws, the results are 

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_1273
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1990131306&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_1273
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2010247649&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_783
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2000392436&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_1038
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=2000392436&pubNum=4637&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_4637_1038
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1964110395&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.UserEnteredCitation)#co_pp_sp_345_737
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unreliable and hence should be afforded very light evidentiary value if not 

completely excluded from evidence. 

[53] WalɀMart movÅÓ ÔÏ ÅØÃÌÕÄÅ 4ÅÁÃÈȭÓ ÔÅÓÔÉÍÏÎÙȟ ÓÕÐÐÏÒÔÉÎÇ ÉÔÓ ÍÏÔÉÏÎ ×ÉÔÈ 

arguments much like those it used in its motion to ÅØÃÌÕÄÅ 2ÏÓÅÎÂÌÁÔÔȭÓ ÔÅÓÔÉÍÏÎÙȣȢ 

[54] The Court findsȣthat his extensive experience designing and evaluating 

surveys qualifies him to provide testimony about technical flaws in the design of 

*ÁÃÏÂÙȭÓ ÓÔÕÄÙ ÁÎÄ ÔÈÅ ÉÍÐÁÃÔ ÏÆ ÔÈÏÓÅ ÆÌÁ×Ó ÏÎ ÔÈÅ ÔÒÕÓÔ×ÏÒÔÈÉÎÅÓÓ ÏÆ *ÁÃÏÂÙȭÓ 

reported results.  

[55] [T]Ï ÔÈÅ ÅØÔÅÎÔ ÔÈÁÔ 4ÅÁÃÈȭÓ ÔÅÓÔÉÍÏÎÙ ÆÏÃÕÓÅÓ ÏÎ ÇÅÎÅÒÁÌ ÓÕÒÖÅÙ 

ÍÅÔÈÏÄÏÌÏÇÙȟ ×ÈÅÔÈÅÒ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÐÒÏÔÏÃÏÌ ÄÅÖÉÁÔÅÄ ÆÒÏÍ ÓÔÁÎÄÁÒÄ 

methodology, and what impact any deviations may have had on the trustworthiness 

ÏÆ *ÁÃÏÂÙȭÓ ÒÅÐÏÒÔÅÄ ÒÅÓÕÌÔÓȟ 7ÁÌɀMaÒÔȭÓ ÍÏÔÉÏÎ ÔÏ ÅØÃÌÕÄÅ ÉÔ ÉÓ $%.)%$Ȣ 

  

 

(a) Leading Survey Structure and Questions 

[56] Smith argues that both the structure of the survey and the wording of 

several questions suggested the answers WalɀMart wanted. WalɀMart, of course, 

ÃÏÎÔÅÎÄÓ ÔÈÁÔ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÐÒÅÓÅÎÔÅÄ ÎÏ ÓÕÃÈ ÒÉÓËȢ 

  

(i) DoubleɀBlind Survey Design 

[57] To ensure objectivity in the administration of the survey, it is standard 

ÐÒÁÃÔÉÃÅ ÔÏ ÃÏÎÄÕÃÔ ÓÕÒÖÅÙ ÉÎÔÅÒÖÉÅ×Ó ÉÎ ÓÕÃÈ Á ×ÁÙ ÁÓ ÔÏ ÅÎÓÕÒÅ ÔÈÁÔ ȰÂÏÔÈ ÔÈÅ 

interviewer and the respondent are blind to the sponsor of the survey and its 

ÐÕÒÐÏÓÅȢȱ 2%&%2%.#% -!.5!, ÁÔ ςφφȢ 4ÈÅ ÐÁÒÔÉÅÓ ÁÇÒÅÅ ÔÈÁÔ ÄÏÕÂÌÅ-blind 

conditions are essential because if the respondents know what the interviewer 

wants, they may try to please the interviewer by giving the desired answer, and if 

the interviewer knows what his employer wants, he may consciously or 

unconsciously bias the survey through variations in the wording or the tone of his 

questions. See id. 

[58] 3ÍÉÔÈ ÁÒÇÕÅÓ ÔÈÁÔ ÔÈÅ ÓËÉÐ ÐÁÔÔÅÒÎ ÉÎÃÌÕÄÅÄ ÉÎ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÈÉÎÔÅÄ ÔÏ ÔÈÅ 

interviewers that Walɀ-ÁÒÔ ×ÁÓ ÔÈÅ ÓÕÒÖÅÙȭÓ ÓÐÏÎÓÏÒȢ 4ÈÅ ÓÕÒÖÅÙ ÐÒÏtocol directed 

the interviewers to skip to the final tarnishment question, question five, if the 

respondent gave any one of four specific store namesɂSears, WalɀMart, KɀMart or 

9ÏÕÎÇÂÌÏÏÄȭÓɂto any of the first three questions. Similarly, if the respondent did 

not give any of those four names in response to the first three questions, the 

ÉÎÔÅÒÖÉÅ×ÅÒ ×ÁÓ ÄÉÒÅÃÔÅÄ ÔÏ ÁÓË Ȱ×ÈÁÔ ÏÔÈÅÒ ÃÏÍÐÁÎÉÅÓ ÏÒ ÓÔÏÒÅÓȱ ÔÈÅ ÓÔÉÍÕÌÕÓ Ô-

shirt brought to mind, and only if the respondent answered with one of the four 

names was the interviewer to ask question five, the dilution question. The text on 
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both of the tested t-ÓÈÉÒÔÓ ÂÅÇÁÎ ×ÉÔÈ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȟȱ ÁÎÄ 7ÁÌɀMart was the only 

one of the four listed names that began with that prefix. 

[59] Smith argues that this series of questions combined with the t-shirt 

stimulus subtly informed the interviewers not only that a store name was desired, 

but also that a particular store nameɂWal-Martɂwas sought. Thus, Smith 

contends, because the survey failed to meet the double-blind requirement, it was 

not conducted in an objective manner and must be excluded for what must 

therefore be biased results. See REFERENCE MANUAL at 248 (noting that poorly 

formed questions may lead to distorted responses and increased error and 

therefore may be the basis for rejecting a survey). 

[60] WalɀMart argues that the skip patterns followed proper protocol and that 

even if the interviewers guessed that WalɀMart was involved, there could be no risk 

of bias because (1) interviewers are professionally trained and adhere to extremely 

high ethical standards, and (2) it was impossible to determine from the design of the 

study who sponsored the study and for which side of a dispute the survey evidence 

was to be proffered. 

[61] Based on the facts that (1) both of the tested t-shirts include the prefix 

Ȱ7ÁÌȱ ÁÎÄ ɉςɊ ÔÈÅ ÏÎÌÙ ÓÔÏÒÅ ÏÎ ÔÈÅ ÓÐÅÃÉÆÉÅÄ ÌÉÓÔ ÏÆ ÆÏÕÒ Ôhat included that same 

prefix was WalɀMart, it is safe to surmise that the interviewers at least suspected 

that WalɀMart was involved in the survey in some manner. Aside from a common 

sense assumption that the party with deep pockets and reason to be insulted by the 

tested concepts was likely to have sponsored the research, however, the 

interviewers had no way to know who was the proponent of the research and who 

was the opponent. Thus, although the survey design may have breached generally 

accepted double-blind protocol to some degree, because the breach offered little 

risk of bias toward one party or the other the Court finds this issue to be of little 

import in its trustworthiness determination.  

 

(ii) Leading Questions 

[62] 3ÍÉÔÈ ÁÌÓÏ ÁÒÇÕÅÓ ÔÈÁÔ ÔÈÅ ×ÏÒÄÉÎÇ ÏÆ *ÁÃÏÂÙȭÓ ÃÏÎÆÕÓÉÏÎ ÑÕÅÓÔÉÏÎÓ ×ÁÓ 

improperly leading. Although the challenged t-shirts were created and offered for 

sale by Charles Smith, an individual, via his CafePress webstore, the survey asked 

ÁÂÏÕÔ ÓÐÏÎÓÏÒÓÈÉÐ ÏÎÌÙ ÉÎ ÔÈÅ ÃÏÎÔÅØÔ ÏÆ ÃÏÍÐÁÎÉÅÓ ÏÒ ÓÔÏÒÅÓȟ ÓÕÃÈ ÁÓ ÉÎ ÔÈÅ ÓÕÒÖÅÙȭÓ 

ÌÅÁÄ ÑÕÅÓÔÉÏÎȟ ×ÈÉÃÈ ÁÓËÅÄȟ Ȱɍ7ɎÈÉÃÈ ÃÏÍÐÁÎÙ ÏÒ ÓÔÏÒÅ ÄÏ ÙÏÕ ÔÈÉÎË ÐÕÔÓ ÏÕÔ ÔÈÉÓ 

ÓÈÉÒÔȩȱ 3ÍÉÔÈ ÃÏÎÔÅÎÄÓ ÔÈÁÔ ÔÈÉÓ ×ÏÒÄÉÎÇ ÓÕÇÇÅÓÔÅÄ ÔÏ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔ ÔÈÁÔ ÔÈÅ 

interv iewer was looking for the name of a company or store, which would lead the 

respondent away from the answer that the shirt was put out by an individual who 

was criticizing a company. Walɀ-ÁÒÔ ÃÏÕÎÔÅÒÓ ÔÈÁÔ ÂÅÃÁÕÓÅ 3ÍÉÔÈȭÓ ÍÅÒÃÈÁÎÄÉÓÅ 
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was sold through his CafePress webstores, the questions were accurately worded 

and thus not misleading. 

[63] The Court agrees with Smith that the disputed questions improperly led 

respondents to limit their answers to companies or stores. Though Smith did offer 

his merchandise through his CafePress webstore, as WalɀMart argues, the Court 

finds this characterization disingenuous; the party WalɀMart sued for offering the 

Walocaust and WalɀQaeda merchandise for sale is not a company or a store, but 

instead Charles Smith, an individual. Furthermore, WalɀMart has failed to point to 

ÁÎÙ ÁÕÔÈÏÒÉÔÙ ÓÕÐÐÏÒÔÉÎÇ ÔÈÅ ÕÓÅ ÏÆ ÔÈÅ ȰÃÏÍÐÁÎÙ ÏÒ ÓÔÏÒÅȱ ÌÁÎÇÕÁÇÅ ÉÎ Á ÃÏÎÓÕÍÅÒ 

ȰÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȱ ÁÐÐÁÒÅÌ ÓÕÒÖÅÙ ÏÒ ÁÎÙ ÓÕÃÈ ÓÕÒÖÅÙÓ ÐÒÅÖÉÏÕÓly conducted 

by Jacoby. Thus, the Court must consider this weakness in determining the 

admissibility or evidentiary weight to be accorded the survey. 

  

(b) Representativeness 

(i) Testing Stimuli 

[64] Smith also argues that the Jacoby survey results should not be presumed to 

represent consumer reaction to any of the challenged merchandise that was not 

actually tested. Jacoby limited his surveys to testing two specific t-shirts (the 

Wal*ocaust smiley eagÌÅ ÓÈÉÒÔ ÁÎÄ ÔÈÅ Ȱ3500/24 /52 42//03ȱ 7ÁÌɀQaeda shirt), 

and the conclusions stated in his report were narrowly drawn to refer to the tested 

t-shirts. At his deposition, however, he stated that because the tested shirts were 

ȰÒÅÁÓÏÎÁÂÌÙ ÒÅÐÒÅÓÅÎÔÁÔÉÖÅȱ ÏÆ ÁÌÌ ÔÈÅ ÓÈÉÒÔÓ ÔÈÁÔ ÉÎÃÌÕÄÅÄ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȱ ÁÎÄ ÔÈÅ 

ÓÔÁÒȟ ÁÓ ÉÎ 7ÁÌɕÏÃÁÕÓÔȟ ÏÒ ÔÈÅ ÐÒÅÆÉØ Ȱ7ÁÌȱ ÁÎÄ Á ÈÙÐÈÅÎȟ ÁÓ ÉÎ 7ÁÌɀQaeda, his results 

could be extrapolated from the tested t-shirts to all of the challenged t-shirts that 

shared those features. 

[65] *ÁÃÏÂÙȭÓ Ï×Î ÄÅÐÏÓÉÔÉÏÎ ÔÅÓÔÉÍÏÎÙ ÓÕÐÐÌÉÅÓ Á ÆÉÔÔÉÎÇ ÆÒÁÍÅ×ÏÒË ÆÏÒ 

analyzing this issue. When declining to offer an opinion about whether consumers 

×ÏÕÌÄ ÁÌÓÏ ÂÅ ÃÏÎÆÕÓÅÄ ÏÖÅÒ ÔÈÅ ÓÐÏÎÓÏÒÓÈÉÐ ÏÆ 3ÍÉÔÈȭÓ Walocaust website, Jacoby 

stated that consumers respond differently to a given stimulus depending on the 

ÃÏÎÔÅØÔ ÉÎ ×ÈÉÃÈ ÉÓ ÉÔ ÐÒÅÓÅÎÔÅÄȟ ÁÎÄ ÂÅÃÁÕÓÅ ÈÉÓ ÓÕÒÖÅÙ ÔÅÓÔÅÄ ÏÎÌÙ 3ÍÉÔÈȭÓ 

CafePress webstores, his survey provided him with no data upon which to answer 

ÔÈÅ ÑÕÅÓÔÉÏÎ ÁÂÏÕÔ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎ ÒÅÇÁÒÄÉÎÇ 3ÍÉÔÈȭÓ ×ÅÂÓÉÔÅȢ 

[66] Applying the same reasoning, the Court finds that test results from one 

Walocaust or WalɀQaeda t-shirt provide no data upon which to estimate consumer 

confusion regarding another Walocaust or WalɀQaeda t-shirt. A consumer confused 

ÁÂÏÕÔ ÔÈÅ ÓÐÏÎÓÏÒÓÈÉÐ ÏÆ Á ÓÈÉÒÔ ÔÈÁÔ ÓÁÙÓ Ȱ3500/24 /52 42//03 ɍȢɎ "/9#/44 

WALɀ1!%$!ȱ ÍÁÙ ÅÁÓÉÌÙ ÇÒÁÓÐ ÔÈÅ ÃÏÍÍÅÎÔÁÒÙ ÉÎ ÔÈÅ ÍÏÒÅ ÓÔÒÁÉÇÈÔÆÏÒ×ÁÒÄÌÙ 

dÅÒÏÇÁÔÏÒÙ Ȱ7!,ɀ1!%$!ɍȢɎ &ÒÅÅÄÏÍ (ÁÔÅÒÓ !,7!93ȱ ÃÏÎÃÅÐÔȢ 3ÉÍÉÌÁÒÌÙȟ Á 
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ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÅÄ ÏÖÅÒ ÔÈÅ ÓÐÏÎÓÏÒÓÈÉÐ ÏÆ Á Ȱ7ÁÌÏÃÁÕÓÔȱ ÓÈÉÒÔ ÐÁÉÒÅÄ ×ÉÔÈ ÁÎ ÅÁÇÌÅ 

ÁÎÄ Á ÓÍÉÌÅÙ ÆÁÃÅ ÍÉÇÈÔ  ÈÁÖÅ Á ÃÒÙÓÔÁÌ ÃÌÅÁÒ ÕÎÄÅÒÓÔÁÎÄÉÎÇ ÏÆ ÔÈÅ ×ÏÒÄȭÓ ÍÅÁÎÉÎÇ 

when it is superimposed over a drawing of a WalɀMartɀlike building paired with a 

sign that advertises family values and discounted alcohol, firearms, and tobacco or 

×ÈÅÎ ÉÔ ÉÓ ÐÒÅÓÅÎÔÅÄ ÁÌÏÎÇ ×ÉÔÈ ÔÈÅ ÁÄÄÉÔÉÏÎÁÌ ÔÅØÔ Ȱ4ÈÅ 7ÏÒÌÄ ÉÓ /ÕÒ ,ÁÂÏÒ #ÁÍÐȢ 

7ÁÌÍÁÒÔ 3ÕÃËÓȢȱ !Ó Á ÒÅÓÕÌÔȟ ÔÈÉÓ ×ÅÁËÎÅÓÓ ×ÉÌÌ ÁÌÓÏ ÉÍÐÁÃÔ ÔÈÅ #ÏÕÒÔȭÓ ÁÓÓÅÓÓÍÅÎÔ 

ÏÆ ÔÈÅ ÓÕÒÖÅÙȭÓ ÅÖÉÄÅÎÔÉÁÒÙ ÖÁÌÕÅȢ 

  

(ii) Sample Size and Selection 

[67] 3ÍÉÔÈ ÁÌÓÏ ÃÈÁÌÌÅÎÇÅÓ ÔÈÅ ÓÕÒÖÅÙȭÓ ÓÍÁÌÌ ÓÁÍÐÌÅ ÓÉÚÅȠ ÔÈÅ #ÏÕÒÔ ÁÄÄÉÔÉÏÎÁÌÌy 

ÎÏÔÅÓ ÔÈÁÔ *ÁÃÏÂÙȭÓ ÓÔÕÄÙ ÅÍÐÌÏÙÅÄ ÍÁÌÌ-intercept methodology, which necessarily 

results in a non-random survey sample. 

[68] It is true that the majority of surveys presented for litigation purposes do, 

in fact, include small and non-random samples that are not projectible to the general 

population or susceptible to evaluations of statistical significance. 6 MCCARTHY ON 

TRADEMARKS AND UNFAIR COMPETITION § 32:165 (4th ed.2006). Courts have 

ÆÏÕÎÄ ÔÈÁÔ ȰÎÏÎÐÒÏÂÁÂÉÌÉÔÙ ȬÍÁÌÌ ÉÎÔÅÒÃÅÐÔȭ ÓÕÒÖÅÙs are sufficiently reliable to be 

ÁÄÍÉÔÔÅÄ ÉÎÔÏ ÅÖÉÄÅÎÃÅȟȱ ÒÅÁÓÏÎÉÎÇ ÔÈÁÔ ÂÅÃÁÕÓÅ ȰÎÏÎÐÒÏÂÁÂÉÌÉÔÙ ÓÕÒÖÅÙÓ ÁÒÅ ÏÆ Á 

type often relied upon by marketing experts and social scientists in forming 

ÏÐÉÎÉÏÎÓ ÏÎ ÃÕÓÔÏÍÅÒ ÁÔÔÉÔÕÄÅÓ ÁÎÄ ÐÅÒÃÅÐÔÉÏÎÓȟȱ ÔÈÅÙ ÍÁÙ ÂÅ ÁÄÍitted into 

evidence under Federal Rule of Evidence 703 ÁÓ ÂÅÉÎÇ ȰÏÆ Á ÔÙÐÅ ÒÅÁÓÏÎÁÂÌÙ ÒÅÌÉÅÄ 

upon by experts in the particular field in forming opinions or inferences upon the 

ÓÕÂÊÅÃÔȢȱ Id. 

[69] However, probability surveys are preferred to non-probability surveys. Id. 

(citing Jacob Jacoby, Survey & Field Experimental Evidence, in SAUL KASSIN & 

LAWRENCE S. WRIGHTSMAN, JR., 185ɀ86 THE PSYCHOLOGY OF EVIDENCE AND 

TRIAL PROCEDURE (1985)). *ÁÃÏÂÙ ÈÉÍÓÅÌÆ ÈÁÓ ×ÒÉÔÔÅÎ ÔÈÁÔ ȰÂÅÈÁÖÉÏÒÁÌ ÓÃÉÅÎÃÅ 

treatises on research methodology are in general agreement that, all other things 

being equal, probability sampling is preferred to non-ÐÒÏÂÁÂÉÌÉÔÙ ÓÁÍÐÌÉÎÇȢȱ *ÁÃÏÂ 

Jacoby & Amy H. Handlin, NonɀProbability Sampling Designs for Litig. Surveys, 81 

TRADEMARK REP. 169, 170 (Mar.-Apr.1991) (citing KUL B. RAI AND JOHN C. 

BLYDENBURGH, POL. SCI. STATS.. 99 (Holbrook Press Inc.1973) and quoting its 

ÃÏÍÍÅÎÔ ÔÈÁÔ ȰÎÏÎÐÒÏÂÁÂÉÌÉÔÙ ÓÁÍÐÌÅÓ ÄÏ ÎÏÔ ÒÅÐÒÅÓÅÎÔ ÔÈÅ ÐÏÐÕÌÁÔÉÏÎ ÔÒÕÌÙȟ ÁÎÄ 

the inapplicability of probability models as well as the impossibility of measuring or 

controlling random sampling error makes them even less attractive for scientific 

ÓÔÕÄÉÅÓȢȱɊȢ *ÁÃÏÂÙ ÈÁÓ ÓÉÍÉÌÁÒÌÙ ÎÏÔÅÄ ÔÈÁÔ ÁÌÔÈÏÕÇÈ ÔÈÅ ÖÁÓÔ ÍÁÊÏÒÉÔÙ ÏÆ ÉÎ-person 

surveys conducted for marketing purposes employ non-probability design, 

ÍÁÒËÅÔÅÒÓ ÍÏÒÅ ÔÙÐÉÃÁÌÌÙ ÕÓÅ ÔÅÌÅÐÈÏÎÅ ÉÎÔÅÒÖÉÅ×Óȟ Á ȰÓÉÚÁÂÌÅ ÐÒÏÐÏÒÔÉÏÎȱ ÏÆ ×ÈÉÃÈ 
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employ probability designs. Jacoby & Handlin, 81 TRADEMARK REP. at 172 & Table 

1 (estimating that sixty-nine percent of commercial marketing and advertising 

research is conducted by telephone). 

[70] Although courts typically admit nonprobability surveys into evidence, 

ÍÁÎÙ ÒÅÃÏÇÎÉÚÅ ÔÈÁÔ ȰÔÈÅ ÒÅÓÕÌÔÓ ÏÆ Á ÎÏÎÐÒÏÂÁÂÉÌÉÔÙ ÓÕÒÖÅÙ ÃÁÎÎÏÔ ÂÅ statistically 

ÅØÔÒÁÐÏÌÁÔÅÄ ÔÏ ÔÈÅ ÅÎÔÉÒÅ ÕÎÉÖÅÒÓÅȟȱ ÁÎÄ ÔÈÅÙ ÃÏÎÓÅÑÕÅÎÔÌÙ ÄÉÓÃÏÕÎÔ ÔÈÅ ÅÖÉÄÅÎÔÉÁÒÙ 

weight accorded to them. Id.; accord Am. Home Prods. Corp. v. Barr Labs., Inc., 656 

F.Supp. 1058, 1070 (D.N.J.1987) ɉÃÒÉÔÉÃÉÚÉÎÇ Á *ÁÃÏÂÙ ÓÕÒÖÅÙ ÁÎÄ ÎÏÔÉÎÇȟ Ȱ7ÈÉÌÅ ÎÏÎ-

probability survey results may be admissible, they are weak evidence of behavior 

ÐÁÔÔÅÒÎÓ ÉÎ ÔÈÅ ÔÅÓÔ ÕÎÉÖÅÒÓÅȢȱɊ 3ÉÍÉÌÁÒÌÙȟ ȰɍÃɎÏÎÄÕÃÔÉÎÇ Á ÓÕÒÖÅÙ ×ÉÔÈ Á ÎÕÍÂÅÒ ÏÆ 

respondents too small to justify a reasonable extrapolation to the target group at 

large will lessen the ×ÅÉÇÈÔ ÏÆ ÔÈÅ ÓÕÒÖÅÙȢȱ 6 MCCARTHY ON TRADEMARKS AND 

UNFAIR COMPETITION § 32:171. 

[71] 4ÈÉÓ #ÏÕÒÔ ÆÉÎÄÓ ÔÒÏÕÂÌÉÎÇ ÔÈÅ *ÁÃÏÂÙ ÓÕÒÖÅÙȭÓ ÉÍÐÌÉÃÉÔ ÁÓÓÕÍÐÔÉÏÎ ÔÈÁÔ Á 

study protocol insufficient for many marketing purposes and heavily criticized for 

behavioral science purposes is nevertheless sufficient to aid a factfinder in a legal 

ÁÃÔÉÏÎ ÃÈÁÌÌÅÎÇÉÎÇ ÆÒÅÅ ÓÐÅÅÃÈȢ 4ÈÅÒÅÆÏÒÅȟ ÔÈÉÓ ÆÁÃÔÏÒ ×ÉÌÌ ÁÌÓÏ ÁÆÆÅÃÔ ÔÈÅ #ÏÕÒÔȭÓ 

ÁÓÓÅÓÓÍÅÎÔ ÏÆ ÔÈÅ ÓÕÒÖÅÙȭÓ ÅÖÉÄÅÎÔÉÁÒÙ ÖÁÌÕÅȢ 

 

c. Admissibility 

[72] (ÁÖÉÎÇ ÉÄÅÎÔÉÆÉÅÄ ÎÕÍÅÒÏÕÓ ÓÕÂÓÔÁÎÔÉÁÌ ÆÌÁ×Ó ÉÎ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙȟ ÔÈÅ #ÏÕÒÔ 

ÍÕÓÔ ÎÏ× ÄÅÔÅÒÍÉÎÅ ×ÈÅÔÈÅÒ ÔÈÅ ÆÌÁ×Ó ÌÉÍÉÔ ÔÈÅ ÓÕÒÖÅÙȭÓ ÅÖÉÄÅÎÔÉÁÒÙ ×ÅÉÇÈÔ ÏÒ ÁÒÅ 

so substantial as to render the survey irrelevant or unreliable and therefore 

inadmissible under Federal Rule of Evidence 403, 702, or 703. See Starter Corp. v. 

Converse, Inc., 170 F.3d 286, 297 (2d Cir.1999) (excluding a survey under Rule 403 

because the probative value of the survey was outweighed by potential prejudice 

ÁÎÄ ÆÕÒÔÈÅÒ ÎÏÔÉÎÇ ÔÈÁÔ ȰÁ ÓÕÒÖÅÙ ÍÁÙ ÂÅ ËÅÐÔ ÆÒÏÍ ÔÈÅ ÊÕÒÙȭÓ ÁÔÔÅÎÔÉÏÎ ÅÎÔÉÒÅÌÙ ÂÙ 

ÔÈÅ ÔÒÉÁÌ ÊÕÄÇÅ ÉÆ ÉÔ ÉÓ ÉÒÒÅÌÅÖÁÎÔ ÔÏ ÔÈÅ ÉÓÓÕÅÓȱɊ ɉÃÉÔÉÎÇ C.A. May Marine Supply Co. v. 

Brunswick Corp., 649 F.2d 1049 (5th Cir.1981)); accord Ramdass v. Angelone, 530 

U.S. 156, 173, 120 S.Ct. 2113, 147 L.Ed.2d 125 (2000) (listing numerous cases in 

which courts have excluded or minimized survey evidence as unreliable). 

[73] Courts in the Eleventh Circuit typically decline to exclude likelihood of 

ÃÏÎÆÕÓÉÏÎ ÓÕÒÖÅÙÓ ÁÎÄ ÉÎÓÔÅÁÄ ÃÏÎÓÉÄÅÒ Á ÓÕÒÖÅÙȭÓ ÔÅÃÈÎÉÃÁÌ ÆÌÁ×Ó ×ÈÅÎ ÄÅÔÅÒÍÉÎÉÎÇ 

the amount of evidentiary weight to accord the survey. See, e.g., Jellibeans, 716 F.2d 

at 845; Nightlight Sys., Inc. v. Nitelites Franchise Sys., Inc., 2007 WL 4563873 at *5 

(N.D.Ga. Jul.17, 2007). Consequently, although this is a close case, the Court 

concludes that the better option is to admit the survey evidence and to consider the 
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ÓÕÒÖÅÙȭÓ ÆÌÁ×Ó ÉÎ ÄÅÔÅÒÍÉÎÉÎÇ ÔÈÅ ÅÖÉÄÅÎÔÉÁÒÙ ×ÅÉÇÈÔ ÔÏ ÁÓÓÉÇÎ ÔÈÅ ÓÕÒÖÅÙ ÉÎ ÔÈÅ 

likelihood of confusion analysis. 

[74] The Court finds, however, that because the survey tested only the 

Ȱ3500/24 /52 42//03ɍȢɎ "/9#/44 7!,ɀ1!%$!ȱ Ô-shirt and the Walocaust eagle 

t-ÓÈÉÒÔȟ ÉÔ ÈÁÓ ÎÏ ÒÅÌÅÖÁÎÃÅ ÔÏ ÁÎÙ ÏÆ 3ÍÉÔÈȭÓ ÏÔÈÅÒ 7ÁÌɀMartɀrelated concepts. The 

Court agrees with Jacoby that context mattersɂa lotɂand therefore will not 

ÃÏÎÓÉÄÅÒ *ÁÃÏÂÙȭÓ ÓÕÒÖÅÙ ÁÓ ÅÖÉÄÅÎÃÅ ÏÆ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎ ×ÉÔÈ ÒÅÇÁÒÄ ÔÏ ÔÈÅ 

×ÏÒÄÓ Ȱ7ÁÌÏÃÁÕÓÔȱ ÁÎÄ Ȱ7ÁÌɀ1ÁÅÄÁȱ ÉÎ ÇÅÎÅÒÁÌȠ ÔÈÅ ÓÔÕÄÙ ÉÓ ÁÄÍÉÓÓÉÂÌÅ ÏÎÌÙ ÁÓ ÔÏ 

the two concepts that Jacoby actually tested. See Fed.R.Evid. 702 (limiting expert 

ÔÅÓÔÉÍÏÎÙ ÔÏ ÔÈÁÔ ȰÂÁÓÅÄ ÕÐÏÎ ÓÕÆÆÉÃÉÅÎÔ ÆÁÃÔÓ ÏÒ ÄÁÔÁȱɊȢ 

[75] Even with regard to the tested concepts, the Court finds that the survey 

was so flawed that it does not create a genuine issue of material fact. See Spraying 

Sys. Co. v. Delavan, Inc., 975 F.2d 387, 394 (7th Cir.1992) (recognizing that if a 

proffered survey is severely and materially flawed, it may not be sufficient to 

establish a genuine issue of material fact even if it purports to show evidence of 

actual confusion). Jacoby surveyed an overbroad universe, failed to adequately 

replicate the shopping experience, and asked leading questions. He also surveyed a 

non-random sample that in any case was too small to allow the results to be 

projected upon the general market. Thus, the Court finds that the Jacoby survey is so 

flawed that it does not establish a genuine issue of material fact with regard to 

actual confusion, much less prove actual confusion. 

[76] Lack of survey evidence showing consumer confusion is not dispositive, 

however; the Eleventh Circuit has moved away from relying on survey evidence. 

&ÒÅÈÌÉÎÇ %ÎÔÅÒÓȢ ÖȢ )ÎÔȭÌ 3ÅÌÅÃÔ 'ÒÏÕÐȟ )ÎÃȢȟ 192 F.3d 1330, 1341 n. 5 (11th Cir.1999). In 

fact, a court may find a likelihood of confusion in the absence of any evidence of 

actual confusion, even though actual confusion is the best evidence of likelihood of 

confusion. E. Remy Martin & Co. v. Shawɀ2ÏÓÓ )ÎÔȭÌ )ÍÐÓȢȟ )ÎÃȢȟ 756 F.2d 1525, 1529 

(11th Cir.1985). Accordingly, the Court will now consider the remaining likelihood 

of confusion factors. 

[The court ultimately found no infringement or dilution]. 

 

Questions and Comments 

 

1.  The Authorization or Permission Question.  You will recall that the third group 

of questions in the surveys at issue in Smith v. Wal-Mart asked respondents if they 

ÔÈÏÕÇÈÔ ÔÈÅ ÃÏÍÐÁÎÙ ÔÈÁÔ ȰÐÕÔ ÏÕÔȱ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÐÒÏÄÕÃÔÓ ÎÅÅÄÅÄ ÐÅÒÍÉÓÓÉÏÎ 

ÆÒÏÍ ÁÎÏÔÈÅÒ ÃÏÍÐÁÎÙ ÔÏ ÄÏ ÓÏȟ ÁÎÄ ÉÆ ÓÏȟ ×ÈÉÃÈ ÃÏÍÐÁÎÙȢ  )ÓÎȭÔ ÔÈÉÓ ÔÈÅ ÖÅÒÙ 
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question that the judge is trying to decide in the case?  Why should we ask survey 

respondents for their view on what is in essence a legal question? 

2.  Alternative Survey Formats.  Two other methods of surveying for the 

likelihood of consumer confusion are of particular interest. 

¶ 4ÈÅ ȰSquirt formatȱȢ  )Î Squirt Co. v. Seven-Up Co., 628 F.2d 1086 (8th Cir. 

1980), survey respondents were played radio advertisements for SQUIRT 

and QUIRST soft drinks and two other products.  The respondents were then 

asked: (1) ȰDo you think SQUIRT and QUIRST are put out by the same 

ÃÏÍÐÁÎÙ ÏÒ ÂÙ ÄÉÆÆÅÒÅÎÔ ÃÏÍÐÁÎÉÅÓȩȱȟ ÁÎÄ ɉςɊ Ȱ7ÈÁÔ ÍÁËÅÓ ÙÏÕ ÔÈÉÎË ÔÈÁÔȩȱ  

This method, consisting of either seriatim or simultaneous exposure to the 

ÐÌÁÉÎÔÉÆÆȭÓ ÁÎÄ ÄÅÆÅÎÄÁÎÔȭÓ ÍÁÒËÓȟ ÉÓ ÅÓÐÅÃÉÁÌÌÙ ÂÅneficial for a plaintiff 

whose mark may not be well-known to the survey respondents.  However, 

some courts have rejected this survey method on the ground that it makes 

ÔÈÅ ÒÅÓÐÏÎÄÅÎÔÓ ȰÁÒÔÉÆÉÃÉÁÌÌÙ Á×ÁÒÅȱ ÏÆ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÍÁÒË ÁÎÄ ÄÏÅÓ ÎÏÔ 

approximate market conditions. See, e.g., Kargo Global, Inc. v. Advance 

Magazine Publishers, Inc., No. 06 Civ. 550, 2007 WL 2258688, at *8 (S.D. N.Y. 

2007). 

¶ 4ÈÅ ȰExxon ÆÏÒÍÁÔȱȢ  )Î Exxon Corp. v. Texas Motor Exchange of Houston, Inc., 

628 F2d 500 (5th Cir. 1980), survey respondents were shown a photograph 

ÏÆ ÏÎÅ ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÓÉÇÎÓ ÂÅÁÒÉÎÇ ÉÔÓ 4ÅØÏÎ ÔÒÁÄÅÍÁÒËȢ  4ÈÅ 

ÒÅÓÐÏÎÄÅÎÔÓ ×ÅÒÅ ÔÈÅÎ ÁÓËÅÄȡ Ȱ7ÈÁÔ ÉÓ ÔÈÅ ÆÉÒÓÔ ÔÈÉÎÇ ÔÈÁÔ ÃÏÍÅÓ ÔÏ ÍÉÎÄ 

×ÈÅÎ ÌÏÏËÉÎÇ ÁÔ ÔÈÉÓ ÓÉÇÎȩȱȟ ÁÎÄ Ȱ7ÈÁÔ ×ÁÓ ÔÈÅÒÅ ÁÂÏÕÔ ÔÈÅ ÓÉÇÎ ÔÈÁÔ ÍÁÄÅ 

you saÙ ÔÈÁÔȩȱ  )Æ ÔÈÅ ÒÅÓÐÏÎÄÅÎÔÓ ÄÉÄ ÎÏÔ ÎÁÍÅ Á ÃÏÍÐÁÎÙ ÉÎ ÒÅÓÐÏÎÓÅ ÔÏ 

ÔÈÅ ÆÉÒÓÔ ÓÅÔ ÏÆ ÑÕÅÓÔÉÏÎÓȟ ÔÈÅÙ ×ÅÒÅ ÔÈÅÎ ÁÓËÅÄȡ Ȱ7ÈÁÔ ÉÓ ÔÈÅ ÆÉÒÓÔ company 

ÔÈÁÔ ÃÏÍÅÓ ÔÏ ÍÉÎÄ ×ÈÅÎ ÙÏÕ ÌÏÏË ÁÔ ÔÈÉÓ ÓÉÇÎȩȱ ɉÅÍÐÈÁÓÉÓ ÉÎ ÏÒÉÇÉÎÁÌ 

ÓÕÒÖÅÙ ÓÃÒÉÐÔɊ ÁÎÄ Ȱ7ÈÁÔ ×ÁÓ ÔÈÅÒÅ ÁÂÏÕÔ Ôhe sign that made you mention 

ɉ#/-0!.9Ɋȩȱ #ÏÕÒÔÓ ÈÁÖÅ ÐÒÏÖÅÎ ÔÏ ÂÅ ÌÅÓÓ ÒÅÃÅÐÔÉÖÅ ÔÏ ÔÈÉÓ Ȱ×ÏÒÄ 

ÁÓÓÏÃÉÁÔÉÏÎȱ ÍÅÔÈÏÄ ÏÆ ÓÕÒÖÅÙÉÎÇ ÆÏÒ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎȢ  See, e.g., Major 

League Baseball Properties v. Sed Non Olet Denarius, Ltd., 817 F. Supp. 1103, 

1122 (SȢ$Ȣ.Ȣ9Ȣ ρωωσɊ ɉȰɍ4ɎÈÅ ÉÓÓÕÅ ÈÅÒÅ ÉÓ ÎÏÔ ×ÈÅÔÈÅÒ ÄÅÆÅÎÄÁÎÔÓͻ ÎÁÍÅ 

ÂÒÉÎÇÓ ÔÏ ÍÉÎÄ ÁÎÙ ÏÔÈÅÒ ÎÁÍÅȣȢ 2ÁÔÈÅÒȟ ÔÈÅ ÉÓÓÕÅ ÈÅÒÅ ÉÓ ÏÎÅ ÏÆ ÁÃÔÕÁÌ 

confusion. Plaintiff's survey questions regarding association are irrelevant 

ÔÏ ÔÈÅ ÉÓÓÕÅ ÏÆ ÁÃÔÕÁÌ ÃÏÎÆÕÓÉÏÎȢȱɊȢ 

In Itamar Simonson, The Effect of Survey Method on Likelihood of Confusion 

Estimates: Conceptual Analyses and Empirical Test, 83 TRADEMARK REP. 364 (1993), 

Simonson compared the results of five methods of surveying for the likelihood of 

confusion, including a simple form of the Eveready format, the Squirt format, and the 

Exxon format.  He found that the Exxon ÆÏÒÍÁÔ ȰÔÅÎÄÓ ÔÏ ÏÖÅÒÅÓÔÉÍÁÔÅ ÔÈÅ ÌÉËÅÌÉÈÏÏÄ 
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ÏÆ ÃÏÎÆÕÓÉÏÎȟ ÏÆÔÅÎ ÂÙ Á ÓÉÇÎÉÆÉÃÁÎÔ ÁÍÏÕÎÔȟȱ id. at 385, and that the Squirt format, as 

ÅØÐÅÃÔÅÄȟ ȰÃÁÎ ÈÁÖÅ Á significant effect on confusion estimates when the awareness 

ÌÅÖÅÌ ÏÆ ÔÈÅ ÓÅÎÉÏÒ ÍÁÒË ÉÓ ÌÏ×Ȣȱ Id. at 386. 

3.  What Percentage of Confusion is Enough? Ȱ&ÉÇÕÒÅÓ ÉÎ ÔÈÅ ÒÁÎÇÅ ÏÆ ςυϷ ÔÏ 

50% have been viewed as solid support for a finding of a likelihood of cÏÎÆÕÓÉÏÎȢȱ 

MCCARTHY § 32:188. Still often cited by plaintiffs with especially weak cases, Jockey 

International, Inc. v. Burkard, No 74 Civ. 123, 1975 WL 21128 (S.D. Cal. 1975), found 

that survey evidence of 11.4 percent supported a likelihood of confusion. But see 

Georgia-Pacific Consumer Product LP v. Myers Supply, Inc., No. 08 Civ. 6086, 2009 WL 

2192721 (W.D. Ark. 2009) (survey evidence of 11.4 percent confusion does not 

support a likelihood of confusion). 

 

4. ȰSponsorship or Affiliation ȱ Confusion 

 

As the surveys at issue in Smith v. Wal-Mart Stores showed, trademark law 

generally recognizes forms of consumer confusion that may best be characterized as 

ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎ ×ÉÔÈ ÒÅÓÐÅÃÔ ÔÏ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ȰÓÐÏÎÓÏÒÓÈÉÐȱ ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÏÒ 

at least some form ÏÆ ȰÁÆÆÉÌÉÁÔÉÏÎȱ ÂÅÔ×ÅÅÎ ÔÈÅ ÐÌÁÉÎÔÉÆÆ ÁÎÄ ÔÈÅ ÄÅÆÅÎÄÁÎÔȢ  4ÈÅ 

language of Lanham Act § 43(a), 15 U.S.C. § 1125(a), lends itself especially to this 

extremely broad notion of consumer confusion.  Recall that § 43(a) applies to both 

registered and unregistered marks: 

(a) Civil action 

(1) Any person who, on or in connection with any goods or 

services, or any container for goods, uses in commerce any word, term, 

name, symbol, or device, or any combination thereof, or any false 

designation of origin, false or misleading description of fact, or false or 

misleading representation of fact, whichɂ 

(A) is likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection, or association of such person 

with another person, or as to the origin, sponsorship, or approval of 

his or her goods, services, or commercial activities by another 

person, or 

(B) in commercial advertising or promotion, misrepresents the 

nature, characteristics, qualities, or geographic origin of his or her or 

another persoÎȭÓ ÇÏÏÄÓȟ ÓÅÒÖÉÃÅÓȟ ÏÒ ÃÏÍÍÅÒÃÉÁÌ ÁÃÔÉÖÉÔÉÅÓȟ 

shall be liable in a civil action by any person who believes that he or she 

is or is likely to be damaged by such act. 
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4ÒÁÄÅÍÁÒË ÓÃÈÏÌÁÒÓ ÈÁÖÅ ÂÅÅÎ ÈÉÇÈÌÙ ÃÒÉÔÉÃÁÌ ÏÆ ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ 

confusion.  Presented below is an excerpt from Mark A. Lemley & Mark McKenna, 

Irrelevant Confusion, 62 STAN. L. REV. 413, 417-422 (2010), which collects some of 

ÔÈÅ ÍÏÓÔ ÅÇÒÅÇÉÏÕÓ ÅØÁÍÐÌÅÓ ÏÆ ÐÌÁÉÎÔÉÆÆÓȭ ÔÈÒÅÁÔÓ ÔÏ ÓÕÅ ÁÎÄ ÏÆ ÃÏÕÒÔÓȭ ÆÉÎÄÉÎÇ ÏÆ 

ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ ÃÏÎÆÕÓÉÏÎȢ  .ÏÔÅ ÔÈÁÔ ÍÁÎÙ ÏÆ ÔÈÅ ÕÎÁÕÔÈÏÒÉÚÅÄ ÕÓÅÓ 

described in the excerpt ÃÏÕÌÄ ÑÕÉÔÅ ÌÉËÅÌÙ ÈÁÖÅ ÑÕÁÌÉÆÉÅÄ ÁÓ ȰÎÏÍÉÎÁÔÉÖÅ ÆÁÉÒ ÕÓÅÓȱȟ Á 

form of trademark fair use that we will address in Part III  on defenses to trademark 

infringement.  Thus the student will have to endure a degree of suspense until we 

ÇÅÔ ÔÈÅÒÅȢ  "ÕÔ ×Å ÃÏÎÓÉÄÅÒ ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ ÃÏÎÆÕÓÉÏÎ ÈÅÒÅ ÂÅÃÁÕÓÅ ÆÒÏÍ 

the perspective of defendants (and from many of those who support free speech), 

defendants should never have to resort to this defense of nominative fair use 

ÂÅÃÁÕÓÅ ÃÏÕÒÔÓ ÓÈÏÕÌÄ ÎÏÔ ÆÉÎÄ ÃÏÎÆÕÓÉÏÎ ÉÎ ÔÈÅ ÆÉÒÓÔ ÐÌÁÃÅ ÏÎ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ ÓÉÄÅ ÏÆ 

the case.   

 

 
 



 

Beebe - Trademark Law: An Open-Source Casebook 

 

Part II    86 
 

 

This work is licensed under the Creative Commons Attribution-NonCommercial-ShareAlike 4.0 International License. 

 To view a copy of this license, visit http://creativecommons.org/li censes/by-nc-sa/4.0/ .  V2.0/ 2015-07-20 

From Mark A. Lemley & Mark McKenna, Irrelevant Confusion , 62 STAN. L. REV. 

413, 417-422 (2010)  

 

)Î ςππφȟ ÂÁÃË ×ÈÅÎ ÉÔ ×ÁÓ ÇÏÏÄȟ ."#ȭÓ ÈÉÔ ÓÈÏ× Heroes depicted an 

indestructible cheerleader sticking her hand down a kitchen garbage disposal and 

mangling it (the hand quickly regenerated). It was an Insinkerator brand garbage 

disposal, though you might have had to watch the show in slow motion to notice; the 

brand name was visible for only a couple of seconds. Emerson Electric, owner of the 

Insinkerator brand, sued NBC, alleging the depiction of its product in an unsavory 

light was both an act of trademark dilution and was likely to cause consumers to 

believe Emerson had permitted the use. NBC denied any wrongdoing, but it 

obscured the Insinkerator name when it released the DVD and Web versions of the 

episode.1 And not just television shows but also movies have provoked the ire of 

trademark owners: Caterpillar sued the makers of the movie Tarzan on the theory 

that the use of Caterpillar tractors in the movie to bulldoze the forest would cause 

consumers to think Caterpillar was actually anti-environment,2 and the makers of 

Dickie Roberts: Former Child Star were sued for trademark infringement for 

ÓÕÇÇÅÓÔÉÎÇ ÔÈÁÔ ÔÈÅ ÓÔÁÒ ÏÆ ÔÈÅ ÁÂÓÕÒÄÉÓÔ ÃÏÍÅÄÙ ×ÁÓ ÉÎÊÕÒÅÄ ÉÎ Á 3ÌÉÐ Ȭ. 3ÌÉde 

accident.3 %ÖÅÎ ÍÕÓÅÕÍÓ ÁÒÅÎȭÔ ÉÍÍÕÎÅȡ 0ÅÚ ÒÅÃÅÎÔÌÙ ÓÕÅÄ ÔÈÅ -ÕÓÅÕÍ ÏÆ 0ÅÚ 

Memorabilia for displaying an eight-ÆÏÏÔ 0ÅÚ ÄÉÓÐÅÎÓÅÒ ÐÒÏÄÕÃÅÄ ÂÙ ÔÈÅ ÍÕÓÅÕÍȭÓ 

owners.4 And forget about using kazoos on your duck tours: Ride the Ducks, a tour 

company in San Francisco that gives out duck-call kazoos to clients on its ducks, 

sued Bay Quackers, a competing duck tour company that also facilitated quacking by 

its clients.5 

                                                             
1 See Paul R. La Monica, ."# 3ÕÅÄ ÏÖÅÒ Ȭ(ÅÒÏÅÓȭ 3ÃÅÎÅ ÂÙ 'ÁÒÂÁÇÅ $ÉÓÐÏÓÁÌ 

Maker, CNNMoney.com, Oct. 17, 2006, http:// 

money.cnn.com/2006/10/17/commentary/m ediabiz/index.htm. 
2 Caterpillar Inc. v. Walt Disney Co., 287 F. Supp. 2d 913, 917 (C.D. Ill. 2003) 
3 Wham-O, Inc. v. Paramount Pictures Corp., 286 F. Supp. 2d 1254, 1255-58 

(N.D. Cal. 2003). 
4 Museum Faces Legal Battle over Giant Pez Dispenser, KTVU.com, July 1, 2009, 

http://www.ktvu.com/print/19911637/detail.html. The museum was originally 

called the Pez Museum, but the owners changed the name in response to a previous 

objection from Pez. 
5 Jesse McKinley, A Quacking Kazoo Sets Off a Squabble, N.Y. TIMES, June 3, 2009, 

at A16. Ducks are open-air amphibious vehicles that can be driven on streets and 

operated in the water. 
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Most of these examples involve threats of suit, and they could be dismissed 

simply as overreaching by a few aggressive trademark owners. But these threats 

×ÅÒÅ ÎÏÔ ÉÓÏÌÁÔÅÄ ÉÎÃÉÄÅÎÔÓȟ ÁÎÄ ÔÈÅÙ ÓÈÏÕÌÄÎȭÔ ÂÅ ÑÕÉÃËÌÙ ÉÇÎÏÒÅÄȢ 4ÈÅ ÒÅÃÉÐÉÅÎÔÓ ÏÆ 

all of these threats, like many others who receive similar objections,6 knew well that 

they had to take the asserted claims seriously because courts have sometimes been 

persuaded to shut down very similar uses. In 1998, for instance, New Line 

Productions was set to release a comedy about a beauty pageant that took place at a 

farm-related fair in Minnesota. New Line called the movie Dairy Queens but was 

forced to change the name to Drop Dead Gorgeous after the franchisor of Dairy 

Queen restaurants obtained a preliminary injunction.7 The owners of a restaurant 

ÃÁÌÌÅÄ ÔÈÅ Ȱ6ÅÌÖÅÔ %ÌÖÉÓȱ ×ÅÒÅ ÆÏÒÃÅÄ ÔÏ ÃÈÁÎÇÅ ÉÔÓ ÎÁÍe after the estate of Elvis 

Presley sued for trademark infringement.8 A humor magazine called Snicker was 

ÆÏÒÃÅÄ ÔÏ ÐÕÌÌ Á ÐÁÒÏÄÙ ȰÁÄȱ ÆÏÒ Á ÍÙÔÈÉÃÁÌ ÐÒÏÄÕÃÔ ÃÁÌÌÅÄ Ȱ-ÉÃÈÅÌÏÂ /ÉÌÙȟȱ ÎÏÔ 

                                                             
6 The Chilling Effects Clearinghouse collects letters from trademark owners that 

make aggressive assertions of trademark (and other intellectual property) rights. 

See Chilling Effects Clearinghouse, http:// www.chillingeffects.org (last visited Sept. 

9, 2009). As of February 25, 2009, the Chilling Effects database contained 378 such 

letters. Among the many specious objections are an objection from the National 

0ÏÒË "ÏÁÒÄ ɉÏ×ÎÅÒ ÏÆ ÔÈÅ ÔÒÁÄÅÍÁÒË Ȱ4(% /4(%2 7()4% -%!4ȱɊ ÔÏ ÔÈÅ ÏÐÅÒÁÔÏÒ 

ÏÆ Á ÂÒÅÁÓÔÆÅÅÄÉÎÇ ÁÄÖÏÃÁÃÙ ÓÉÔÅ ÃÁÌÌÅÄ Ȱ4ÈÅ ,ÁÃÔÉÖÉÓÔȱ ÆÏÒ ÓÅÌÌÉÎÇ 4-shirts with the 

ÓÌÏÇÁÎ Ȱ4ÈÅ /ÔÈÅÒ 7ÈÉÔÅ -ÉÌËȟȱ Pork Board Has a Cow over Slogan Parody, Chilling 

Effects Clearinghouse, Jan. 30, 2007, http:// 

www.chillingeffects.org/trademark/notice.cgi?NoticeID=6418; from Kellogg to the 

ÒÅÇÉÓÔÒÁÎÔ ÏÆ ÔÈÅ ÄÏÍÁÉÎ ÎÁÍÅ ȰÅÖÉÌÐÏÐÔÁÒÔÓȢÃÏÍȟȱ Kelloggs Poops on 

Evilpoptarts.com, Chilling Effects Clearinghouse, June 5, 2006, http:// 

www.chillingeffects.org/acpa/notice.cgi?NoticeID=4377; from Nextel to the 

ÒÅÇÉÓÔÒÁÎÔÓ ÏÆ ÔÈÅ ÄÏÍÁÉÎ ÎÁÍÅ ȰÎÅØÔÐÉÍÐȢÃÏÍȟȱ .ÅØÔÅÌ 3ÁÙÓ Ȱ$ÏÎȭÔ 0ÉÍÐ -Ù -ÁÒËȱ, 

Chilling Effects Clearinghouse, June 22, 2005, http:// 

www.chillingeffects.org/acpa/ notice.cgi?NoticeID=2322; and from the owners of 

ÔÈÅ -ÁÒÃÏ "ÅÁÃÈ /ÃÅÁÎ 2ÅÓÏÒÔ ÔÏ ÔÈÅ ÏÐÅÒÁÔÏÒÓ ÏÆ ȰÕÒÉÎÁÌȢÎÅÔȟȱ Á ×ÅÂÓÉÔÅ ÔÈÁÔ 

collects pictures of urinals in various public places, for depicting urinals at the 

Resort and identifying them as such, Mark Owner Pissed About Urinals, Chilling 

Effects Clearinghouse, Jan. 4, 2005, http:// 

www.chillingeffects.org/trademark/notice.cgi?NoticeID=1576. 
7 Am. Dairy Queen Corp. v. New Line Prods., Inc., 35 F. Supp. 2d 727, 728 (D. 

Minn. 1998). 
8 Elvis Presley Enters., Inc. v. Capece, 141 F.3d 188 (5th Cir. 1998) 
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because people thought Michelob was actually selling such a beer (only six percent 

did9), but because a majority of consumers surveyed thought that the magazine 

needed to receive permission from Anheuser-Busch to run the ad.10 And Snicker 

might face more trouble than that; another court enjoined a furniture delivery 

company from painting its truck to look like a famous candy bar.11 

 The Mutual of Omaha Insurance Company persuaded a court to stop Franklyn 

Novak from selling T-ÓÈÉÒÔÓ ÁÎÄ ÏÔÈÅÒ ÍÅÒÃÈÁÎÄÉÓÅ ÂÅÁÒÉÎÇ ÔÈÅ ÐÈÒÁÓÅ Ȱ-ÕÔÁÎÔ ÏÆ 

/ÍÁÈÁȱ ÁÎÄ ÄÅÐÉÃÔÉÎÇ Á ÓÉÄÅ ÖÉÅ× ÏÆ Á ÆÅÁÔÈÅÒ-bonneted, emaciated human head.12  

.Ï ÏÎÅ ×ÈÏ ÓÁ× .ÏÖÁËȭÓ ÓÈÉÒÔÓ ÒÅÁÓÏÎÁÂÌÙ ÃÏÕÌÄ ÈÁÖÅ ÂÅÌÉÅÖÅÄ -ÕÔÕÁÌ ÏÆ /ÍÁÈÁ 

sold the T-shirts, but the court was impressed by evidence that approximately ten 

percent of all the persons surveyed thought that Mutual of OmaÈÁ Ȱɍ×ÅÎÔɎ ÁÌÏÎÇȱ 

×ÉÔÈ .ÏÖÁËȭÓ ÐÒÏÄÕÃÔÓȢ13 The creators of Godzilla successfully prevented the author 

of a book about Godzilla from titling the book Godzilla, despite clear indications on 

both the front and back covers that the book was not authorized by the creators.14 

The Heisman Trophy Trust prevented a T-shirt company called Smack Apparel 

from selling T-shirts that used variations of the word HEISMAN, such as 

Ȱ(%Ȣ)3ȢÔÈÅȢ-!.ȟȱ ÔÏ ÐÒÏÍÏÔÅ ÐÁÒÔÉÃÕÌÁÒ ÐÌÁÙÅÒÓ ÆÏÒ ÔÈÅ (ÅÉÓÍÁÎ 4ÒÏÐÈÙ.15 This was 

not Smack AppareÌȭÓ ÆÉÒÓÔ ÔÒÁÄÅÍÁÒË ÌÅÓÓÏÎȡ Á ÃÏÕÒÔ ÐÒÅÖÉÏÕÓÌÙ ÏÒÄÅÒÅÄ ÉÔ ÔÏ ÓÔÏÐ 

                                                             
9 Anheuser-"ÕÓÃÈȟ )ÎÃȢ ÖȢ "ÁÌÄÕÃÃÉ 0ÕÂÌȭÎÓȟ ςψ &ȢσÄ χφωȟ χχς-73 (8th Cir. 1994). 

That any consumers were confused was remarkable, and perhaps a statement about 

the reliability of consumer confusion surveys rather than the stupidity of 6% of the 

population. 
10 Id. 
11 Hershey Co. v. Art Van Furniture, Inc., No. 08-14463, 2008 WL 4724756 (E.D. 

-ÉÃÈȢ /ÃÔȢ ςτȟ ςππψɊȢ (ÅÒÓÈÅÙ ÈÁÓ ÁÌÓÏ ÓÕÅÄ 2ÅÅÓÅȭÓ .ÕÒÓÅÒÙȢ #ÏÍÐÌÁÉÎÔ ÁÔ ρȟ 

(ÅÒÓÈÅÙ #ÈÏÃÏÌÁÔÅ Ǫ #ÏÎÆÅÃÔÉÏÎÅÒÙ #ÏÒÐȢ ÖȢ 2ÅÅÓÅȭÓ Nursery and Landscaping, No. 

3:09-CV-00017-JPB (N.D. W. Va. Mar. 19, 2009). 
12 Mutual of Omaha Ins. Co. v. Novak, 836 F.2d 397, 397 (8th Cir. 1987). 
13 Id. at 400. 
14 See Toho Co. v. William Morrow & Co., 33 F. Supp. 2d 1206, 1206, 1212 (C.D. 

Cal. 1998). 
15 Heisman Trophy Trust v. Smack Apparel Co., No. 08 Civ. 9153(VM), 2009 WL 

2170352, at *5 (S.D.N.Y. July 17, 2009). Smack Apparel produced several such T-

ÓÈÉÒÔÓȟ ÉÎÃÌÕÄÉÎÇ ÏÎÅ ÔÈÁÔ ÓÕÂÓÔÉÔÕÔÅÄ ÔÈÅ ÎÕÍÂÅÒ ρυ ÆÏÒ Ȱ)3ȱ ÉÎ ÔÈÅ ×ÏÒÄ (%)3-!. 

and was printed in the colors of the University of Florida, clearly to promote Florida 

ÑÕÁÒÔÅÒÂÁÃË 4ÉÍ 4ÅÂÏ×ȭÓ ÃÁÎÄÉÄÁÃÙȢ See Smack Apparel Lawsuit, LSU Tiger Tailer 

Newsletter (LSU Trademark Licensing, Baton Rouge, La.), Jan. 30, 2009, at 6. 
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selling T-shirts that used university colors and made oblique references to those 

ÕÎÉÖÅÒÓÉÔÉÅÓȭ ÆÏÏÔÂÁÌÌ ÔÅÁÍÓ ÂÅÃÁÕÓÅ ÔÈÅ ÃÏÕÒÔ ÂÅÌÉÅÖÅÄ ÔÈÅ ÄÅÓÉÇÎÓ ÃÒÅÁÔÅÄ ȰÁ ÌÉÎË ÉÎ 

ÔÈÅ ÃÏÎÓÕÍÅÒȭÓ ÍÉÎÄ Âetween the T-ÓÈÉÒÔÓ ÁÎÄ ÔÈÅ 5ÎÉÖÅÒÓÉÔÉÅÓȱ ÁÎÄ ÄÅÍÏÎÓÔÒÁÔÅÄ 

ÔÈÁÔ 3ÍÁÃË !ÐÐÁÒÅÌ ȰÉÎÔÅÎɍÄÅÄɎ ÔÏ ÄÉÒÅÃÔÌÙ ÐÒÏÆÉÔ ɍÆÒÏÍ ÔÈÁÔ ÌÉÎËɎȢȱ16 Respect 

3ÐÏÒÔÓ×ÅÁÒ ×ÁÓ ÄÅÎÉÅÄ ÒÅÇÉÓÔÒÁÔÉÏÎ ÏÆ Ȱ2!4%$ 2 30/2437%!2ȱ ÆÏÒ ÍÅÎȭÓ ÁÎÄ 

×ÏÍÅÎȭÓ ÃÌÏÔÈÉÎÇ ÏÎ ÔÈÅ ÇÒÏÕÎÄ ÔÈÁÔ ÃÏÎÓÕÍÅÒÓ would be confused into thinking 

the Motion Picture Association of America sponsored the clothes.17 A street 

musician who plays guitar in New York while (nearly) naked was permitted to 

pursue his claim against Mars on the theory consumers would assume he sponsored 

M&Ms candies, since Mars advertised M&Ms with a (naked) blue M&M playing a 

guitar.18 A legitimate reseller of dietary supplements lost its motion for summary 

ÊÕÄÇÍÅÎÔ ÉÎ Á ÓÕÉÔ ÂÙ ÔÈÅ ÓÕÐÐÌÅÍÅÎÔÓȭ ÂÒÁÎÄ Ï×ÎÅÒ ÂÅÃÁÕÓÅ ÔÈÅ ÃÏÕÒÔ ÃÏÎÃÌÕÄÅÄ 

the reseller might have confused consumers into thinking it was affiliated with the 

brand owner when it purchased ad space on Google and truthfully advertised the 

availability of the supplements.19 Amoco persuaded a court that consumers might 

believe it sponsored Rainbo× 3ÎÏ×ȭÓ ÓÎÏ-ÃÏÎÅÓȟ ÍÏÓÔÌÙ ÂÅÃÁÕÓÅ 2ÁÉÎÂÏ× 3ÎÏ×ȭÓ 

ÓÈÏÐÓ ×ÅÒÅ ÌÏÃÁÔÅÄ ÉÎ ÔÈÅ ÓÁÍÅ ÁÒÅÁ ÁÓ ÓÏÍÅ ÏÆ !ÍÏÃÏȭÓ 2ÁÉÎÂÏ ÇÁÓ ÓÔÁÔÉÏÎÓȢ20 The 

National Football League successfully sued the state of Delaware for running a 

lottery based on point spreads in NFL games, even though the Lottery never used 

the NFL name or any of its marks for the purpose of identifying or advertising its 

                                                             
16 Bd. of Supervisors for La. State Univ. Agric. & Mech. Coll. v. Smack Apparel Co., 

550 F.3d 465, 484 (5th Cir. 2008). 
17 -ÏÔÉÏÎ 0ÉÃÔÕÒÅ !ÓÓȭÎ ÏÆ !ÍȢ )ÎÃȢ ÖȢ 2ÅÓÐÅÃÔ 3ÐÏÒÔÓ×ÅÁÒ )ÎÃȢȟ ψσ 5Ȣ3Ȣ0Ȣ1ȢςÄ 

(BNA) 1555, 1564 (T.T.A.B. 2007). 
18 Burck v. Mars, Inc., 571 F. Supp. 2d 446 (S.D.N.Y. 2008) (deÎÙÉÎÇ -ÁÒÓȭ 

ÍÏÔÉÏÎ ÔÏ ÄÉÓÍÉÓÓ ÐÌÁÉÎÔÉÆÆȭÓ ÆÁÌÓÅ ÅÎÄÏÒÓÅÍÅÎÔ ÃÌÁÉÍɊȢ 
19 Standard Process, Inc. v. Total Health Discount, Inc., 559 F. Supp. 2d 932, 941 

(E.D. Wis. 2008). 
20 Amoco Oil Co. v. Rainbow Snow, 748 F.2d 556, 559 (10th Cir. 1984). Rainbow 

Snow sold its snow cones from fourteen round, ten-by-six-foot booths, which were 

blue with a 180-degree, red-orange-yellow-green rainbow appearing on the upper 

ÈÁÌÆ ÏÆ ÔÈÅ ÆÁÃÅ ÏÆ ÔÈÅ ÂÏÏÔÈ ÁÎÄ ÐÒÏÍÉÎÅÎÔÌÙ ÄÉÓÐÌÁÙÅÄ ÔÈÅ ÎÁÍÅ Ȱ2ÁÉÎÂÏ× 3ÎÏ×ȱ ÉÎ 

white letters below the ÒÁÉÎÂÏ×Ȣ )ÄȢ ÁÔ υυχȢ 3ÉÇÎÓ ÁÔ !ÍÏÃÏȭÓ 2ÁÉÎÂÏ ÇÁÓ ÓÔÁÔÉÏÎÓ 

ÄÉÓÐÌÁÙÅÄ ÔÈÅ ×ÏÒÄ Ȱ2ÁÉÎÂÏȱ ÉÎ ×ÈÉÔÅȟ ×ÉÔÈ ÔÈÅ ×ÏÒÄ ÁÐÐÅÁÒÉÎÇ ÁÇÁÉÎÓÔ Á ÂÌÁÃË 

background and below a red-orange-yellow-blue truncated rainbow logo. Id. 
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games.21 4ÈÅ ÃÏÕÒÔ ×ÁÓ ÐÅÒÓÕÁÄÅÄ ÔÈÁÔ ÔÈÅ ÂÅÔÔÉÎÇ ÃÁÒÄÓȭ ÒÅÆÅÒÅÎÃÅÓ ÔÏ .&, ÆÏÏÔÂÁÌÌ 

games by the names of the cities whose teams were playing might cause consumers 

to believe the NFL sponsored the lottery game.22 And the owners of a Texas golf 

course that replicated famous golf holes from around the world were forced to 

change their course because one of the holes was, in the view of the Fifth Circuit, too 

similar to the corresponding South Carolina golf hole it mimicked.23 

Whatever fraction of the total universe of trademark cases these cases 

constitute, there are enough of them that recipients of cease and desist letters from 

mark owners have to take the objections seriously. Indeed many simply cave in and 

change their practices rather than face the uncertainty of a lawsuit. The producers 

of the TV show Felicity changed the name of the university attended by characters 

on the show after New York University, the school originally referenced, objected to 

the depiction of those students as sexually active.24 The producers of a movie 

originally titled Stealing Stanford changed the title of their movie after Stanford 

                                                             
21 NFL v. Governor of Del., 435 F. Supp. 1372, 1376, 1380-81 (D. Del. 1977). The 

ÌÏÔÔÅÒÙ ÇÁÍÅ ×ÁÓ ÃÁÌÌÅÄ Ȱ3ÃÏÒÅÂÏÁÒÄȱ ÁÎÄ ÔÈÅ ÉÎÄÉÖÉÄÕÁÌ ÇÁÍÅÓ ×ÅÒÅ ÉÄÅÎÔÉÆÉÅÄ ÁÓ 

Ȱ&ÏÏÔÂÁÌÌ "ÏÎÕÓȟȱ Ȱ4ÏÕÃÈÄÏ×Îȟȱ ÁÎÄ Ȱ4ÏÕÃÈÄÏ×Î ))Ȣȱ Id. at 1380. 
22 The cards on which the customers of the Delaware Lottery marked their 

bettiÎÇ ÃÈÏÉÃÅÓ ÉÄÅÎÔÉÆÉÅÄ ÔÈÅ ÎÅØÔ ×ÅÅËȭÓ .&, ÆÏÏÔÂÁÌÌ ÇÁÍÅÓ ÂÙ ÔÈÅ ÎÁÍÅÓ ÏÆ ÔÈÅ 

cities whose NFL teams were scheduled to compete against each other (e.g., 

Washington v. Baltimore). Id. The parties stipulated that, in the context in which 

they appeared, these geographic names were intended to refer to, and consumers 

understood them to refer to, particular NFL football teams. Id. This was enough for 

ÔÈÅ ÃÏÕÒÔ ÔÏ ÆÉÎÄ ÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎ ÃÏÎÆÕÓÉÏÎ ÂÅÃÁÕÓÅȟ ȰɍÁɎÐÐÁÒÅÎÔÌÙȟ ÉÎ ÔÈÉÓ 

day and age when professional sports teams franchise pennants, teeshirts, helmets, 

drinking glasses and a wide range of other products, a substantial number of people 

believe, if not told otherwise, that one cannot conduct an enterprise of this kind 

×ÉÔÈÏÕÔ .&, ÁÐÐÒÏÖÁÌȢȱ Id. at 1381. The court therefore entered a limited injunction 

ȰÒÅÑÕÉÒÉÎÇ ÔÈÅ ,ÏÔÔÅÒÙ $ÉÒÅÃÔÏÒ ÔÏ ÉÎÃÌÕÄÅ ÏÎ 3ÃÏÒÅÂÏÁÒÄ ÔÉÃËÅÔÓȟ ÁÄÖÅÒÔÉÓÉÎÇ ÁÎÄ ÁÎÙ 

other materials prepared for public distribution a clear and conspicuous statement 

that Scoreboard [was] not associated with or authorized by the National Football 

,ÅÁÇÕÅȢȱ Id. 
23 Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 526 (5th Cir. 1998). 
24 Sara Lipka, PG-13? Not This College. Or That One. Or ..., CHRON. HIGHER EDUC., 

June 26, 2009, at 1; William McGeveran, Trademarks, Movies, and the Clearance 

Culture, Info/Law, July 2, 2009, http:// 

blogs.law.harvard.edu/infolaw/2009/07/02/tm -movie-clearance/. 
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5ÎÉÖÅÒÓÉÔÙ ÏÂÊÅÃÔÅÄ ÔÏ ÔÈÅ ÍÏÖÉÅȭÓ storyline, which centered on a student who stole 

money to pay tuition.25 )ÔȭÓ ÐÏÓÓÉÂÌÅ ÔÈÁÔ ÔÈÅ ÐÒÏÄÕÃÅÒÓ ÏÆ ÔÈÅ ÓÈÏ× ÁÎÄ ÔÈÅ ÍÏÖÉÅ 

×ÏÕÌÄ ÈÁÖÅ ÈÁÄ ÌÅÇÉÔÉÍÁÔÅ ÄÅÆÅÎÓÅÓ ÈÁÄ ÔÈÅÙ ÄÅÃÉÄÅÄ ÔÏ ÕÓÅ ÔÈÅ ÒÅÁÌ ÕÎÉÖÅÒÓÉÔÉÅÓȭ 

names despite the objections, but in light of the case law outlined above, neither was 

willing to defend its right to refer to real places in their fictional storylines.26 And 

anecdotes like these are becoming depressingly common. Production of the film 

Moneyballȟ ×ÈÉÃÈ ×ÁÓ ÂÁÓÅÄ ÏÎ -ÉÃÈÁÅÌ ,Å×ÉÓȭÓ best-selling profile of Oakland 

Athletics General Manager Billy Beane, was halted just days before shooting was set 

ÔÏ ÂÅÇÉÎ ÉÎ ÐÁÒÔ ÂÅÃÁÕÓÅ -ÁÊÏÒ ,ÅÁÇÕÅ "ÁÓÅÂÁÌÌ ÄÉÓÁÐÐÒÏÖÅÄ ÏÆ ÔÈÅ ÓÃÒÉÐÔȭÓ ÄÅÐÉÃÔÉÏÎ 

of baseball and therefore objected to use of its trademarks in the film.27 Apparently 

Major League Baseball believes it can control the content of any film that refers to 

real baseball teams. 

What unifies all the cases that have given these creators such pause is that 

courts found actionable confusion notwithstÁÎÄÉÎÇ ÔÈÅ ÆÁÃÔ ÔÈÁÔ ÃÏÎÓÕÍÅÒÓ ÃÏÕÌÄÎȭÔ 

ÐÏÓÓÉÂÌÙ ÈÁÖÅ ÂÅÅÎ ÃÏÎÆÕÓÅÄ ÁÂÏÕÔ ÔÈÅ ÁÃÔÕÁÌ ÓÏÕÒÃÅ ÏÆ ÔÈÅ ÄÅÆÅÎÄÁÎÔÓȭ ÐÒÏÄÕÃÔÓȣȢ 

 

---------------------------------------------------- 

Though many of the examples provided in the Lemley & McKenna excerpt 

evidence severe overreach by trademark owners, there are of course 

counterexamples in which most would agree that trademark owners should have 

every right to seek to prevent association or affiliation confusion.  For example, 

consumers might care strongly about whether a company is truthfully declaring 

itself to be an Ȱ/ÆÆÉÃÉÁÌ 3ÐÏÎÓÏÒ ÏÆ ÔÈÅ 5Ȣ3Ȣ /ÌÙÍÐÉÃ 4ÅÁÍȱ ÏÒ an Ȱ/ÆÆÉÃÉÁÌ 3ÐÏÎÓÏÒ ÏÆ 

ÔÈÅ 5ÎÉÔÅÄ 3ÔÁÔÅÓ 7ÏÍÅÎȭÓ .ÁÔÉÏÎÁÌ 4ÅÁÍȱ. 

In the following case, Board of Supervisors for Louisiana State University 

Agricultural & Mechanical College v. Smack Apparel Co., 550 F.3d 465 (5th Cir. 2008), 

parts of which were excerpted in Part I.A.1.b, the Fifth Circuit addressed the 

argument that consumers do not care if the merchandise they purchase is 

                                                             
25 McGeveran, supra. Apparently Harvard was less troubled about a student 

being depicted as having stolen money to pay its tuition: the movie was retitled 

Stealing Harvard. 
26 See also Vince Horiuchi, ("/ $ÉÓÐÕÔÅÓ 4ÒÁÄÅÍÁÒË )ÎÆÒÉÎÇÅÍÅÎÔ ÉÎ Ȭ"ÉÇ ,ÏÖÅȟȭ 

SALT LAKE TRIB., July 8, 2009 (discussing a lawsuit filed by the University of Utah 

over the three-second depiction of a fictional research report bearing the University 

of Utah logo). 
27 Michael Cieply, Despite Big Names, Prestige Film Falls Through, N.Y. TIMES, July 

2, 2009, at B1. 
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authorized. The plaintiffs Louisiana State University, the University of Oklahoma, 

Ohio State University, the University of Southern California, and Collegiate Licensing 

Company (the official licensing agent for the universities) brought suit against 

defendant Smack Apparel for its unauthorized sale of apparel bearing the 

ÕÎÉÖÅÒÓÉÔÉÅÓȭ ÃÏÌÏÒÓ ÁÎÄ ÖÁÒÉÏÕÓ ÐÒÉÎÔÅÄ ÍÅÓÓÁÇÅÓ ÁÓÓÏÃÉÁÔÅÄ ×ÉÔÈ ÔÈÅ ÕÎÉÖÅÒÓÉÔÉÅÓ 

ɉÂÕÔ ÎÏÔ ÂÅÁÒÉÎÇ ÔÈÅ ÕÎÉÖÅÒÓÉÔÉÅÓȭ ÎÁÍÅÓ ÏÒ ÍÁÓÃÏÔÓɊȢ  The Eastern District of 

,ÏÕÉÓÉÁÎÁ ÇÒÁÎÔÅÄ ÔÈÅ ÐÌÁÉÎÔÉÆÆÓȭ ÍÏÔÉÏÎ ÆÏÒ ÓÕÍÍÁÒÙ ÊÕÄÇÍÅÎt on the issue of 

trademark infringement.  The Fifth Circuit affirmed.  Excerpted here is the Fifth 

#ÉÒÃÕÉÔȭÓ ÄÉÓÃÕÓÓÉÏÎ ÏÆ consumerÓȭ preference, in certain situations, for authorized 

merchandise. 

 

Board of Supervisors for Louisiana State University Agric ultural & Mechanical 

College v. Smack Apparel Co. 

550 F.3d 465, 484-485 (5th Cir. 2008)  

 

REAVLEY, Circuit Judge: 

ȣ 

[1] Smack contends that there is no evidence that consumers care one way or 

the other whether t-shirts purchased for wear at a football game are officially 

licensed and that, absent evidence that consumers prefer licensed merchandise, it 

was error for the district court to conclude there was a likelihood of confusion. 

Smack relies in part on our decision in Supreme Assembly, Order of Rainbow for Girls 

v. J.H. Ray Jewelry Company, 676 F.2d 1079 (5th Cir.1982).The context of that case is 

different from the instant case.  

[2] In Rainbow for Girls, a fraternal organization and its official jeweler sued a 

ÒÅÔÁÉÌÅÒ ÆÏÒ ÔÒÁÄÅÍÁÒË ÉÎÆÒÉÎÇÅÍÅÎÔ ÂÁÓÅÄ ÏÎ ÔÈÅ ÒÅÔÁÉÌÅÒȭÓ ÓÁÌÅ ÏÆ ÊÅ×ÅÌÒÙ ÂÅÁÒÉÎÇ 

ÔÈÅ ÏÒÇÁÎÉÚÁÔÉÏÎȭÓ ÒÅÇÉÓÔÅÒÅÄ ÍÁÒËȢ 0ÕÒÃÈÁÓÅÒÓ ÉÎ ÔÈÅ ÆÒÁÔÅÒÎÁÌ-organization jewelry 

market bought jewelry to show membership and status in the organization. Id. at 

1084.  7Å ÕÐÈÅÌÄ ÔÈÅ ÄÉÓÔÒÉÃÔ ÃÏÕÒÔȭÓ ÆÉÎÄÉÎÇ ÏÆ ÎÏ ÌÉËÅÌÉÈÏÏÄ ÏÆ ÃÏÎÆÕÓÉÏÎȟ 

ÃÏÎÃÌÕÄÉÎÇ ÔÈÁÔ ȰɍÔɎÈÅ ÆÁÃÔ ÔÈÁÔ ÐÕÒÃÈÁÓÅÒÓ ÐÕÒÃÈÁÓÅÄ 2ÁÉÎÂÏ× ÊÅ×ÅÌÒÙ ÁÓ Á ÄÉÒÅÃÔ 

result of the presence of the Rainbow emblem does not compel the conclusion that 

they did so believing that the jewelry was in any way endorsed, sponsored, 

approved or otherwise associated with Rainbow, ÇÉÖÅÎ ÔÈÅ ÃÏÕÒÔȭÓ ÆÉÎÄÉÎÇÓȢȱ Id. 

(emphasis added).  The district court had held that there was no historic custom or 

practice specific to Rainbow jewelry or to the fraternal jewelry industry that 

2ÁÉÎÂÏ× ÊÅ×ÅÌÒÙ ÃÏÕÌÄ ÂÅ ÍÁÎÕÆÁÃÔÕÒÅÄ ÏÎÌÙ ×ÉÔÈ 2ÁÉÎÂÏ×ȭÓ ÓÐÏÎÓÏÒÓÈÉÐ ÏÒ 

approval. Id. at 1083. Instead, the court noted that fraternal organizations exercised 

little control over the manufacture of jewelry bearing their emblems. Id. 
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&ÕÒÔÈÅÒÍÏÒÅȟ ÔÈÅ ÃÏÕÒÔ ÈÁÄ ÈÅÌÄ ÔÈÁÔ ÂÅÃÁÕÓÅ 2ÁÉÎÂÏ×ȭÓ ȰÏÆÆÉÃÉÁÌ ÊÅ×ÅÌÅÒȱ ×ÁÓ ÉÔÓÅÌÆ 

well-advertised and used its own distinctive mark on the jewelry, any jewelry 

without  that distinctive mark could not cause confusion. Id. We noted that the 

ÄÉÓÔÒÉÃÔ ÃÏÕÒÔȭÓ ÆÉÎÄÉÎÇÓ ÄÉÓÔÉÎÇÕÉÓÈÅÄ ÔÈÅ ÃÁÓÅ ÆÒÏÍ ÏÕÒ ÄÅÃÉÓÉÏÎ ÉÎ Boston 

Professional Hockey Association v. Dallas Cap & Emblem Manufacturing. Id. 

[3] In Boston Hockey, ×Å ÈÅÌÄ ÔÈÁÔ ÔÈÅ ÄÅÆÅÎÄÁÎÔ ÉÎÆÒÉÎÇÅÄ ÔÈÅ ÐÌÁÉÎÔÉÆÆȭÓ 

trademark rights by selling embroidered patches containing the emblems of 

professional hockey teams. 510 F.2d 1004 (5th Cir.1975). There, the emblems were 

solÄ ÆÏÒ ÕÓÅ ÂÙ ÔÈÅ ÐÕÂÌÉÃ ÔÏ ÓÈÏ× ȰÁÌÌÅÇÉÁÎÃÅ ÔÏ ÏÒ ÉÄÅÎÔÉÆÉÃÁÔÉÏÎ ×ÉÔÈ ÔÈÅ ÔÅÁÍÓȢȱ  Id. 

at 1011. We held that the likelihood of confusion requirement was met because the 

ÄÅÆÅÎÄÁÎÔ ÄÕÐÌÉÃÁÔÅÄ ÁÎÄ ÓÏÌÄ ÔÈÅ ÅÍÂÌÅÍÓ ȰËÎÏ×ÉÎÇ ÔÈÁÔ ÔÈÅ ÐÕÂÌÉÃ ×ÏÕÌÄ ÉÄÅÎÔÉÆÙ 

them ÁÓ ÂÅÉÎÇ ÔÈÅ ÔÅÁÍÓȭ ÔÒÁÄÅÍÁÒËÓȱ ÁÎÄ ÂÅÃÁÕÓÅ ÔÈÅ ÐÕÂÌÉÃȭÓ ȰÃÅÒÔÁÉÎ ËÎÏ×ÌÅÄÇÅ 

... that the source and origin of the trademark symbols were in plaintiffs satisfies the 

ÒÅÑÕÉÒÅÍÅÎÔÓ ÏÆ ÔÈÅ ÁÃÔȢȱ Id. at 1012. 

[4] Subsequently, in Kentucky Fried Chicken Corporation v. Diversified Packaging 

Corporation, we recognized that Boston Hockey might be read to dispose of the 

confusion issue when buyers undoubtedly know that the plaintiff is the source and 

origin of a mark. 549 F.2d 368, 389 (5th Cir.1977). We reiterated that a showing of 

likelihood of confusion was still required. Id. But we noted that the circumstances in 

Boston Hockey supported the likelihood of confusion there insofar as the sale of 

ÐÒÏÄÕÃÔÓ ȰÕÎÉÖÅÒÓÁÌÌÙ ÁÓÓÏÃÉÁÔÅÄȱ ×ÉÔÈ ÔÈÅ ÈÏÃËÅÙ ÔÅÁÍ ȰÓÕÐÐÏÒÔÅÄ ÔÈÅ ÉÎÅÓÃÁÐÁÂÌÅ 

inference that many would believe that the product itself originated with or was 

ÓÏÍÅÈÏ× ÅÎÄÏÒÓÅÄ ÂÙ "ÏÓÔÏÎ (ÏÃËÅÙȢȱ Id. In Rainbow for Girls, the district court 

opinion, which we upheld, also recognized in reference to Boston Hockey ÔÈÁÔ Ȱ ȬɉÉɊÔ 

is not unreasonable to conclude, given the degree to which sports emblems are used 

to advertise teams and endorse products, that a consumer seeing the emblem or 

name of a team on or associated with a good or service would assume some sort of 

ÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÓÓÏÃÉÁÔÉÏÎ ÂÅÔ×ÅÅÎ ÔÈÅ ÐÒÏÄÕÃÔȭÓ ÓÅÌÌÅÒ ÁÎÄ ÔÈÅ ÔÅÁÍȢȭȱ Rainbow for 

Girls, 676 F.2d at 1085.  

[5] We agree with this reasoning as applied to this case, which is more like 

Boston Hockey than Rainbow for Girls. We hold that given the record in this case and 

the digits of confusion analysis discussed aboveɂincluding the overwhelming 

ÓÉÍÉÌÁÒÉÔÙ ÂÅÔ×ÅÅÎ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ Ô-shirts and the Universitiesȭ ÌÉÃÅÎÓÅÄ ÐÒÏÄÕÃÔÓȟ 

ÁÎÄ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÁÄÍÉÔÔÅÄ ÉÎÔÅÎÔ ÔÏ ÃÒÅÁÔÅ ÁÎ ÁÓÓÏÃÉÁÔÉÏÎ ×ÉÔÈ ÔÈÅ ÐÌÁÉÎÔÉÆÆÓ ÁÎÄ 

to influence consumers in calling the plaintiffs to mindɂthat the inescapable 

conclusion is that many consumers would likely be confused and believe that 

3ÍÁÃËȭÓ Ô-shirts were sponsored or endorsed by the Universities. The Universities 

exercise stringent control over the use of their marks on apparel through their 
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licensing program. It is also undisputed that the Universities annually sell millions of 

dÏÌÌÁÒÓ ×ÏÒÔÈ ÏÆ ÌÉÃÅÎÓÅÄ ÁÐÐÁÒÅÌȢ 7Å ÆÕÒÔÈÅÒ ÒÅÃÏÇÎÉÚÅ ÔÈÅ ÐÕÂÌÉÃȭÓ ÉÎÄÉÓÐÕÔÁÂÌÅ 

desire to associate with college sports teams by wearing team-related apparel. We 

are not persuaded that simply because some consumers might not care whether 

3ÍÁÃËȭÓ ÓÈÉÒÔÓ ÁÒe officially licensed the likelihood of confusion is negated. Whether 

or not a consumer cares about official sponsorship is a different question from 

whether that consumer would likely believe the product is officially sponsored. For 

the foregoing reasons, we conclude that a likelihood of confusion connecting the 

ÐÒÅÓÅÎÃÅ ÏÆ ÔÈÅ 5ÎÉÖÅÒÓÉÔÉÅÓȭ ÍÁÒËÓ ÁÎÄ ÔÈÅ 5ÎÉÖÅÒÓÉÔÉÅÓȭ ÔÈÅÍÓÅÌÖÅÓ ×ÁÓ 

demonstrated in this case. 

 

Questions and Comments 

 

1. Materiality and Consumer Confusion.  How might courts constrain the 

eÎÏÒÍÏÕÓ ÅØÐÁÎÓÉÏÎ ÏÆ ȰÓÐÏÎÓÏÒÓÈÉÐ ÏÒ ÁÆÆÉÌÉÁÔÉÏÎȱ ÃÏÎÆÕÓÉÏÎȩ  ,ÅÍÌÅÙ Ǫ -Ã+ÅÎÎÁȡ 

[W]e argue that courts can begin to rein in some of these excesses by 

focusing their attention on confusion that is actually relevant to 

purchasing decisions. Uses of a trademark that cause confusion about 

actual source or about responsibility for quality will often impact 

purchasing decisions, so courts should presume materiality and impose 

liability when there is evidence such confusion is likely. Uses alleged to 

cause confusion about more nebulous relationships, on the other hand, 

are more analogous to false advertising claims, and those uses should 

be actionable only when a plaintiff can prove the alleged confusion is 

ÍÁÔÅÒÉÁÌ ÔÏ ÃÏÎÓÕÍÅÒÓȭ ÄÅÃÉÓÉÏÎ ÍÁËÉÎÇȢ 

Lemley & McKenna, at 416. 

 

5. Initial Interest Confusion  

 

Virgin Enterprises ÆÏÃÕÓÅÄ ÏÎ ȰÐÏÉÎÔ ÏÆ ÓÁÌÅȱ ÃÏÎÆÕÓÉÏÎȟ ÉȢÅȢȟ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎ 

ÁÓ ÔÏ ÓÏÕÒÃÅ ÁÔ ÔÈÅ ÍÏÍÅÎÔ ×ÈÅÎ ÔÈÅ ÃÏÎÓÕÍÅÒ ÐÕÒÃÈÁÓÅÓ ÔÈÅ ÄÅÆÅÎÄÁÎÔȭÓ ÇÏÏÄÓ ÏÒ 

services.  We turn now to other modes of confusion.  WÅ ÃÏÎÓÉÄÅÒ ÆÉÒÓÔ ȰÉÎÉÔÉÁÌ 

ÉÎÔÅÒÅÓÔ ÃÏÎÆÕÓÉÏÎȟȱ ×ÈÉÃÈ ÄÅÓÃÒÉÂÅÓ ÃÏÎÓÕÍÅÒ ÃÏÎÆÕÓÉÏÎ ÁÓ ÔÏ ÓÏÕÒÃÅ before the 

consumer makes a purchasing decision.  We do so in the context of online shopping 

ÏÎ !ÍÁÚÏÎȢÃÏÍȭÓ ×ÅÂÓÉÔÅ. 

In reading through the majority opinion and dissent below, consider the extent 

to which trademark law should be not merely reactive to consumer conduct (i.e., 

merely descriptive of actual consumer conduct), but also normative with respect to 
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consumer conduct (i.e., affirmatively prescriptive of proper consumer conduct).  In 

other words, on the following facts, should trademark law allow some degree of 

confusion in the short term so that consumers can learn in the long term not to be 

ÃÏÎÆÕÓÅÄ ÂÙ !ÍÁÚÏÎȢÃÏÍȭÓ ÃÏÎÄÕÃÔȩ  3ÈÏÕÌÄ ÔÒÁÄÅÍÁÒË ÌÁ× ÓÅÅË ÏÖÅÒ Ôime to 

ÃÈÁÎÇÅ ÃÏÎÓÕÍÅÒÓȭ ÈÁÂÉÔÓ ÉÎ ÈÏ× ÔÈÅÙ ÍÉÇÈÔ ÉÎÔÅÒÐÒÅÔ ÓÈÏÐÐÉÎÇ ×ÅÂÓÉÔÅÓ ÏÒ ÏÔÈÅÒ 

shopping venues? 
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Multi Time Machine v. Amazon.com 

__ F.3d __, 2015 WL 4068877 (9th  Cir. July 6, 2015)  

 

BEA, Circuit Judge: 

[1]  7Å ÁÒÅ ÃÁÌÌÅÄ ÕÐÏÎ ÔÏ ÄÅÔÅÒÍÉÎÅ ×ÈÅÔÈÅÒ ÔÈÅ ÏÐÅÒÁÔÉÏÎ ÏÆ Á ÒÅÔÁÉÌÅÒȭÓ 

website infringes a trademark because of the manner in which it responds to a 

ÓÈÏÐÐÅÒȭÓ ÓÅÁÒÃÈ ÒÅÑÕÅÓÔ ÆÏÒ ÔÈÅ ÔÒÁÄÅÍÁÒËÅÄ ÇÏÏÄÓȢ 7ÈÁÔ ÔÈÅ ×ÅÂÓÉÔÅȭÓ ÒÅÓÐÏÎÓÅ 

states, together with what its response does not state, determines whether its 




















































































































































































































































































































































































































