Previous Applications of the Rogers v. Grimaldi Test for
Unauthorized “Artistic” Uses

In Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989), Ginger Rogers (of the dance duo with Fred Astaire) sued the producers of the Federico Fellini film Ginger and Fred for using her name in the film’s title.  “The film tells the story of two fictional Italian cabaret performers, Pippo and Amelia, who, in their heyday, imitated Rogers and Astaire and became known in Italy as ‘Ginger and Fred.’ The film focuses on a televised reunion of Pippo and Amelia, many years after their retirement. Appellees describe the film as the bittersweet story of these two fictional dancers and as a satire of contemporary television variety shows.” Id. at 996-97.  In finding no violation of Rogers’ Lanham Act § 43(a) rights, the Second Circuit sought to strike a balance between two competing policy objectives and in the process gave birth to the Rogers v. Grimaldi test:

We believe that in general the [Lanham] Act should be construed to apply to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression. In the context of allegedly misleading titles using a celebrity’s name, that balance will normally not support application of the Act unless the title has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the title explicitly misleads as to the source or the content of the work.

Id. at 999.
In the two opinions that follow (and in the brief presentation of a recent third case), we consider the application of the Rogers v. Grimaldi test to a different and arguably far more important artistic medium: interactive virtual reality environments.  While reading through these opinions, consider the following question:

· Does the law require (and, in any case, should the law require) producers of highly-realistic racing simulation video games such as Forza Motorsport or Gran Turismo to obtain licenses in order to use the trademarks and trade dress of real-world automobiles?  Does the law require such producers to obtain licenses to simulate various real-world racing circuits (and should it)?
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E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc.

547 F.3d 1095 (9th Cir. 2008)

O’SCANNLAIN, Circuit Judge:

[1] We must decide whether a producer of a video game in the “Grand Theft Auto” series has a defense under the First Amendment against a claim of trademark infringement.

I

A

[2] Rockstar Games, Inc. (“Rockstar”), a wholly owned subsidiary of Take-Two Interactive Software, Inc., manufactures and distributes the Grand Theft Auto series of video games (the “Series”), including Grand Theft Auto: San Andreas (“San Andreas” or the “Game”). The Series is known for an irreverent and sometimes crass brand of humor, gratuitous violence and sex, and overall seediness.

[3] Each game in the Series takes place in one or more dystopic, cartoonish cities modeled after actual American urban areas. The games always include a disclaimer stating that the locations depicted are fictional. Players control the game’s protagonist, trying to complete various “missions” on a video screen. The plot advances with each mission accomplished until the player, having passed through thousands of cartoon-style places along the way, wins the game.

[4] Consistent with the tone of the Series, San Andreas allows a player to experience a version of West Coast “gangster” culture. The Game takes place in the virtual cities of “Los Santos,” “San Fierro,” and “Las Venturas,” based on Los Angeles, San Francisco, and Las Vegas, respectively.

[5] Los Santos, of course, mimics the look and feel of actual Los Angeles neighborhoods. Instead of “Hollywood,” “Santa Monica,” “Venice Beach,” and “Compton,” Los Santos contains “Vinewood,” “Santa Maria,” “Verona Beach,” and “Ganton.” Rockstar has populated these areas with virtual liquor stores, ammunition dealers, casinos, pawn shops, tattoo parlors, bars, and strip clubs. The brand names, business names, and other aspects of the locations have been changed to fit the irreverent “Los Santos” tone. Not especially saintly, Los Santos is complete with gangs who roam streets inhabited by prostitutes and drug pushers while random gunfire punctuates the soundtrack.

[6] To generate their vision for Los Santos, some of the artists who drew it visited Los Angeles to take reference photographs. The artists took pictures of businesses, streets, and other places in Los Angeles that they thought evoked the San Andreas theme. They then returned home (to Scotland) to draw Los Santos, changing the images from the photographs as necessary to fit into the fictional world of Los Santos and San Andreas. According to Nikolas Taylor (“Taylor”), the Lead Map Artist for Los Santos, he and other artists did not seek to “re-creat[e] a realistic depiction of Los Angeles; rather, [they] were creating ‘Los Santos,’ a fictional city that lampooned the seedy underbelly of Los Angeles and the people, business and places [that] comprise it.” One neighborhood in the fictional city is “East Los Santos,” the Game’s version of East Los Angeles. East Los Santos contains variations on the businesses and architecture of the real thing, including a virtual, cartoon-style strip club known as the “Pig Pen.”

B

[7] ESS Entertainment 2000, Inc. (“ESS”), operates a strip club, which features females dancing nude, on the eastern edge of downtown Los Angeles under the name Play Pen Gentlemen’s Club (“Play Pen”). ESS claims that Rockstar’s depiction of an East Los Santos strip club called the Pig Pen infringes its trademark and trade dress associated with the Play Pen.

[8] The Play Pen’s “logo” consists of the words “the Play Pen” (and the lower-and upper-case letters forming those words) and the phrase “Totally Nude” displayed in a publicly available font, with a silhouette of a nude female dancer inside the stem of the first “P.” Apparently, ESS has no physical master or precise template for its logo. Different artists draw the nude silhouette in Play Pen’s logo anew for each representation, although any final drawing must be acceptable to Play Pen’s owners. There are several different versions of the silhouette, and some advertisements and signs for the Play Pen do not contain the nude silhouettes.

[9] Although the artists took some inspiration from their photographs of the Play Pen, it seems they used photographs of other East Los Angeles locations to design other aspects of the Pig Pen. The Pig Pen building in Los Santos, for instance, lacks certain characteristics of the Play Pen building such as a stone facade, a valet stand, large plants and gold columns around the entrance, and a six-foot black iron fence around the parking lot. The Play Pen also has a red, white, and blue pole sign near the premises, which includes a trio of nude silhouettes above the logo and a separate “Totally Nude” sign below. The Pig Pen does not.

C

[10] On April 22, 2005, ESS filed the underlying trademark violation action in district court against Rockstar. ESS asserted four claims: (1) trade dress infringement and unfair competition under section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a);1 (2) trademark infringement under California Business and Professions Code § 14320;2 (3) unfair competition under California Business and Professions Code §§ 17200 et seq.; and (4) unfair competition under California common law. The heart of ESS’s complaint is that Rockstar has used Play Pen’s distinctive logo and trade dress without its authorization and has created a likelihood of confusion among consumers as to whether ESS has endorsed, or is associated with, the video depiction.

[11] In response, Rockstar moved for summary judgment on all of ESS’s claims, arguing that the affirmative defenses of nominative fair use and the First Amendment protected it against liability. It also argued that its use of ESS’s intellectual property did not infringe ESS’s trademark by creating a “likelihood of confusion.”

[12] Although the district court rejected Rockstar’s nominative fair use defense, it granted summary judgment based on the First Amendment defense. The district court did not address the merits of the trademark claim because its finding that Rockstar had a defense against liability made such analysis unnecessary.

II

[13] Rockstar argues that, regardless of whether it infringed ESS’s trademark under the Lanham Act or related California law, it is entitled to two defenses: one under the nominative fair use doctrine and one under the First Amendment.

A

[14] “Unlike a traditional fair use scenario, [nominative fair use occurs when] the defendant ... us[es] the trademarked term to describe not its own product, but the plaintiff’s.” Playboy Enters., Inc. v. Welles, 279 F.3d 796, 801 (9th Cir. 2002). The doctrine protects those who deliberately use another’s trademark or trade dress “for the ‘purposes of comparison, criticism [,] or point of reference.’” Walking Mountain, 353 F.3d at 809 (alteration omitted) (quoting New Kids on the Block v. News Am. Publ’g, Inc., 971 F.2d 302, 306 (9th Cir. 1992)). In this case, however, Rockstar’s use of “Pig Pen” is not “identical to the plaintiff’s [Play Pen] mark.” Furthermore, the district court observed that Rockstar’s Lead Map Artist “testified the goal in designing the Pig Pen was ... not to comment on Play Pen per se.” Since Rockstar did not use the trademarked logo to describe ESS’s strip club, the district court correctly held that the nominative fair use defense does not apply in this case. See Welles, 279 F.3d at 801.

B

[15] Rockstar’s second defense asks us to consider the intersection of trademark law and the First Amendment. The road is well traveled. We have adopted the Second Circuit’s approach from Rogers v. Grimaldi, which “requires courts to construe the Lanham Act ‘to apply to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.’” Walking Mountain, 353 F.3d at 807 (emphasis in original) (quoting Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989)). The specific test contains two prongs. An artistic work’s use of a trademark that otherwise would violate the Lanham Act is not actionable “‘unless the [use of the mark] has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless [it] explicitly misleads as to the source or the content of the work.’” Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 902 (9th Cir. 2002) (quoting Rogers, 875 F.2d at 999). Although this test traditionally applies to uses of a trademark in the title of an artistic work, there is no principled reason why it ought not also apply to the use of a trademark in the body of the work. See Walking Mountain, 353 F.3d at 809 n. 17 (implying that it would be acceptable to apply the Rogers test to non-titular trade dress claim). The parties do not dispute such an extension of the doctrine.

1

[16] We first adopted the Rogers test in MCA Records, a case which is instructive for that reason. MCA Records, 296 F.3d at 902 (“We agree with the Second Circuit’s analysis and adopt the Rogers standard as our own.”). In MCA Records, the maker of the iconic “Barbie” dolls sued MCA for trademark infringement in the title of a song the record company had released, called “Barbie Girl.” Id. at 899-900. The song was a commentary “about Barbie and the values ... she [supposedly] represents.” Id. at 902. Applying Rogers, the court held that the First Amendment protected the record company. The first prong was straightforward. Because the song was about Barbie, “the use of Barbie in the song title clearly is relevant to the underlying work.” Id.; see also Walking Mountain, 353 F.3d at 807 (holding that use of Barbie doll in photographic parody was relevant to the underlying work).

[17] Moving to the second prong, we made an important point. “The only indication,” we observed, “that Mattel might be associated with the song is the use of Barbie in the title; if this were enough to satisfy this prong of the Rogers test, it would render Rogers a nullity.” MCA Records, 296 F.3d at 902 (emphasis in original). This makes good sense. After all, a trademark infringement claim presupposes a use of the mark. If that necessary element in every trademark case vitiated a First Amendment defense, the First Amendment would provide no defense at all.

2

[18] Keeping MCA Records and related cases in mind, we now turn to the matter before us. ESS concedes that the Game is artistic and that therefore the Rogers test applies. However, ESS argues both that the incorporation of the Pig Pen into the Game has no artistic relevance and that it is explicitly misleading. It rests its argument on two observations: (1) the Game is not “about” ESS’s Play Pen club the way that “Barbie Girl” was “about” the Barbie doll in MCA Records; and (2) also unlike the Barbie case, where the trademark and trade dress at issue was a cultural icon (Barbie), the Play Pen is not a cultural icon.

[19] ESS’s objections, though factually accurate, miss the point. Under MCA Records and the cases that followed it, only the use of a trademark with “‘no artistic relevance to the underlying work whatsoever’” does not merit First Amendment protection. Id. (emphasis added) (quoting Rogers, 875 F.2d at 999). In other words, the level of relevance merely must be above zero. It is true that the Game is not “about” the Play Pen the way that Barbie Girl was about Barbie. But, given the low threshold the Game must surmount, that fact is hardly dispositive. It is also true that Play Pen has little cultural significance, but the same could be said about most of the individual establishments in East Los Angeles. Like most urban neighborhoods, its distinctiveness lies in its “look and feel,” not in particular destinations as in a downtown or tourist district. And that neighborhood, with all that characterizes it, is relevant to Rockstar’s artistic goal, which is to develop a cartoon-style parody of East Los Angeles. Possibly the only way, and certainly a reasonable way, to do that is to recreate a critical mass of the businesses and buildings that constitute it. In this context, we conclude that to include a strip club that is similar in look and feel to the Play Pen does indeed have at least “some artistic relevance.” See id.
3

[20] ESS also argues that Rockstar’s use of the Pig Pen “‘explicitly misleads as to the source or the content of the work.’” Id. (quoting Rogers, 875 F.2d at 999). This prong of the test points directly at the purpose of trademark law, namely to “avoid confusion in the marketplace by allowing a trademark owner to prevent others from duping consumers into buying a product they mistakenly believe is sponsored by the trademark owner.” Walking Mountain, 353 F.3d at 806 (internal quotation marks and alteration omitted). The relevant question, therefore, is whether the Game would confuse its players into thinking that the Play Pen is somehow behind the Pig Pen or that it sponsors Rockstar’s product. In answering that question, we keep in mind our observation in MCA Records that the mere use of a trademark alone cannot suffice to make such use explicitly misleading. See MCA Records, 296 F.3d at 902.

[21] Both San Andreas and the Play Pen offer a form of low-brow entertainment; besides this general similarity, they have nothing in common. The San Andreas Game is not complementary to the Play Pen; video games and strip clubs do not go together like a horse and carriage or, perish the thought, love and marriage. Nothing indicates that the buying public would reasonably have believed that ESS produced the video game or, for that matter, that Rockstar operated a strip club. A player can enter the virtual strip club in Los Santos, but ESS has provided no evidence that the setting is anything but generic. It also seems far-fetched that someone playing San Andreas would think ESS had provided whatever expertise, support, or unique strip-club knowledge it possesses to the production of the game. After all, the Game does not revolve around running or patronizing a strip club. Whatever one can do at the Pig Pen seems quite incidental to the overall story of the Game. A reasonable consumer would not think a company that owns one strip club in East Los Angeles, which is not well known to the public at large, also produces a technologically sophisticated video game like San Andreas.

[22] Undeterred, ESS also argues that, because players are free to ignore the storyline and spend as much time as they want at the Pig Pen, the Pig Pen can be considered a significant part of the Game, leading to confusion. But fans can spend all nine innings of a baseball game at the hot dog stand; that hardly makes Dodger Stadium a butcher’s shop. In other words, the chance to attend a virtual strip club is unambiguously not the main selling point of the Game.

III

[23] Considering all of the foregoing, we conclude that Rockstar’s modification of ESS’s trademark is not explicitly misleading and is thus protected by the First Amendment. Since the First Amendment defense applies equally to ESS’s state law claims as to its Lanham Act claim, the district court properly dismissed the entire case on Rockstar’s motion for summary judgment.

AFFIRMED.

----------------------------------------------------
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Brown v. Electronic Arts

724 F.3d 1235 (9th Cir. 2013)

BYBEE, Circuit Judge:

[1] Plaintiff-Appellant James “Jim” Brown alleges that Defendant-Appellee Electronic Arts, Inc. (“EA”) has violated § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), through the use of Brown’s likeness in EA’s Madden NFL series of football video games.… Although claims under § 43(a) generally relate to the use of trademarks or trade dress to cause consumer confusion over affiliation or endorsement, we have held that claims can also be brought under § 43(a) relating to the use of a public figure’s persona, likeness, or other uniquely distinguishing characteristic to cause such confusion.1
[2] Section 43(a) protects the public’s interest in being free from consumer confusion about affiliations and endorsements, but this protection is limited by the First Amendment, particularly if the product involved is an expressive work. Recognizing the need to balance the public’s First Amendment interest in free expression against the public’s interest in being free from consumer confusion about affiliation and endorsement, the Second Circuit created the “Rogers test” in Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989). Under the Rogers test, § 43(a) will not be applied to expressive works “unless the [use of the trademark or other identifying material] has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the [use of trademark or other identifying material] explicitly misleads as to the source or the content of the work.” Id. at 999. We adopted the Rogers test in Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894 (9th Cir. 2002).

[3] Applying the Rogers test, the district court in this case granted EA’s motion to dismiss Brown’s Lanham Act claim, finding that Brown had not alleged facts that satisfied either condition that allow a § 43(a) claim to succeed under the Rogers test. Brown v. Elec. Arts, Inc., No. 2:09–cv–01598, 2009 WL 8763151, at *3–5, 2009 U.S. Dist. LEXIS 131387, at *8–15 (C.D.Cal. Sept. 23, 2009). Brown appealed, challenging the applicability of the Rogers test, the district court’s analysis under the Rogers test, and the suitability of his case for resolution without additional factfinding. We affirm the district court’s decision.

I

[4] Jim Brown is widely regarded as one of the best professional football players of all time. He starred for the Cleveland Browns from 1957 to 1965 and was inducted into the National Football League (“NFL”) Hall of Fame after his retirement. After his NFL career, Brown also achieved success as an entertainer and public servant. There is no question that he is a public figure whose persona can be deployed for economic benefit.

[5] EA is a manufacturer, distributor and seller of video games and has produced the Madden NFL series of football video games since 1989. The Madden NFL series allows users of the games to control avatars representing professional football players as those avatars participate in simulated NFL games. In addition to these simulated games, Madden NFL also enables users to participate in other aspects of a simulated NFL by, for example, creating and managing a franchise. Each version of Madden NFL includes the current year’s NFL teams with the teams’ current rosters. Each avatar on a current team is designed to mirror a real current NFL player, including the player’s name, jersey number, physical attributes, and physical skills. Some versions of the game also include historical and all-time teams. Unlike for players on the current NFL teams, no names are used for the players on the historical and all-time teams, but these players are recognizable due to the accuracy of their team affiliations, playing positions, ages, heights, weights, ability levels, and other attributes. Although EA enters into licensing agreements with the NFL and NFL Players Association (“NFLPA”) for its use of the names and likenesses of current NFL players, Brown, as a former player, is not covered by those agreements and has never entered into any other agreement allowing EA to use his likeness in Madden NFL. Brown asserts that EA has used his likeness in several versions of the game dating back at least to 2001 but that he has never been compensated.

[6] Brown brought suit in the United States District Court for the Central District of California, claiming that EA’s use of his likeness in the Madden NFL games violated § 43(a) of the Lanham Act. Brown also brought claims under California law for invasion of privacy and unfair and unlawful business practices. EA filed a motion to dismiss pursuant to Rule 12(b)(6) of the Federal Rules of Civil Procedure, and the district court applied the Rogers test and dismissed Brown’s Lanham Act claim. Brown, 2009 WL 8763151, at *3–5, 2009 U.S. Dist. LEXIS 131387, at *9–15. The district court declined to exercise supplemental jurisdiction over the state-law claims. Id. at *5–6, 2009 U.S. Dist. LEXIS 131387, at *15–16. Brown filed a timely appeal of the dismissal of his Lanham Act claim.2 We have jurisdiction pursuant to 28 U.S.C. § 1291. We review the district court’s dismissal de novo. Kahle v. Gonzales, 487 F.3d 697, 699 (9th Cir. 2007).

II

[7] The legal issues raised by this case are not novel, but their lack of novelty should not be mistaken for lack of difficulty. Significant judicial resources, including the resources of this court, have been expended trying to find the appropriate balance between trademark and similar rights, on the one hand, and First Amendment rights, on the other. Brown suggests that the case law has produced a lack of clarity as to the appropriate legal framework to apply in this case and urges us to consider the “likelihood of confusion” test and the “alternative means” test in addition to the Rogers test. We are convinced that the Rogers test remains the appropriate framework.

[8] A decade ago, in Mattel, Inc. v. MCA Records, Inc., we adopted the Rogers test as our method for balancing the trademark and similar rights protected by § 43(a) of the Lanham Act against First Amendment rights in cases involving expressive works. MCA, 296 F.3d at 902. Although MCA concerned the use of a trademark in the title of an expressive work, and the language of the MCA opinion did not make it clear that we were adopting the Rogers test for cases where the trademark or other identifying material in question was used in the body of a work rather than in the title, we clarified in E.S.S. Entertainment 2000, Inc. v. Rock Star Videos, Inc. that application of the Rogers test was not dependent on the identifying material appearing in the title but “also appl[ies] to the use of a trademark in the body of the work.” 547 F.3d 1095, 1099 (9th Cir. 2008). We have consistently employed the Rogers test in § 43(a) cases involving expressive works since MCA, including where the trademark or other identifying material in question was used in the body of a work rather than in the title. See, e.g., id.; Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792 (9th Cir. 2003).

[9] The Rogers test is reserved for expressive works. Even if Madden NFL is not the expressive equal of Anna Karenina or Citizen Kane, the Supreme Court has answered with an emphatic “yes” when faced with the question of whether video games deserve the same protection as more traditional forms of expression. In Brown v. Entertainment Merchants Ass’n, the Court said that “[l]ike the protected books, plays, and movies that preceded them, video games communicate ideas—and even social messages—through many familiar literary devices (such as characters, dialogue, plot, and music) and through features distinctive to the medium (such as the player’s interaction with the virtual world)” and that these similarities to other expressive mediums “suffice[ ] to confer First Amendment protection.” ––– U.S. ––––, 131 S.Ct. 2729, 2733 (2011). Although there may be some work referred to as a “video game” (or referred to as a “book,” “play,” or “movie” for that matter) that does not contain enough of the elements contemplated by the Supreme Court to warrant First Amendment protection as an expressive work, no version of Madden NFL is such a work. Every version of the game features characters (players), dialogue (between announcers), plot (both within a particular simulated game and more broadly), and music. Interaction between the virtual world of the game and individuals playing the game is prevalent. Even if there is a line to be drawn between expressive video games and non-expressive video games, and even if courts should at some point be drawing that line, we have no need to draw that line here.3 Each version of Madden NFL is an expressive work, and our precedents dictate that we apply the Rogers test in § 43(a) cases involving expressive works. Brown acknowledges that Rogers may apply here, but he argues that the “likelihood of confusion” test, exemplified by Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc., 109 F.3d 1394 (9th Cir. 1997), or the “alternative means” test, exemplified by International Olympic Committee v. San Francisco Arts & Athletics, 781 F.2d 733 (9th Cir. 1986), reh’g en banc denied, 789 F.2d 1319 (9th Cir. 1986), aff’d on other grounds, S.F. Arts & Athletics, Inc. v. U.S. Olympic Comm., 483 U.S. 522 (1987), are also relevant. We disagree. We have previously rejected the “likelihood of confusion” test as “fail[ing] to account for the full weight of the public’s interest in free expression” when expressive works are involved. MCA, 296 F.3d at 900. The “alternative means” test was rejected for the same reason in Rogers itself, 875 F.2d at 999, a position we approved by adopting the Rogers test in MCA. The only relevant legal framework for balancing the public’s right to be free from consumer confusion about Brown’s affiliation with Madden NFL and EA’s First Amendment rights in the context of Brown’s § 43(a) claim is the Rogers test.
III

[10] Rogers involved a suit brought by the famous performer Ginger Rogers against the producers and distributors of Ginger and Fred, a movie about two fictional Italian cabaret performers who imitated Rogers and her frequent performing partner Fred Astaire. Rogers, 875 F.2d at 996–97. Among Rogers’ claims was that the use of her name in the title of the movie violated § 43(a) by creating the false impression that she was involved with the film. Id. at 997. Recognizing that enforcing § 43(a) in this context might constrain free expression in violation of the First Amendment, the Second Circuit asserted that the Lanham Act should be “appl[ied] to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.” Id. at 999. The Rogers court introduced a two-pronged test, under which the Lanham Act should not be applied to expressive works “unless the [use of the trademark or other identifying material] has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the [trademark or other identifying material] explicitly misleads as to the source or the content of the work.” Id.
A

[11] As we explained in E.S.S., a case with similar facts to Brown’s case in which we applied the Rogers test to a § 43(a) claim related to the use of the likeness of a Los Angeles strip club in the video game Grand Theft Auto: San Andreas, “the level of [artistic] relevance [of the trademark or other identifying material to the work] merely must be above zero” for the trademark or other identifying material to be deemed artistically relevant. 547 F.3d at 1100. This black-and-white rule has the benefit of limiting our need to engage in artistic analysis in this context.4
[12] We agree with the district court that the use of Brown’s likeness is artistically relevant to the Madden NFL games. As Brown points out in trying to undermine the status of the games as expressive works, EA prides itself on the extreme realism of the games. As Brown emphasizes in arguing that it is in fact his likeness in the games: “[I]t is axiomatic the ‘65 Cleveland Browns simply, by definition, cannot be the ‘65 Cleveland Browns without the players who played for the ‘65 Cleveland Browns. This fundamental truth applies especially to that team’s most famous player, Jim Brown.” Given the acknowledged centrality of realism to EA’s expressive goal, and the importance of including Brown’s likeness to realistically recreate one of the teams in the game, it is obvious that Brown’s likeness has at least some artistic relevance to EA’s work. The fact that any given version of Madden NFL includes likenesses of thousands of different current and former NFL players does not impact this analysis. In E.S.S., the virtual strip club in question was just one of many virtual structures included by the designers of Grand Theft Auto: San Andreas in an attempt to simulate the feel of East Los Angeles, but we nonetheless concluded that the strip club was artistically relevant to the work. 547 F.3d at 1100. There is no significant distinction to be made here.

…
[13] Brown also asserts that our interpretation of the Rogers test in E.S.S. to require artistic relevance to “merely ... be above zero,” 547 F.3d at 1100, has rendered the Rogers test—described in the Rogers opinion itself as seeking to strike a “balance” between “the public’s interest in free expression” and “protect[ing] the public against flagrant deception,” 875 F.2d at 999—an inflexible and mechanical rule that more or less automatically protects expressive works regardless of the deception involved. But a balance need not be designed to find each of the sides weightier with equal frequency. The language in Rogers is clear. “[T]hat balance will normally not support application of the [Lanham] Act unless the [use of the trademark or other identifying material] has no artistic relevance to the underlying work whatsoever....” 875 F.2d at 999 (emphasis added). The Rogers test is applicable when First Amendment rights are at their height—when expressive works are involved—so it is no surprise that the test puts such emphasis on even the slightest artistic relevance. “Intellectual property rights aren’t free: They’re imposed at the expense of future creators and of the public at large,” White v. Samsung Elecs. Am., Inc., 989 F.2d 1512, 1516 (9th Cir. 1993) (Kozinski, J., dissenting from denial of rehearing en banc), and the Rogers test applies when this expense is most significant. Our interpretation of the “artistic relevance” prong of the Rogers test in E.S.S. is correct, and Brown fails to allege facts that satisfy that prong in this case.

B

[14] Even if the use of a trademark or other identifying material is artistically relevant to the expressive work, the creator of the expressive work can be subject to a Lanham Act claim if the creator uses the mark or material to “explicitly mislead[ ] [consumers] as to the source or the content of the work.” Rogers, 875 F.2d at 999. It is key here that the creator must explicitly mislead consumers. “[T]he slight risk that ... use of a celebrity’s name might implicitly suggest endorsement or sponsorship to some people is outweighed by the danger of restricting artistic expression, and [in cases where there is no explicit misleading] the Lanham Act is not applicable.” Id. at 999–1000. This second prong of the Rogers test “points directly at the purpose of trademark law, namely to avoid confusion in the marketplace by allowing a trademark owner to prevent others from duping consumers into buying a product they mistakenly believe is sponsored by the trademark owner.” E.S.S., 547 F.3d at 1100 (internal quotation marks and citation omitted). We must ask “whether the [use of Brown’s likeness] would confuse [Madden NFL] players into thinking that [Brown] is somehow behind [the games] or that [he] sponsors [EA’s] product,” id., and whether there was an “explicit indication,” “overt claim,” or “explicit misstatement” that caused such consumer confusion, Rogers, 875 F.2d at 1001. Brown puts forth several arguments attempting to show that this second prong of the Rogers test is satisfied, but each of his arguments is unsuccessful.

[15] First, Brown argues that the use of his likeness in the game coupled with a consumer survey demonstrating that a majority of the public believes that identifying marks cannot be included in products without permission at least raises a triable issue of fact as to the second prong of the Rogers test. It is well established that the use of a mark alone is not enough to satisfy this prong of the Rogers test. In MCA, we noted that if the use of a mark alone were sufficient “it would render Rogers a nullity.” 296 F.3d at 902. We reiterated this point in E.S.S., asserting that “the mere use of a trademark alone cannot suffice to make such use explicitly misleading.” 547 F.3d at 1100. Adding survey evidence changes nothing. The test requires that the use be explicitly misleading to consumers. To be relevant, evidence must relate to the nature of the behavior of the identifying material’s user, not the impact of the use. Even if Brown could offer a survey demonstrating that consumers of the Madden NFL series believed that Brown endorsed the game, that would not support the claim that the use was explicitly misleading to consumers. The Sixth Circuit’s decision in ETW Corp. v. Jireh Publishing, Inc., 332 F.3d 915 (6th Cir. 2003), demonstrates this point. In that case, Tiger Woods’ licensing agent, ETW Corporation, brought a Lanham Act claim against the publisher of artwork commemorating Woods’ 1997 victory at The Masters. Id. at 918. A survey was produced in which participants were shown the artwork and asked if they thought Tiger Woods was affiliated or connected with the work or had approved or sponsored it. Id. at 937 & n. 19. Over sixty percent of the participants answered affirmatively, but the Sixth Circuit asserted: “[P]laintiff’s survey evidence, even if its validity is assumed, indicates at most that some members of the public would draw the incorrect inference that Woods had some connection with [the work]. The risk of misunderstanding, not engendered by any explicit indication on the face of the [work], is so outweighed by the interest in artistic expression as to preclude application of the [Lanham] Act.” Id. at 937 (footnote omitted). In Rogers itself, the Second Circuit rejected similar survey data for the same reasons. 875 F.2d at 1001. The use of Brown’s likeness together with the cited survey do not provide a valid argument to allow Brown’s case to go forward based on this prong of the Rogers test.

[16] Second, Brown argues that certain written materials that accompanied versions of the game demonstrate EA’s attempts to explicitly mislead consumers about his endorsement or involvement with the game’s production. Unlike mere use of the mark or a consumer survey, statements made in materials accompanying the game are at least the right kind of evidence to show that EA tried to explicitly mislead consumers about its relationship with Brown. Here, however, the statements highlighted by Brown do not show any attempt to mislead consumers. Brown points to materials that say that one of the game’s features was the inclusion of “[f]ifty of the NFL’s greatest players and every All–Madden team.” Since Brown is one of the fifty greatest NFL players of all time and has been named to the “All Madden, All Millennium” team, Brown argues that the statement “explicitly represents that Brown was in EA’s game.” But Brown needs to prove that EA explicitly misled consumers about Brown’s endorsement of the game, not that EA used Brown’s likeness in the game; nothing in EA’s promotion suggests that the fifty NFL players who are members of the All Madden, All Millennium team endorse EA’s game. EA’s statement is true and not misleading.

[17] Third, Brown argues that the changes made to Brown’s likeness for use in certain versions of the game satisfy the second prong of the Rogers test. EA made changes to certain versions of the game that might make a consumer of the game less confident that the player in question was intended to be Brown. Most notably, EA changed the jersey number on the Brown avatar from 32 (the number Brown wore in the NFL) to 37. If these changes had any impact on whether consumers believed that Brown endorsed the game, however, surely they made consumers less likely to believe that Brown was involved. Brown offers various theories about EA’s legal motives in “scrambling” his likeness for use in the game. It may be true that EA was trying to protect itself from being sued for using Brown’s likeness, under the Lanham Act or otherwise, but an action that could only make consumers less likely to believe that Brown endorsed Madden NFL cannot possibly satisfy the second prong of the Rogers test.

[18] Fourth, Brown cites various comments made by EA officials as evidence that the second prong of the Rogers test is satisfied. As previously discussed, EA attorneys sent letters to Brown’s attorneys stating that “Brown has not appeared in any Madden NFL game since 1998” and that “Brown’s name and likeness does not appear in Madden NFL 08 or any packaging or marketing materials associated with the product.” Brown claims that EA officials contradicted these statements when they allegedly said at a conference held at USC Law School that EA was able to use the images and likenesses of players because it obtained written authorization from both the NFL players and the NFL. The statements made in letters to Brown’s attorneys are irrelevant to this prong of the Rogers analysis. They were not made to consumers, and they do not say anything about Brown’s endorsement of the game. The statement allegedly made at the conference is perhaps the closest Brown comes to offering evidence that EA acted in an explicitly misleading manner as to Brown’s endorsement of the game, but again, the statement was made to a limited audience, not to consumers. If a similar statement appeared on the back cover of a version of Madden NFL, that might satisfy the “explicitly misleading” prong, or at least raise a triable issue of fact, but a statement made at an academic conference about all of the likenesses used in the game could not realistically be expected to confuse consumers as to Brown’s involvement.6
IV

[19] Brown also argues that the district court improperly engaged in factfinding in granting EA’s motion to dismiss. The district court, in Brown’s view, could not possibly have granted the motion to dismiss if it accepted all of the allegations in Brown’s complaint as true, as Brown alleges in his complaint that his likeness is not artistically relevant to Madden NFL and that EA attempted to mislead consumers about his involvement with Madden NFL.
[20] Brown is of course correct that “[o]n a motion to dismiss, the court presumes that the facts alleged by the plaintiff are true.” Halet v. Wend Inv. Co., 672 F.2d 1305, 1309 (9th Cir. 1982). We will also “draw[ ] all reasonable inferences from the complaint in [Brown’s] favor.” Mohamed v. Jeppesen Dataplan, Inc., 614 F.3d 1070, 1073 (9th Cir. 2010) (en banc) (internal quotation marks omitted). We are not, however, required to “accept any unreasonable inferences or assume the truth of legal conclusions cast in the form of factual allegations.” Ileto v. Glock Inc., 349 F.3d 1191, 1200 (9th Cir. 2003). Brown asserts that there is no artistic relevance and that EA attempted to mislead consumers about Brown’s involvement with Madden NFL, but none of the facts asserted in support of these legal conclusions actually justify the conclusions.

[21] With regard to artistic relevance, even presuming that EA officials have denied the inclusion of Brown’s likeness in the game, the district court could conclude, having reviewed the versions of Madden NFL provided to the court,7 that the likeness of a great NFL player is artistically relevant to a video game that aims to recreate NFL games.

[22] With regard to Brown’s allegation that EA explicitly misled consumers as to his involvement with the game, the factual support Brown offers is simply of the wrong type. Brown would need to demonstrate that EA explicitly misled consumers as to his involvement. Instead, his allegations, if taken as true, only demonstrate that (1) the public can generally be misled about sponsorship when marks are included in products; (2) EA explicitly stated that Brown’s likeness appears in Madden NFL; (3) EA tried to disguise its use of Brown’s likeness, if anything making consumers less likely to believe that he was involved; (4) EA was dishonest with Brown’s attorney about the inclusion of his likeness in the game; and (5) EA suggested to a group of individuals at an academic conference that the players whose likenesses were used in Madden NFL had signed licensing agreements with EA. There is simply no allegation that EA explicitly misled consumers as to Brown’s involvement, and thus no problem with the district court deciding this issue in response to a motion to dismiss.

V

[23] As expressive works, the Madden NFL video games are entitled to the same First Amendment protection as great literature, plays, or books. Brown’s Lanham Act claim is thus subject to the Rogers test, and we agree with the district court that Brown has failed to allege sufficient facts to make out a plausible claim that survives that test. Brown’s likeness is artistically relevant to the games and there are no alleged facts to support the claim that EA explicitly misled consumers as to Brown’s involvement with the games. The Rogers test tells us that, in this case, the public interest in free expression outweighs the public interest in avoiding consumer confusion. The district court’s judgment is thus AFFIRMED.
Questions and Comments

1.  The right of publicity alternative. Not all was lost for Jim Brown after the Ninth Circuit ruled against him on his § 43(a) claim.  He subsequently amended his complaint to add a California state right of publicity claim.  EA eventually settled the case for $600,000.  See Jennifer E. Rothman, The Right of Publicity 159 (2018); Darren Rovell, Jim Brown Receives $600,000 to Dismiss Lawsuit Against Electronic Arts, ESPN, June 28, 2016, https://perma.cc/5DUZ-SA2B.  For more on the right of publicity, see Part IV of this casebook.

----------------------------------------------------

VIRAG, S.R.L. v. Sony Computer Entm’t Am. LLC

No. 15 Civ. 01729, 2015 WL 5000102 (N.D. Cal. Aug. 21, 2015), aff’d, 699 F. App’x 667 (9th Cir. 2017)
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In VIRAG, S.R.L. v. Sony Computer Entm’t Am. LLC, Virag is an Italian commercial flooring producer and its mark virag has become well-known in that industry.  Since 2004, Virag has sponsored the Rally of Monza at the Autodromo Nazionale Monza, a racetrack located in Monza, Italy.  As part of the sponsorship, the virag mark is displayed on a bridge over the track for each Rally of Monza.  In 2010, Sony released the auto racing video game Gran Turismo 5 and in 2013 it released Gran Turismo 6.  Both versions of the best-selling game include realistic simulations of the Monza Track, including simulations of the bridge bearing the virag mark.  Virag sued Sony for trademark infringement and violation of Virag’s common law right of publicity.  One of Virag’s owners, Mirco Virag, is a highly successful professional driver on the European Rally Circuit.  Mirco Virag also sued for violation of his personal right of publicity.

The Northern District of California granted Sony’s motion to dismiss the trademark and right of publicity claims of Virag (the company) but refused to dismiss Mirco Virag’s right of publicity claim.  On the trademark claim, the court applied Rogers v. Grimaldi.   On the first prong, the court found that “[t]he record is sufficient to allow the court to conclude that, given the central role of realism to Gran Turismo 5 and Gran Turismo 6, the defendants’ use of the VIRAG® mark has at least some (i.e., more than zero) artistic relevance to the games.” Virag, 2015 WL 5000102, at *11.  The court further explained:

Under the first prong of the Rogers test, the court does not need to determine exactly how artistically relevant the VIRAG® mark is to the games; it merely has to be able to conclude that the artistic relevance is “above zero.” E.S.S., 547 F.3d 1100. Indeed, avoiding the problem the plaintiffs raise is the reason for this “black-and-white rule.” Elec. Arts, 724 F.3d at 1243. Moreover, whether the defendants used the VIRAG® mark for commercial gain in addition to using it for artistic purposes is irrelevant; the inquiry simply is whether the use of the VIRAG® mark has any artistic relevance to Gran Turismo 5 and Gran Turismo 6, period. Rogers, 875 F.2d at 999. The court has found that it does.

Virag, 2015 WL 5000102, at *12.

On the second prong of Rogers v. Grimaldi, the court reasoned: 

The focus of the second prong of the Rogers test is on whether the defendants explicitly mislead consumers as to the source or content of the work. The plaintiffs allege only that the defendants used the VIRAG® mark. … The mere use of a mark is not explicitly misleading, E.S.S., 547 F.3d at 1100, even if combined with consumer confusion, Elec. Arts, 724 F.3d at 1245–46 

Virag, 2015 WL 5000102, at *12.
Questions and Comments
1.  “Prong Zero” of the Rogers v Grimaldi test? The E.S.S. court characterizes the Rogers v. Grimaldi test as consisting of “two prongs”: (1) does the defendant’s use of the plaintiff’s trademark or other material identifying the plaintiff have no artistic relevance to the defendant’s underlying work?; and (2) does the defendant’s use of the plaintiff’s trademark or other material identifying the plaintiff explicitly mislead as to the source or content of the defendant’s work?  E.S.S. Entm’t 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d 1095, 1099 (9th Cir. 2008).  If the answer to either of these questions is in the affirmative, then the defendant’s use fails the Rogers v. Grimaldi test.  But as the Brown v. Electronic Arts court makes clear, “[t]he Rogers test is reserved for expressive works.”  Brown v. Elec. Arts, Inc., 724 F.3d 1235, 1241 (9th Cir. 2013).  In essence, before the Rogers v. Grimaldi test can even be applied, a court must determine that the defendant’s work is “expressive.”  How should a court do so?  What works, if any, might fail to qualify as “expressive”? 

1 “Trade dress involves the total image of a product and may include features such as size, shape, color or color combination, texture, graphics, or even particular sales technique.” Mattel Inc. v. Walking Mountain Prods., 353 F.3d 792, 808 n. 13 (9th Cir. 2003) (internal quotation marks and citations omitted). Because the only relevant similarities at issue in this case involve the use of the “Pig Pen” mark versus the “Play Pen” mark, disposition of the trade dress infringement claim follows resolution of the trademark infringement claim. See Kendall-Jackson Winery, Ltd. v. E. & J. Gallo Winery, 150 F.3d 1042, 1046 (9th Cir. 1998) (“Section 43(a) now protects both trademarks and trade dress from infringement ... [and] there is no persuasive reason to apply different analysis[sic] to the two.” (internal quotation marks, alteration and citation omitted)).


2 This section has recently been repealed. Cal. Stats. ch. 711 § 1. Since we hold that Rockstar has a defense to all of ESS’s claims, the repeal is irrelevant to our decision.





1 See Waits v. Frito–Lay, Inc., 978 F.2d 1093, 1110 (9th Cir. 1992) (“A false endorsement claim based on the unauthorized use of a celebrity’s identity is a type of false association claim, for it alleges the misuse of a trademark, i.e., a symbol or device such as a visual likeness, vocal imitation, or other uniquely distinguishing characteristic, which is likely to confuse consumers as to the plaintiff’s sponsorship or approval of the product.”); see also White v. Samsung Elecs. Am., Inc., 971 F.2d 1395, 1399–1400 (9th Cir. 1992) (“In cases involving confusion over endorsement by a celebrity plaintiff, ‘mark’ means the celebrity’s persona.”).


2 We emphasize that this appeal relates only to Brown’s Lanham Act claim. Were the state causes of action before us, our analysis may be different and a different outcome may obtain. See, e.g. Keller v. Elec. Arts, Inc., 724 F. 3d 1268, 1271, No. 10– 15387, 2013 WL 3928293, *1 (9th Cir. July 31, 2013) (affirming a district court’s ruling that EA had no First Amendment defense against the state-law right-of-publicity claims of former college football player Samuel Keller and other former college football and basketball players related to the use of their likenesses in EA’s college football and college basketball video games).


3 Brown points to several examples of courts suggesting that certain video games may not warrant First Amendment protection as expressive works, but all of the cases cited were decided years before the Supreme Court issued its opinion in Brown v. Entertainment Merchants Ass’n, ––– U.S. ––––, 131 S.Ct. 2729, 180 L.Ed.2d 708 (2011). See Am. Amusement Mach. Ass’n v. Kendrick, 244 F.3d 572, 579–80 (7th Cir. 2001); Wilson v. Midway Games, Inc., 198 F.Supp.2d 167, 180–81 (D.Conn.2002); Am.’s Best Family Showplace Corp. v. City of New York, 536 F.Supp. 170, 173–74 (E.D.N.Y.1982). Brown argues that EA’s insistence that the Rogers test governs is an attempt to portray First Amendment law as settled with regard to video games when it is in fact evolving, but Brown v. Entertainment Merchants Ass’n demonstrates that any evolution favors greater protection, a fact Brown ignores by emphasizing these earlier cases. This evolution in recent years toward greater First Amendment protection for non-traditional media has not been limited to video games. See, e.g., Anderson v. City of Hermosa Beach, 621 F.3d 1051, 1055 (9th Cir. 2010) (holding that “tattooing is a purely expressive activity fully protected by the First Amendment”).


4 Cf. Bleistein v. Donaldson Lithographing Co., 188 U.S. 239, 251, 23 S.Ct. 298, 47 L.Ed. 460 (1903) (Holmes, J.) (“It would be a dangerous undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most obvious limits.”).


6 Brown argues that a similar statement appearing on the packaging of the 2007 and 2009 versions of Madden NFL could explicitly mislead consumers as to Brown’s endorsement. The packaging has the logo for the NFL Players Association and says “Officially Licensed Product of NFL PLAYERS.” NFL PLAYERS is the licensing arm of the NFLPA and manages licensing rights for both current players and retired players, so Brown contends that the statement on the packaging could be understood by consumers to mean that retired players, including Brown, endorse the game. We decline to address this argument because Brown did not raise it in his opening brief. See Friends of Yosemite Valley v. Kempthorne, 520 F.3d 1024, 1033 (9th Cir. 2008). For the same reason, we decline to address Brown’s contention that EA explicitly misled consumers by using Brown’s likeness on the back covers of the same two versions of the game.


7 The district court properly considered the versions of Madden NFL submitted to the court as part of the complaint itself through the “incorporation by reference” doctrine. See Knievel v. ESPN, 393 F.3d 1068, 1076 (9th Cir. 2005). We do the same.
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